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QUESTION PRESENTED
For a patent to be valid, its claims must be "deftnite"---the patent must include "claims particularly
pointing out and distinctly claiming the subject matter which the applicant regards as his invention." 35
U.S.C. § 112 ¶ 2 (emphasis added). The Federal Circuit holds that this requirement of "particular[ity]"
and "distinct[hess]" is satisfied so long as claim language is not "insolubly ambiguous," or is merely capable of being construed. The question presented is:
Whether the Federal Circuit’s standard for definiteness is consistent with the ]anguage of § 112.

(i)

ii
PARTIES TO THE PROCEEDING
All parties to the proceeding are identified in the
caption.
RULE 29.6 STATEMENT
Petitioner Applera Corporation was formerly made
up of two business units, Applied Biosystems and Celera Genomics. In 2008 Applied Biosystems merged
with a subsidiary of Invitrogen Corporation to form
Applied Biosystems, LLC. Celera Genomics has been
split off into an independent company, Celera Corporation.
Invitrogen Corporation is now known as Life Technologies Corporation, and wholly owns Applied Biosystems, LLC. Celera Corporation and Life Technologies Corporation are both publicly traded. No publicly held company owns more than 10% of either Celera Corporation’s or Life Technologies Corporation’s
stock.
Tropix, Incorporated was purchased by Applera
Corporation and no longer exists as a separate legal
entity.
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PETITION FOR A WRIT OF CERTIORARI
Applera Corporation and Tropix, Incorporated (collectively, "Applera") respectfully petition for a writ of
certiorari to review the judgment of the United States
Court of Appeals for the Federal Circuit.
OPINIONS BELOW
The opinion of the United States District Court for
the District of Connecticut, which granted summary
judgment to Applera that the patent claims asserted
by Respondents are invalid, is available at 2007 WL
2669025, and is reproduced in the appendix to this
petition (Pet. App.) at 34a-73a. The opinion of the
Federal Circuit is reported at 599 F.3d 1325, and reproduced at Pet. App. la-33a. The Federal Circuit’s
order denying panel rehearing and rehearing en
banc, accompanied by Judge Plager’s opinion dissenting from the denial of panel rehearing, is reported at
605 F.3d 1347, and reproduced at Pet. App. 74a-79a.
JURISDICTION
The court of appeals entered judgment on March
26, 2010. Pet. App. la. A timely petition for rehearing and rehearing en banc was denied on May 26,
2010. Pet. App. 74a-75a. The jurisdiction of the
court of appeals was based on 28 U.S.C. § 1295(a)(1).
On August 11, 2010, Chief Justice Roberts granted an
extension of time to and including September 23,
2010, to file a petition for a writ of certiorari. This
Court has jurisdiction pursuant to 28 U.S.C.
§ 1254(1).
STATUTORY PROVISION INVOLVED
The federal Patent Act provides in relevant part as
follows:
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The specification shall conclude with one or
more claims particularly pointing out and distinctly claiming the subject matter which the applicant regards as his invention.
35 U.S.C. § 112 ¶ 2.
INTRODUCTION
The statutory requirement of definiteness--that a
patent’s claims "particularly pointD out and distinctly
claimD the subject matter which the applicant regards as his invention," 35 U.S.C. § 112 ¶ 21---is of
surpassing importance. It is a basic requirement that
must be satisfied for a patent to be issued or enforced,
and so it affects every pending U.S. patent application, every issued U.S. patent, and many if not all
U.S. federal-court patent cases. This requirement also is central to the proper functioning of the patent
system. At the heart of that system is a basic bargain: Inventors are granted a limited monopoly in
exchange for making their invention public. For this
system to operate fairly and effectively, the inventor
must provide clear notice to the public of the invention’s metes and bounds, or else the patent system
will discourage rather than encourage invention:
"IT]he limits of a patent must be known for the
protection of the patentee, the encouragement of
the inventive genius of others and the assurance
that the subject of the patent will be dedicated
ultimately to the public." Otherwise, a "zone of
uncertainty which enterprise and experimentation may enter only at the risk of infringement
claims would discourage invention only a little
less than unequivocal foreclosure of the field,"
1 Emphases are added throughout this petition unless otherwise noted.
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and "[t]he public [would] be deprived of rights
supposed to belong to it, without being clearly
told what it is that limits these rights."
Markman v. Westview Instrs., Inc., 517 U.S. 370, 390
(1996) (alterations in original) (quoting General Electric Co. v. Wabash Appliance Corp., 304 U.S. 364, 369
(1938); United Carbon Co. v. Binney & Smith Co., 317
U.S. 228, 236 (1942); and Merrill v. Yeomans, 94 U.S.
568, 573, (1877)).
Since this Court last addressed the fundamental
requirement of definiteness more than half a century
ago, the Federal Circuit has departed radically from
the statute’s language, in derogation of the patent
system’s basic purpose. In this and a series of other
cases, that court has created precisely the "zone of
uncertainty" that this Court declared antithetical to
innovation. In the decision below, the Federal Circuit
concluded that a patent is definite where it provides
"at least some guidance" about the boundaries of its
claims. Pet. App. 14a. This toothless standard is
emblematic of the Federal Circuit’s basic approach,
articulated in this case and elsewhere, that a claim is
definite if it is merely "capable of being construed" or,
put otherwise, not "insolubly ambiguous." In short,
here as elsewhere, the Federal Circuit has adopted a
rule that departs from the statutory language and
does serious violence to the statutory purpose. Cf.
KSR Int’l Co. v. Teleflex, Inc., 550 U.S. 398, 415-18
(2007) (rejecting the Federal Circuit’s "TSM" test for
obviousness); Bilski v. Kappos, 130 S. Ct. 3218, 322526 (2010) (rejecting "machine-or-transformation" test
as the sole test for determining the patentability of
business methods).
This Court’s review also is warranted because the
Federal Circuit’s test for indefiniteness conflicts with
the more rigorous standard adopted by the Patent
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and Trademark Office (PTO). The PTO has flatly rejected the Federal Circuit’s "insolubly ambiguous"
standard, and employs a more demanding standard
for definiteness--i.e., it uses "a lower threshold of
ambiguity when reviewing a pending claim for indefiniteness than those used by [the Federal Circuit]."
Exparte Miyazaki, No. 2007-3300, 2008 WL 5105055,
at *5 (B.P.A.I. Nov. 19, 2008). This conflict is unsustainable. "One of the fundamental purposes behind
the Patent and Copyright Clauses of the Constitution
was to promote national uniformity in the realm of
intellectual property." Bonito Boats, Inc. v. Thunder
Craft Boats, Inc., 489 U.S. 141, 162 (1989); accord
Markman, 517 U.S. at 390 (noting "the importance of
uniformity in the treatment of a given patent"). This
Court should grant certiorari to resolve this conflict
between the federal agency that has responsibility for
granting and issuing patents, see 35 U.S.C. § 2, and
the federal appeals court that has exclusive appellate
jurisdiction over patent litigation, see 28 U.S.C.
§ 1295(a). In the alternative and at a minimum, this
Court should call for the views of the Solicitor General, as it has done in other recent cases presenting important questions arising under the Patent Act.
STATEMENT OF THE CASE
I. STATUTORY BACKGROUND
"The Congress shall have power ... [t]o promote the
Progress of Science and useful Arts, by securing for
limited Times to Authors and Inventors the exclusive
Right to their respective Writings and Discoveries."
U.S. Const. art. I, § 8, cl. 8. Congress has effectuated
this constitutional imperative by granting to inventors limited exclusivity in exchange for "precision of
disclosure" of what they have invented. Universal Oil
Prods. Co. v. Globe Oil & Ref. Co., 322 U.S. 471, 484
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(1944) ("[T]he quid pro quo [for the patent right] is
disclosure of a process or device in sufficient detail to
enable one skilled in the art to practice the invention
once the period of the monopoly has expired, and the
same precision of disclosure is likewise essential to
warn the industry concerned of the precise scope of
the monopoly asserted.").
In establishing the patent system, Congress
enacted statutory requirements dictating how patents must be structured and limiting what they may
cover. 35 U.S.C. § 112 requires each patent to include a "specification." The specification must "contain a written description of the invention, and the
manner and process of making and using it, in such
full, clear, concise, and exact terms as to enable any
person skilled in the art ... to make and use" the invention. 35 U.S.C. § 112 ¶ 1. Section 112 further requires that the specification "conclude with one or
more claims particularly pointing out and distinctly
claiming the subject matter which the applicant regards as his invention." Id. ¶ 2. If a patent is
granted, it is these "claims" (rather than the specification, for instance) that set the boundaries of the patent right. Markman, 517 U.S. at 373; see also Fuji
Photo Film Co. v. ITC, 386 F.3d 1095, 1106 (Fed. Cir.
2004) ("[i]t is a familiar axiom of patent law" that limitations in the specification are not to be imported
into the claims).2
A single patent may contain multiple claims, and
indeed this is common practice. Each claim may form
2 The first step in patent litigation is typically "claim construction," the process of interpreting the language used in the
claims. See, e.g., Phillips v. AWH Corp., 415 F.3d 1303, 1312-19
(Fed. Cir. 2005) (en banc). In construing claim language, the
reviewing court attempts to determine how a person of ordinary
skill in the art would understand the terms. Id. at 1313.
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the basis for a claim of infringement. Here, for instance, one of the three patents at issue contained 71
separate claims. Federal Circuit Joint Appendix
("CAFC JA") 182-85. Some of those claims were "independent"--i.e., they were freestanding and did not
refer to any other claims in the patent. Others were
"dependent"--they incorporated the limitations set
forth in a previous claim in the patent, and added
some further limitation. See 35 U.S.C. § 112 ¶¶ 3-4.
Separate from whether a patent has been infringed--a question that is not at issue in this appeal-is whether a patent claim is "valid." The Patent Act establishes various bases upon which a claim
may be invalid, and these operate as defenses to a
claim of infringement. If, for instance, a claim is so
broad that it covers what already has been done or
disclosed, it is invalid for lack of novelty. See id.
§ 102. If a claim merely covers obvious modifications
to what previously has been done or disclosed, then a
patent is invalid for "obviousness." Id. § 103; see
KSR, 550 U.S. at 417-18. If the patent specification
does not provide a description that would permit one
of ordinary skill in the art to implement the full scope
of what is claimed without undue experimentation,
the claim is invalid for lack of enablement. See, e.g.,
ALZA Corp. v. Andrx Pharms., LLC, 603 F.3d 935,
940 (Fed. Cir. 2010).
And, pertinent here, if the claim does not "particularly pointD out and distinctly claimD" the invention,
then it is invalid as "indefinite." 35 U.S.C. § 112 ¶ 2.
Definiteness serves a critical notice function: A claim
must "inform the public during the life of the patent
of the limits of the monopoly asserted, so that it may
be known which features may be safely used or manufactured without a license and which may not."
Perrnutit Co. v. Graver Corp., 284 U.S. 52, 60 (1931).
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This "statutory requirement of particularity and distinctness in claims is met only when they clearly distinguish what is claimed from what went before in
the art and clearly circumscribe what is foreclosed
from future enterprise." United Carbon, 317 U.S. at
236.
II. THE TECHNOLOGY AT ISSUE
This litigation involves a dispute over patents concerning technology for detecting nucleic acids such as
DNA and RNA. See Pet. App. 2a, 4a-5a. DNA and
RNA store in coded form the genetic information in
human cells. See generally In re O’Farrell, 853 F.2d
894, 896-98 (Fed. Cir. 1988). They are composed of
nucleotides that are linked together to form "polynucleotide" chains. This diagram shows two such chains
joined together in the famous "double helix":
Deoxyribonucleic acid (DNA)

Sugar-phosphate
-- backbone
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CAFC JA 7527.3
Important to the structure of the nucleotides--and
to the diagnostic technology at issue here--are nitrogenous bases. These bases form the rungs in the ladder-shaped structure shown above. DNA and RNA
generally contain four types of bases: cytosine (C),
thymine (T), adenine (A), and guanine (G). Pet. App.
2a.4 Each rung is composed of two bases, and the
bases organize themselves in a predictable fashion-C goes with G, and A goes with T. As a result, one
polynucleotide chain will pair, or "hybridize," with a
complementary chain composed of complementary
bases. Id. at 3a. If, for instance, one had a chain
AATTCCGG, its complementary chain would be
TTAAGGCC. As with the order of letters in this sentence, it is the order of bases in DNA that convey information. This information is called the DNA’s "sequence." Due to the predictable fashion in which
DNA strands pair, the sequence of one DNA chain
can be derived from its complementary chain, like a
photographic print from a negative.
It is often desirable to determine whether a test
sample contains a particular DNA sequence--for instance, to identify the presence of a gene that predicts
a higher risk of a certain cancer. This can be done by
creating a "probe" composed of a sequence of nucleotides, which will hybridize with the test sample if a
complementary nucleotide sequence is present. To
assist in determining whether such hybridizing has
occurred, a detectable "label" is attached to the probe.
3 RNA generally exists in a single-stranded form. Like DNA,
however, a single strand of RNA can pair with a complementary
strand. CAFC JA 7526.
4 In RNA, uracil replaces thymine as the complementary base
to adenine. Pet. App. 2a-3a.
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The probe is introduced into the test sample; hybridizing (if any) occurs; any unhybridized material is
removed; and, if the probe hybridized with the test
sample, the label should be detectable in the sample.
This process is illustrated in the diagram reproduced
at Pet. App. 81a.
The patents at issue here concern nucleotide labels.
Pet. App. 4a-5a.5 The patents (which share a common specification) explain that the label can be attached directly to a probe via the nitrogenous base of
a nucleotide. The label also can be attached to the
probe through an intermediate "linkage group." It is
this limitation of the patent concerning linkage
groups that gives rise to the indefiniteness issue in
this case. Id. at 4a-5a, 10a-lla. The patent claims at
issue do not specify any particular linkage group or
groups to use. Rather, the linkage group can be any
chemical structure that does not ’"interfer[e] substantially"’ with the detection probe’s function. Id. at 4a5a.6 The patent also does not define how much interference is "substantial."

5 See U.S. Patent Nos. 5,476,928, 5,449,767, and 5,328,824.
Specifically, the claims of the three patents are directed to a
nucleotide compound, modified with a detectable label, that can
be used as a detection probe; or to a method of using such a nucleotide compound as a detection probe.
6 Specifically, these patents claim a linkage group that does
"not interfer[e] substantially with the characteristic ability of
said compound to hybridize with said nucleic acid or of A to be
detected" (’824 patent col. 31, ll. 31-34); "does not substantially
interfere with the characteristic ability of the oligo- or polynucleotide to hybridize with a nucleic acid and does not substantially interfere with formation of the signaling moiety or detection
of the detectable signal" (’767 patent col. 31, ll. 2-7); and does
"not interfere[e] substantially with detection of A." (’928 patent
col. 30, 11. 29-30).
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III. PROCEEDINGS BELOW
A. In a complaint filed in the United States District Court for the District of Connecticut, Enzo Biochem, Inc., Enzo Life Sciences, Inc., and Yale University (collectively "Enzo") sued Applera for patent infringement. On October 12, 2006, the district court
construed the patents’ disputed claim terms. CAFC
JA 32-66. Among other things, the district court construed the functional claim limitations "not interfering substantially with" and "does not substantially
interfere.’’7 Id. at 42-44. Adopting Enzo’s proposed
construction, the court determined that this functionality applied to both hybridization and detection;
under the construction, ’"the linkage group neither
substantially interferes with the ability of the compound to hybridize with the nucleic acid nor substantially interferes with the ability of A to be detected."’s
Pet. App. 52a; see also CAFC JA 44.
The district court granted summary judgment to
Applera, holding that the asserted claims are invalid
because they are indefinite. The court’s ruling focused on the "substantially interfere" limitation, concluding that the "specifications neither set forth how
one would gauge substantial interference, nor delimit
7 A "functional claim limitation" defines something by what it
does or does not do, "rather than by what it is." U.S. Dep’t of
Commerce, Manual of Patent Examining Procedure 2173.05(g)
(8th ed. rev. 2010).
These terms appear in claims 1, 42, and 48 of the ’767 patent,
CAFC JA 182-85; claim 1 of the ’824 patent, id. at 161-62, and
claims 1 and 2 of the ’928 patent, id. at 202-03.
s Although the Federal Circuit sua sponte modified the district
court’s construction as to one of the three patents, see Pet. App.
13a, the modification did not alter the construction of "not interfering substantially," and the construction of that critical phrase
was not challenged on appeal.
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the threshold at which interference with the procedure prevents [the claimed] method from being implemented." Pet. App. 60a. The court explained that
substantial interference has thus been left to the
experimenter to determine the conditions under
which detection and hybridization either succeeds or fails. Although the patent expresses a
term of degree ("substantial interference"), expert testimony has shown the term to be an illusory yardstick which, if permitted to stand,
would sweep all successful hybridization and detection into the ambit of the patents’ coverage,
while excluding any unsuccessful procedures ....
Id.
The district court independently granted summary
judgment to Applera on the ground that the asserted
claims of the ’767, ’824 and ’928 patents were invalid
under 35 U.S.C. § 102 as anticipated by prior art.
Pet. App. 61a-73a.
B. The Federal Circuit reversed, concluding that
the asserted claims were sufficiently definite. It reiterated its established standard that "[i]f a claira is
indefinite, the claim, by definition, cannot be construed." Pet. App. 10a (citing Honeywell Int’l, Inc. v.
ITC, 341 F.3d 1332, 1342 (Fed. Cir. 2003)). The court
found it significant that although the claims do not
define "substantially," nor specify how to measure
what amount of interference would be "substantial,"
"[t]he claims in this case provide at least some guidance as to how much interference will be tolerated."
Id. at 14a.
The court found "some guidance" in various "examples" of linkage groups identified in the patents. For
instance, in each patent, one dependent claim (not
asserted in this litigation as a basis for infringement)
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showed a linkage group with a particular structure.
Pet. App. 14a-15a. The court reasoned that one could
"presume that" this structure "will perform [the]
function required of that structure" in the asserted,
independent claim. Id. at 14a. The court did not address or conclude whether the use of this structure
established the boundaries of the claim, nor did the
court of appeals modify the claim construction to do
SO.

Next, and to similar effect, the court noted that
"[t]he specification provides additional examples of
suitable linkage groups, including some criteria for
selecting them." Pet. App. 15a. The court did not
conclude that these "examples" establish either a
floor or ceiling for measuring how much interference
is "substantial." This also was true of the "criteria for
selecting" linkage groups. The first criterion was
simply that a linkage group could ’"withstand all experimental conditions to which normal nucleotides
and polynucleotides are routinely subjected."’ Id.
Second, the court noted the specification’s reference
to experiments in which melting temperature was
used as a proxy for interference. Id. at 15a-16a. Two
experiments using different probes were reported as
producing acceptable results. Neither was identified
as establishing an outer boundary of what constitutes
substantial interference. Id.
Finally, the court cited to the patents’ prosecution
history to identify eight examples of "specific linkage
groups that ... did not substantially interfere with
hybridization or detection." Pet. App. 16a. The court
did not address, much less decide, whether these linkage groups establish the outer boundaries of the
claimed invention.
As noted above, the claims preclude substantial interference with both "hybridization" and "detection."
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Turning to detection, the court held the "substantial
interference" limitation not indefinite for "most of the
same reasons discussed in connection with ’hybridization."’ Pet. App. 18a. The court again cited the eight
examples of linkage groups described in the prosecution history. It reasoned that, if testing a potentially
infringing product revealed detection "using the exemplary linkage groups," then "a person of ordinary
skill would understand that a different linkage
group ... likewise does not ’substantially interfere’
with ... detection." Id. at 19a.
C. The Federal Circuit denied Applera’s petition
for panel rehearing and rehearing en banc. Pet. App.
75a. Judge Plager dissented, and would have
granted panel rehearing. Id. at 75a-79a. He began
by harshly criticizing the law of indefiniteness as it
has developed in the Federal Circuit:
Despite the varying formulations that this court
has used over the years in describing its ’indefiniteness’ jurisprudence ..., the general conclusion from our law seems to be this: if a person of
ordinary skill in the art can come up with a
plausible meaning for a disputed claim term in a
patent, that term, and therefore the claim, is not
indefinite.
Id. at 75a. The result is the evisceration of the notice
function at the heart of the patent system:
The corollary derived from this understanding
is that if several persons of ordinary skill come
up with competing but plausible interpretations
of a disputed termuas is typically the case with
competing "expert witnesses" in patent infringement litigation--the problem is not one of an inherently ambiguous and potentially indefinite
claim term, but rather the problem becomes
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simply one of picking the "right" interpretation
for that term. Since picking the "right" interpretation--claim construction--is a matter of law
over which this court rules, and since the view of
the trial judge hearing the case is given little
weight, so that the trial judge’s view on appeal
becomes just a part of the cacophony before this
court, it is not until three court of appeals judges
randomly selected for that purpose pick the
"right" interpretation that the public, not to
mention the patentee and its competitors, know
what the patent actually claims.
Id. at 76a-77a (footnote omitted).
In contrast to the approach adopted by the Federal
Circuit, Judge Plager explained, the PTO is "taking
steps to give the statutory requirement real meaning." Pet. App. 77a. He quoted a "rare precedential
opinion" of the Board of Patent Appeals (BPAI),
which expressly rejected the Federal Circuit’s interpretation of the statute. Id. at 77a-78a. The BPAI
has held that in reviewing patent applications, ’"if a
claim is amenable to two or more plausible claim constructions, the USPTO is justified in requiring the
applicant to more precisely define the metes and
bounds of the claimed invention by holding the claim
unpatentable under 35 U.S.C. § 112, second paragraph, as indefinite." Id. at 78a (quoting Ex parte
Miyazaki, 2008 WL 5105055, at *5).
Judge Plager went on to explain that, "if the public
notice function of the patent law is to be honored,
claim terms must particularly point out and distinctly claim the subject matter of the invention. In
my view, this court’s definiteness doctrine could go
considerably further in promoting that objective than
it currently does, with the not inconsequential benefit
of shifting the focus from litigation over claim con-
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struction to clarity in claim drafting." Pet. App. 78a79a. Simply and starkly put: "It is time for us to
move beyond sticking our fingers in the neverending
leaks in the dike that supposedly defines and figuratively surrounds a claimed invention. Instead, we
might spend some time figuring out how to support
the PTO in requiring that the walls surrounding the
claimed invention be made of something other than
quicksand." Id. at 79a.
REASONS FOR GRANTING THE PETITION
The Federal Circuit’s decisions interpreting the statutory requirement of definiteness have departed
from the statutory text and are inconsistent with this
Court’s precedent. As this Court has explained, the
definiteness requirement serves the essential function of ensuring that the public will have clear notice
of the boundaries of a claimed invention. Only when
there is such clarity can the public determine with
confidence what area is reserved to the patentee.
The Federal Circuit’s test does not satisfy the statute’s purpose. According to that court, a claim is indefinite only if it cannot be construed at all or is "insolubly ambiguous." The scope of a monopoly should
not be measured with so indeterminate a yardstick.
The statute requires affirmative certainty about the
scope of a claim, but the Federal Circuit in stark contrast requires only a slight lack of uncertainty---or, as
the Federal Circuit put it here, "some guidance" as to
what is off-limits.
By contrast, the PTO applies a more rigorous interpretation of the statute, rejecting a claim as indefinite if it is subject to two or more plausible constructions. The agency has expressly declined to follow the
Federal Circuit’s interpretation of the statute. This
Court’s review is warranted to resolve this funda-
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mental conflict, and to correct the Federal Circuit’s
departure from the text of the Patent Act.
I. THE FEDERAL CIRCUIT HAS DEPARTED
FROM THE TEXT OF § 112 AND THIS
COURT’S PRECEDENTS CONSTRUING IT.
A. The Statutory Language Requires That
Patent Claims Be Defined With Particularity And Distinctness.
It is a fundamental requirement of federal patent
law that "[t]he specification shall conclude with one
or more claims particularly pointing out and distinctly claiming the subject matter which the applicant regards as his invention." 35 U.S.C. § 112 ¶ 2.
This Court has emphasized for more than a century
that a patent claim must state with specificity the
boundaries of the domain that it would seek to monopolize. "The claim is a statutory requirement, prescribed for the very purpose of making the patentee
define precisely what his invention is .... " White v.
Dunbar, 119 U.S. 47, 52 (1886). Accordingly, "[t]he
statutory requirement of particularity and distinctness in claims is met only when they clearly distinguish what is claimed from what went before in the
art and clearly circumscribe what is foreclosed from
future enterprise." United Carbon, 317 U.S. at 236;
accord General Electric, 304 U.S. at 369 ("claimed inventions, improvements and discoveries ... require
precise descriptions of the new characteristic for
which protection is sought"); see also The Incandescent Lamp Patent, 159 U.S. 465, 475 (1895) (a patent
’"should state the component parts of the new manufacture claimed with clearness and precision"); Merrill, 94 U.S. at 573 ("[T]he patent law ... leave[s] no
excuse for ambiguous language or vague descriptions.").
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This specificity serves multiple essential goals. It is
necessary to "inform the public during the life of the
patent of the limits of the monopoly asserted, so that
it may be known which features may be safely used
or manufactured without a license and which may
not." Permutit, 284 U.S. at 60. This is because "[t]he
[patent] monopoly is a property right; and like any
property right, its boundaries should be clear. This
clarity is essential to promote progress, because it
enables efficient investment in innovation. A patent
holder should know what he owns, and the public
should know what he does not." Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U.S. 722,
730-31 (2002); see also Merrill, 94 U.S. at 573 ("The
public should not be deprived of rights supposed to
belong to it, without being clearly told what it is that
limits these rights.").
Conversely, allowing uncertain claim language undermines the patent system’s fundamental goal of encouraging innovation: "A zone of uncertainty which
enterprise and experimentation may enter only at the
risk of infringement claims would discourage invention only a little less than unequivocal foreclosure of
the field." United Carbon, 317 U.S. at 236. Such uncertainty therefore confers an unreasonable benefit
on patent owners, at the expense of the public:
The limits of a patent must be known for the protection of the patentee, the encouragement of the
inventive genius of others and the assurance
that the subject of the patent will be dedicated
ultimately to the public. The statute seeks to
guard against unreasonable advantages to the
patentee and disadvantages to others arising
from uncertainty as to their rights.
General Electric, 304 U.S. at 369 (footnote omitted).
In addition, clarity in claim-drafting "enable[s] courts
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to determine whether novelty and invention are genuine." United Carbon, 317 U.S. at 236. The looseness of the Federal Circuit’s standard over the years
has encouraged patent draftsmen to be less rather
than more clear, as this uncertainty itself confers
substantial benefits to the patentholder--it keeps
competition away, and makes infringement litigation
more expensive for those intrepid enough to test the
limits of an existing patent.
B. The Federal Circuit Requires Only That
Patent Claims Not Lack Total Ambiguity.
1. The Federal Circuit has created a separate test
that is unfaithful to these core principles. A claim is
statutorily "definite," the Federal Circuit repeatedly
has held, if it is "capable of’ or "amenable to construction." E.g., Source Search Techs. LLC v. LendingTree
LLC, 588 F.3d 1063, 1076 (Fed. Cir. 2009); Ultimax
Cement Mfg. Corp. v. CTS Cement Mfg. Corp., 587
F.3d 1339, 1352 (Fed. Cir. 2009); Young v. Lumenis,
Inc., 492 F.3d 1336, 1346 (Fed. Cir. 2007); Honeywell,
341 F.3d at 1338; Exxon Research & Eng’g Co. v.
United States, 265 F.3d 1371, 1376-80 (Fed. Cir.
2001); see Pet. App. 10a (claim is indefinite if it "cannot be construed"). This rule is erroneous for multiple reasons, and this Court should grant review to
bring the Federal Circuit into conformity with the
statute and this Court’s decisions.
As an initial matter, this standard disregards the
reality of claim construction. The mere fact that a
claim has been construed does not mean that it cannot be indefinite. During the process of claim construction, a district court does its utmost to interpret
and give content to disputed claim terms. But not
every claim term will thereby be clarified. And,
where particular terms within a claim are unclear, a
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court sometimes will construe them with a bare synonym, or not at all, sometimes leaving the question of
definiteness for another day. In this case, for instance, the district court construed the claim terms
using the phrase "not interfer[e] substantially" with a
synonym: "neither substantially interferes." Pet.
App. 52a; see also CAFC JA 44. It gave the term no
further detail or content, and took this approach at
the behest of Enzo, which itself recognized that indefiniteness could result: "If the defendants want to
raise an issue with respect to validity at a later date,
that’s perfectly fine. In fact, the Court should faithfully interpret ’substantially interfering,’ and if it’s
indefinite, then we’ll have to live with that." CAFC
JA 1644-47.
More fundamentally, the Federal Circuit’s indefiniteness standard is by its terms radically different
than the statutory requirement. Indeed, the two approaches are nearly opposite. Section 112 imposes an
affirmative requirement of "particular[ity]" and "distinct[ness]," which this Court holds requires "clear[]"
distinctions," and "precis[ion]." Supra at 16-18. Under the Federal CircuSt’s "capable of construction" jurisprudence, however, a claim is definite so long as it
is merely not "insolubly ambiguous." See, e.g., Honeywell Int’l Inc. v. United States, 609 F.3d 1292,
1301-02 (Fed. Cir. 2010); Power-One, Inc. v. Artesyn ’
Techs., Inc., 599 F.3d 1343, 1348 (Fed. Cir. 2010); Ultimax, 587 F.3d at 1352.
That lesser standard requires nothing like "particularity" or "precision." Under Federal Circuit law,
claim terms "are insolubly ambiguous," and thus indefinite, "only if they provide no guidance to those
skilled in the art as to the scope of’ the invention.
Power-One, 599 F.3d at 1348; compare Pet. App. 14a
(holding the claims at issue here not indefinite be-
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cause they "provide at least some guidance as to how
much interference will be tolerated"). Thus, as Judge
Plager explained, a claim will be held definite "if a
person of ordinary skill in the art can come up with a
plausible meaning for a disputed claim term." Pet.
App. 75a (citing cases). In case after case, the Federal Circuit has held that definiteness requires only a
bare modicum of detail. If a reviewing court can put
together any construction of the claim terms, the
Federal Circuit holds, they necessarily are not indefinite. See Bd. of Regents v. BENQ Am. Corp., 533
F.3d 1362, 1368 n.4 (Fed. Cir. 2008) ("As we have
been able to discern a construction for the term ’syllabic element,’ we reject BENQ’s argument that this
term is indefinite."). A claim is indefinite only where
an accused infringer is entirely unable to ascertain
"’any reasonable meaning"’ of the term. Young, 492
F.3d at 1346; Ultimax, 587 F.3d at 1352; Datamize
LLC v. Plumtree Software, Inc., 417 F.3d 1342, 1347
(Fed. Cir. 2005).
The Federal Circuit’s test subverts the statutory
notice function. If definiteness only requires some
plausible construction, then there can be no notice,
because the public will not be given reasonable certainty in advance of its rights. Indeed, the scope of
such a patent claim is necessarily uncertain until litigation is finally completed, which is only after the
parties’ experts and even disagreeing Federal Circuit
judges have had their say. Pet. App. 76a-77a (Plager,
J., dissenting). But cf. United Carbon, 317 U.S. at
236 ("A zone of uncertainty which enterprise and experimentation may enter only at the risk of infringement claims would discourage invention only a little
less than unequivocal foreclosure of the field.").
In short, the Federal Circuit’s bare-bones requirement is miles removed from the standard articulated
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in the statute, and is distinctly at odds with this
Court’s emphasis that claim language must provide
the public with certainty--not merely "some guidance"--about the scope of a patent in order to achieve
the statute’s essential notice function. See General
Electric, 304 U.S. at 369 ("The statute seeks to guard
against unreasonable advantages to the patentee and
disadvantages to others arising from uncertainty as
to their rights.").
2. That the basic notice function has passed by the
wayside in the Federal Circuit is clear from a line of
cases in which that court has held claims definite
based on the existence of nothing more than mere examples of what the patent is meant to cover-regardless whether the examples permit one to determine the actual boundaries of the claim.
Thus, in Exxon Research, the court found a claim
using the term "for a period sufficient" to be definite,
even though the patent did not "quantify the ’period
sufficient’ limitation by reference to any specific period or range of periods." 265 F.3d at 1378. The
claim was not indefinite, the court held, because one
of skill in the art could look to an example of a "period
sufficient" that was described in the patent’s specification. Id. at 1378-79. It was enough that the public
could see at least one use of the language that was
within the scope of the claim. See also, e.g., Hearing
Components, Inc. v. Shure Inc., 600 F.3d 1357, 1367
(Fed. Cir. 2010) (finding the claim term "readily installed and replaced by a user" to be not indefinite
because "the written description gives a clear example of a wax guard that is ’readily installed and replaced by a user"’); Kinetic Concepts, Inc. v. Blue Sky
Med. Group, Inc., 554 F.3d 1010, 1022 (Fed. Cir.)
(claim term "selected stage of healing" not indefinite
because the patent’s specification "provides several
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examples of selected stages of healing"), cert. denied,
130 S. Ct. 624 (2009).
Here, the Federal Circuit’s ruling on indefiniteness
depended principally on such examples. Supra at 1113; see Pet. App. 14a-16a. F(~r instance, the court focused on "eight specific linkage groups that Enzo declared did not substantially interfere with hybridization or detection." Pet. App. 16a. But the functional
language used in the claims encompasses an infinitely larger group of chemicals--which was made clear
by the specification’s identification of choices of bonds
that might be included in the chemical structure-and these examples do not circumscribe the limits of
what structures could be used.
Providing a few examples from a vast category of
potential choices identified in a patent’s specification
does not satisfy the statutory notice function. They
do not mark the boundaries of the claims, not least of
all because such examples do not limit the scope of
the claims. See, e.g., Fuji Photo Film, 386 F.3d at
1106. Rather, examples in the specification are simply illustrative of the claimed invention. At most, they
therefore serve to identify particular instances of
products, methods or the like that would infringe if
unlicensed. So while examples may provide "some
guidance" as to the meaning of the claim terms, Pet.
App. 14a, they do not demarcate the metes and
bounds of the invention, nor the area that remains
free for experimentation--much less do they define
those boundaries with particularity, clarity or precision.9
9 As a corollary to its rule that a claim cannot be indefinite if
it has been construed, the Federal Circuit holds (and reaffirmed
here) that the defenses of indefiniteness and anticipation are
mutually exclusive: "If a claim is indefinite, the claim, by defini-
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II. THE FEDERAL CIRCUIT’S INTERPRETATION OF § 112 CONFLICTS WITH THE
PTO’S.
As Judge Plager explained in his dissent, the PTO
has expressly declined to follow the Federal Circuit’s
test. Rather than limiting indefiniteness to claims
that are "insolubly ambiguous," the agency rejects
any claim term that is subject to "two or more plausible constructions." As the Board of Patent Appeals
and Interferences has explained:
[W]e employ a lower threshold of ambiguity
when reviewing a pending claim for indefiniteness than those used by [the Federal Circuit]. In
particular, rather than requiring that the claims
are insolubly ambiguous, we hold that if a claim
is amenable to two or more plausible claim constructions, the USPTO is justified in requiring
the applicant to more precisely define the metes
and bounds of the claimed invention by holding
the claim unpatentable under 35 U.S.C. § 112,
second paragraph, as indefinite.
Ex parte Miyazaki, 2008 WL 5105055, at *5. This
conflict alone merits this Court’s review: The agency
charged with issuing patents has expressly rejected
the statutory test employed by the Federal Circuit,
and the agency and the court are committed to these
disparate standards. Because the Federal Circuit has
exclusive jurisdiction over patent cases, a conflict
with another regional court of appeals is unlikely, but
tion, cannot be construed. Without a discernable claim construction, an anticipation analysis cannot be performed." Pet.
App. 10a. This reasoning is flatly illogical. Even if the edges of
a patent’s claims are insufficiently precise to meet the statutory
requirement of definiteness, the claim may be anticipated by
prior art that falls clearly within the limits of those fuzzy outer
boundaries.
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this conflict between the Federal Circuit and the PTO
is equally intolerable. Cf. Keystone Bridge Co. v.
Phoenix Iron Co., 95 U.S. 274, 278 (1877) ("the courts
have no right to enlarge a patent beyond the scope of
its claim as allowed by the Patent Office").
To be sure, the PTO has attempted to explain the
divergence between these standards by suggesting
that it may be appropriate to judge patent applications by a different standard than issued patents. Ex
parte Miyazaki, 2008 WL 5105055, at *4-5. However,
both the PTO and the Federal Circuit are interpreting and applying the same statutory language, which
cannot and should not be subject to two different
meanings. Neither patent applicants, nor those who
might compete with them, should be put in the middle of the tug-of-war created by the PTO and the Federal Circuit’s competing standards. Such disparate
interpretations are inconsistent with the fundamental principle that statutes must be applied consistently in keeping with their plain text, see, e.g., Jimenez
v. Quarterman, 129 S. Ct. 681, 685 (2009), and with
the constitutional goal of uniformity in patent law,
Bonito Boats, 489 U.S. at 162. Notably, the PTO typically interprets other statutory invalidity doctrines
in similar fashion to the Federal Circuit--including
other doctrines arising under § 112.10

lo The PTO and the Federal Circuit employ the same tests for
novelty, obviousness, written description and enablement,
among others. Compare, e.g., Ariad Pharms., Inc. v. Eli Lilly &
Co., 598 F.3d 1336, 1351 (Fed. Cir. 2010) (en banc) (affirming
the "fairly uniform standard"’ for assessing the written description requirement of § 112 ¶ 1 articulated in earlier precedent),
and ALZA, 603 F.3d at 943 (assessing enablement requirement
of § 112 ¶ 1), with Ex parte Kubin, 83 U.S.P.Q.2d 1410, 1415-17
(B.P.A.I. 2007) (assessing enablement and written description
requirements of § 112 ¶ 1), all’d, 561 F.3d 1351 (Fed. Cir. 2009).
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Even if there were some justification for the disparate standards on indefiniteness, it would be appropriate to call for the views of the Solicitor General.
This is so not only because of the conflicting standards noted above, but also because the United
States has questioned the Federal Circuit’s interpretation of the definiteness requirement. In an amicus
brief filed last year in a case being reheard en banc in
the Federal Circuit, to which both the Department of
Justice and the PTO Solicitor’s Office were signatories, the United States noted that,
although the statute demands that the claims
"particularly point[] out and distinctly claimD
the subject matter which the inventor regards as
his invention," the [Federal Circuit] has construed this requirement to require little more
than that the claims not be "insolubly ambiguous." Exxon Research & Eng’g Co. v. United
States, 265 F.3d 1371, 1375 (Fed. Cir. 2001). Cf.
United Carbon v. Binney & Smith Co., 317 U.S.
228, 236 (1942) (interpreting same language under the 1870 Act to require that the claims
"clearly distinguish what is claimed from what
went before in the art and clearly circumscribe
what is foreclosed from future enterprise"). 11
This interpretation of the statute, the United States
wrote in a marked understatement, is "at a minimum, not compelled by the text of the Patent Act."
U.S. Br. at 28.

11 Br. of the United States as Amicus Curiae on Rehearing En
Banc in Support of Respondent at 28-29, Ariad Pharm., Inc. v.
Eli Lilly & Co., No. 2008-1248 (Fed. Cir. filed Nov. 19, 2009),
available at http://patentdocs.typepad.com/ffles/amicus-brief--usa.pdf (hereinafter ’2_/.S. Br.") (first two alterations in original).
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This Court should grant the petition in order to resolve this conflict, or at a minimum it should ask the
Solicitor General to provide the views of the United
States on this important question of federal law,
which is central to virtually every patent that is issued by the PTO or reviewed by the Federal Circuit.
III. THE DECISION BELOW IS A GOOD VEHICLE FOR RESOLVING THESE ISSUES.
The Federal Circuit’s decision in this case vividly illustrates just how far the Federal Circuit has departed from the statutory language and the notice
considerations underlying it. The decision below articulates and depends upon the test that is at the root
of many of the problems in the Federal Circuit. Pet.
App. 10a ("If a claim is indefinite, the claim, by definition, cannot be construed."). The decision below also illustrates more broadly the lax attitude toward
indefiniteness that broadly prevails in the Federal
Circuit. Far from focusing on the language of the statute or even core concerns of notice, the Federal Circuit stated here that the claims could be considered
definite merely because they "provide at least some
guidance as to how much interference will be tolerated." Id. at 14a. It is no accident that Judge Plager
chose this case as the occasion to announce that the
emperor has no clothes.
First, the decision below repeatedly relies on examples from the patent specification in support of its
conclusion that the claims provide "some guidance."
But these examples do not mark the boundaries of
what is claimed. They are not used in the independent claims, and do not limit the patent’s scope; the
court of appeals cited, for instance, examples of linkage groups identified in the specification and in the
prosecution history. It even relied on examples that
appear in dependent claims which are, by definition,
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of narrower scope than the independent claims that
were asserted in the litigation. E.g., Pet. App. 14a
("A person of ordinary skill would presume that a
structure recited in a dependent claim will perform a
function required of that structure in an independent
claim."); supra at 11-12 (describing dependent
claims).
Highlighting the lack of meaningful guidance provided even by the narrower dependent claims, elsewhere in its opinion the Federal Circuit observed that
there were an "infinite variety of linkage groups" having this ’"more preferred"’ structure, and even the
linkage groups that it earlier had cited as providing
"some guidance" would not necessarily perform the
function required by the claims. Pet. App. 24a. In
short, this case squarely presents the extraordinary
situation in which the Federal Circuit has permitted
data points to substitute for boundaries, contrary to
the statutory requirement of particularity and distinctness.
Second, the patent claims that are at issue here
contain functional claim limitations, which this Court
has taken up more than once in evaluating definiteness.12 As here, such claims are susceptible to being
drafted very broadly, and the resulting uncertainty
about the claims’ scope means that a potential infringer would have to undertake "elaborate experimentation" after already having infringed in order
even to determine whether it had infringed. Holland
12 E.g., Holland Furniture Co. v. Perkins Glue Co., 277 U.S.
245, 257 (1928) ("[o]ne attempting to use or avoid the use of
Perkins’ discovery as so claimed and described functionally
could do so only after elaborate experimentation"); see General
Electric, 304 U.S. at 371 ("the inventor ... uses conveniently
functional language at the exact point of novelty"); see also United Carbon, 317 U.S. at 233-34 (considering functional claims).
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Furniture Co. v. Perkins Glue Co., 277 U.S. 245, 257
(1928).
This case well illustrates the problem. In order to
"determine the exact level of detection achieved by
the applicants using their exemplary linkage groups,"
Pet. App. 19a, could require millions of tests to evaluate every single molecule created using Applera’s
products. This is because, on the Federal Circuit’s
theory, whether a specific linkage group satisfies the
"substantial interference" limitation depends on the
"binding strength" of the DNA strand to which it is
attached. Id. at 18a. That, in turn, will "depend on
the length and sequence of the strand." Id. Because
any change on the molecular level in the length or sequence of a strand could impact the degree of interference (and therefore infringement), the Federal Circuit’s analysis means that the way to determine infringement is to test the binding strength of every
DNA strand and compare it to the examples in the
patent. Testing on this scale, by itself impractical if
not impossible, is complicated still further by the fact
that these molecules are created not by Applera but
by its customers, typically in their own premises and
long after they purchased the products. This regime
is flatly incompatible with this Court’s admonition
that the statute requires claims to provide certainty
about "the limits of the monopoly asserted, so that it
may be known which features may be safely used or
manufactured without a license and which may not."
Permutit, 52 U.S. at 60.
Finally, this case illustrates how the laxity of the
Federal Circuit’s standard encourages patent owners
to exploit the ambiguity surrounding the limits of
their exclusive rights. Here, Enzo employed two
technical experts who offered differing interpretations of what was required by the claim limitation in

29
question--a broad interpretation by one expert for
infringement, and a narrower one by another for patent validity. One of the experts even conceded that
under his interpretation, the claim terminology ’"may
mean different things to different people."’ See Pet.
App. 57a (district court relying on this statement in
holding the claims invalid). By adopting its atextual
standard, the Federal Circuit has created an incentive for patent owners to adopt expansive or inconsistent interpretations of their patents, safe in the
knowledge that the risk of a finding of indefiniteness
is remote. This state of affairs epitomizes the "zone
of uncertainty" against which this Court has warned.
In sum, this case paradigmatically illustrates the
multiple problems that have infected the Federal Circuit’s indefiniteness decisions. No other questions of
fact or law risk hindering this Court’s review of the
Federal Circuit’s indefiniteness ruling. The case is
well-positioned for this Court’s review.
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CONCLUSION
For the foregoing reasons, this Court should grant
the petition for a writ of certiorari.
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