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QUESTION PRESENTED
Whether this Court should overrule Eibel Process Co.
v. Minnesota & Ontario Paper Co., 261 U.S. 45 (1923),
and hold that 35 U.S.C. § l12’s requirement of "claims
particularly pointing out and distinctly claiming the subject matter which the applicant regards as his invention"
precludes the use of relative terms like "substantially"
and "approximately" in claims even though a person
skilled in the art would understand, in light of the entire
patent and existing knowledge, what is being claimed.

(i)

ii
CORPORATE DISCLOSURE STATEMENT
Pursuant to Supreme Court Rule 29.6, respondents
state at follows:
Enzo Biochem, Inc. is the parent of Enzo Life Sciences, Inc. Otherwise, there are no parents or corporations holding 10% or more of the stock of any of
respondents.
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APPLERA CORP. AND TROPIX, INC.,

Petitioners,
V.

ENZO BIOCHEM, INC., ENZO LIFE SCIENCES, INC., AND
YALE UNIVERSITY,
Respondents.

On Petition for a Writ of Certiorari
to the United States Court of Appeals
for the Federal Circuit

BRIEF IN OPPOSITION
PRELIMINARY STATEMENT
The petition in this case is premised on the mistaken
notion that the "claims" of a patent issued by the U.S.
Patent and Trademark Office ("PTO") should operate as
blueprints for circumventing the rights of inventors. But
"the certainty which the law requires in patents is not
greater than is reasonable." Minerals Separation v.
Hyde, 242 U.S. 261, 270 (1916). Thus, "[e]xpressions
quite as indefinite as ’high’ and ’substantial,’ in describing
an invention or discovery, in patent specifications and
claims, have been recognized by this court as sufficient."
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Eibel Process Co. v. Minn. & Ontario Paper Co., 261
U.S. 45, 66 (1923). Indeed, this Court has never invalidated patent claims simply because they are amenable to
two reasonable constructions. To the contrary, "if the
claim were fairly susceptible of two constructions, that
should be adopted which will secure to the patentee his
actual invention." Smith v. Snow, 294 U.S. 1, 14 (1935).
Consistent with (and in reliance on) those holdings,
inventors have for decades sought and obtained patents
with claim terms like "substantially," "approximately,"
and "about." In view of this Court’s precedents and
decades of reliance on those precedents, stare decisis
answers the question presented. See Hilton v. S.C. Pub.
Rys. Comm’n, 502 U.S. 197, 206-207 (1991); Payne v.
Tennessee, 501 U.S. 808, 828 (1991). That alone is sufficient reason to deny the petition.
Largely ignoring this Court’s precedents, petitioners
urge that the standard of "definiteness" allegedly employed by the decision below conflicts with the statutory
requirement of distinct and particular claims. But the
standard they assail--which suggests a claim is indefinite
if it is "insolubly ambiguous"--was invoked nowhere by
the decision below. Rather, that decision held that the
claims were not indefinite because "those skilled in the
art would understand what is claimed," Pet. App. 11a,
a standard petitioners nowhere challenge.
Besides, petitioners misread the Patent Act. The language petitioners invoke was inserted to require applicants to clearly distinguish their inventions not from the
universe of potentially infringing activities but rather
from other subject matter disclosed in the patent that is
not being claimed as the novel and useful invention. See
Merrill v. Yeomans, 94 U.S. 568, 570 (1876). Thus, an
inventor must state what the invention "is": Where the
invention is part of a machine or composition of matter
that combines the old with the new, the inventor must
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identify what parts of the machine or composition constitute the claimed invention. But petitioners’ proposal
that claims must mark unmistakable boundaries for what
the invention is "not" lacks foundation. Indeed, it is
impossible to reconcile with the "doctrine of equivalents,"
which gives patentholders the right to exclude others
from practicing not only what is expressly defined by the
claims but also "all equivalents." That doctrine "renders
the scope of patents less certain" but is needed to preserve the value of the patent. Festo Corp. v. Shoketsu
Kinzoku Kogy Kabushiki Co., 535 U.S. 722, 732 (2002).
In any event, the patent in this case distinctly points out
the invention being claimed; the purported ambiguity
petitioners invoke is not one that would lead to reasonable confusion.
The assertion of importance likewise fails. For more
than a decade, the Federal Circuit has addressed indefiniteness under settled standards without criticism by its
active judges. While the standard differs from the one
the PTO applies to applications, patent examination and
patent enforcement are different. The PTO has explained that its rules are designed to force applicants to
amend and improve their claims during an interactive
patent examination process. Courts, by contrast, must
either accept or invalidate patents the PTO has already
approved. Regardless, both the PTO and Federal Circuit
agree that the disputed claim language here satisfies
statutory requirements.
Finally, this case is an entirely unsuitable vehicle for
addressing the question presented. The decision’s interlocutory posture "alone furnishe[s] sufficient ground for
the denial" of the petition. Hamilton-Brown Shoe Co. v.
Wolf Bros. & Co., 240 U.S. 251, 258 (1916); see Va.
Military Inst. v. United States, 508 U.S. 946 (1993)
(Scalia, J., concurring). And this case does not present a
genuine issue of indefiniteness. Petitioners object to a
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single segment of a novel class of molecules that are
otherwise claimed with definite structural specificity.
That disputed piece, a "linkage group" that does not
"substantially interfere" with hybridization, defines a
boundary the public would never seek to approach,
because hybridization is necessary to the function of
those molecules. The indefiniteness challenge is thus
based on the phony premise that petitioners want to
figure out, with certainty, how to avoid the patent by
building a molecule that, because it has obstructed
hybridization, is effectively broken from the outset.
STATEMENT
|.

STATUTORY BACKGROUND

The Patent Acts of 1790 and 1793 required inventors
to "distinguish" their inventions from "other things
before known." Act of Apr. 10, 1790, ch. 7, §2, 1 Stat.
109; Act of Feb. 21, 1793, ch. 11 §3, 1 Stat. 318. Neither
expressly required inventors to distinguish those inventions using "claims." See Markman v. Westview Instruments, Inc., 517 U.S. 370, 379 (1996).1 In this country,
the practice of using "claims" to assist in identifying the
invention derived from Evans v. Eaton, 20 U.S. 356
(1822). See 3 Chisum on Patents § 8.0211] (2009). In that
case, the Court addressed whether subject matter must
be identified as inventive or whether novelty "may be
established by comparing the machine specified in the
patent with former machines in use." 20 U.S. at 433.
Construing the 1793 Act’s requirement that inventors
"distinguish" their inventions from prior art, the Court
held that the Act did not authorize a patent "[w]hich
i Patent practitioners typically refer to the numbered paragraphs,
set forth at the end of U.S. Patents, as the "claims." The written
description of the invention that appears before the separately
numbered claims, together with the claims themselves, is referred to
as the "specification."
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describes the machine fully and accurately, as a whole,
mixing up the new and old, but does not in the slightest
degree explain what is the nature or limit of the
improvement which the party claims as his own." Id. at
434 (emphasis added).
From that decision, "claim" practice--the practice of
identifying the part of a machine, process, etc., that is
claimed as novel and patentable in numbered "claims"-has developed. The practice received statutory recognition in the Patent Act of July 4, 1836, ch. 357, § 6, 5 Stat.
119, see Markman, 517 U.S. at 379, which required an
inventor to "particularly specify and point out the part,
improvement, or combination which he claims as his own
invention or discovery." Such "claims" provide "notice"
of what in the patent constitutes the "new" and patentable invention, as opposed to the "old" and nonpatentable material surrounding it. As this Court explained, the 1836 Act ’~ery wisely require[d] of the
applicant a distinct and specific statement of what he
claims to be new" since "in every application for a patent,
the descriptive part is necessarily largely occupied with
what is not new." Merrill, 94 U.S. at 570. The Patent
Act of 1870 carried forward that purpose, requiring the
inventor to "particularly point out and distinctly claim
the part, improvement, or combination which he claims
as his invention or discovery." Act of July 8, 1870, ch.
230, § 26, 16 Stat. 198. And the 1952 Patent Act, which
states that a patent’s specification shall include "one or
more claims particularly pointing out and distinctly
claiming the subject matter which the applicant regards
as his invention," 35 U.S.C. §112, "is not materially
different from the 1870 Act with regard to claiming,
reissue, and the role of the PTO," Warner-Jenkinson Co.
v. Hilton Davis Chem. Co., 520 U.S. 17, 26 (1997).
The Patent Act imposes additional requirements that
add to the concreteness and clarity of patents. For ex-
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ample, the specification must contain "a written description of the invention, and of the manner and process of
making and using it." 35 U.S.C. §112; see Ariad
Pharms., Inc. v. Eli Lilly & Co., 598 F.3d 1336, 1344
(Fed. Cir. 2010) (en banc). That description must be "in
such full, clear, concise, and exact terms as to enable any
person skilled in the art * * * to make and use the
[invention]." 35 U.S.C. § 112 (emphasis added). That
requirement is known as "enablement." See CFMT, Inc.
v. YieldUP Int’l Corp., 349 F.3d 1333, 1338 (Fed. Cir.
2003).
In Markman, this Court held that the construction of
patent claims is "an issue for the judge not the jury." 517
U.S. at 391. As a result, federal courts now conduct specialized "Markman" hearings to determine the scope of
patent claims. Because the question of what a claim
means is inextricably bound up with the issue of indefiniteness-the notion that the claim does not sufficiently
set forth what it covers--the Federal Circuit has recognized that indefiniteness "is a matter of claim construction," Praxair, Inc. v. ATMI, Inc., 543 F.3d 1306, 1319
(Fed. Cir. 2008), to which "general principles of claim
construction apply," Young v. Lumenis, Inc., 492 F.3d
1336, 1346 (Fed. Cir. 2007). The Federal Circuit thus has
ruled that claims are indefinite unless "those skilled in
the art would understand what is claimed." Ibid.
II. PROCEEDINGS BELOW
A. The Invention
Labeled nucleotides are used in a variety of applications, including DNA sequencing and diagnosing hereditary diseases. Because each DNA sequence "pairs,"
"binds," or "hybridizes" predictably with the complementary DNA sequence (so AA-TT hybridizes with TT-AA),
labeled nucleotides can be used to detect, monitor, localize, or isolate specific nucleic acid sequences (e.g., DNA

7
sequences), even in small quantities. Pet. App. 3a. For
example, a laboratory seeking a particular DNA
sequence could introduce a so-called "probe" of the complementary DNA sequence made of labeled nucleotides.
Any unhybridized material is later removed. The laboratory then looks for the labeled nucleotides. If they
remain--having hybridized with the complementary
DNA sequence--that indicates that the DNA sequence
being tested for was present in the sample. See ibid.
Traditionally, labeled nucleotides were prepared by
radioactive methods--i.e., nucleotide sequences were
marked by exposing them to radioactive materials,
making them radioactive as well. While that made it possible to "see" them, it had many drawbacks. Radioactive
nucleotides are potentially hazardous, and thus expensive
and inconvenient to transport, use, and store. Pet. App.
3a-4a.
Dr. David Ward and co-workers at Yale University
revolutionized the field by preparing chemically-labeled
DNA molecules that still function like DNA. Previously,
chemical labels (e.g., fluorescent dyes) were not considered acceptable for marking DNA because it was
generally assumed that structural modification to incorporate such a label would compromise the molecule’s
ability to function as DNA. But Dr. Ward synthesized a
series of novel nucleotide derivatives that solved the
problem. As one observer described it, his invention "can
light up our genes in a kaleidoscope of colours and make
them glow," an innovation involving "the physics of
optics, computational science, digital imaging,
microscopy, molecular biotechnology and cell biology."
Oration Honouring David Christian Ward (1999),
available at http://www.mun.ca/president/99-00report/
honor/honorary_ward.html. For that groundbreaking
invention, Dr. Ward was inducted into the National
Academy of Sciences.
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This case concerns patents arising out of that pathmarking invention. U.S. Patent No. 5,449,767 ("the ’767
Patent") sets forth one aspect of Dr. Ward’s invention. It
defines "an oligo- or polynucleotide containing a nucleotide" of the following structure:
x--CH~ 0

’767 Patent col. 3, C.A. App. 169 (App., infra, 6a). The
central 5-member ring is a sugar "moiety" or segment.
"B" denotes a base (either a 7-deazapurine or a pyrimidine) attached to a specific place on the sugar ring. "A"
denotes the label (e.g., the dye). The label A is attached
to the base B at a specific position defined by the claim.
The patent describes the invention--and the nature and
properties of each element in the diagram--at length.
The general description of the invention spans two pages,
and the detailed description of the invention spans
twelve. See ’767 Patent eols. 3-30, C.A. App. 169-182
(App., infra, 6a-19a). To design labeled DNA outside the
claimed invention’s scope, one would simply attach the
label to a different, unclaimed position on the base B or
to the sugar.
In questioning the patent’s definiteness, petitioners do
not contend that the base, the sugar, or the label are
inadequately defined. Instead, they attack a small piece
of the molecule, the "linkage group" (depicted as a dotted
line in the formula) that connects the base and label. Per
the claim, the linkage group "does not substantially
interfere with the characteristic ability of the oligo- or
polynueleotide to hybridize with a nucleic acid." See ’767
Patent col. 31, C.A~ App. 183 (App., infra, 31a). The
petition urges that the description does not sufficiently
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define "substantially" to allow someone to avoid
infringement. But the petition nowhere explains why
anyone would want to circumvent the patents by designing a linkage group that does interfere with the hybridization process. Such a molecule would be useless in any
application that requires the modified DNA to function as
"natural" DNA, i.e., it would be contrary to the invention’s very purpose of producing labeled DNA that
functions just like unlabeled DNA.
The PTO specifically considered virtually indistinguishable claim language. Pet. App. 16a. The ’767 Patent
issued from a chain of applications, including Application
Serial No. 496, 415. In a March 21, 1986 Supplemental
Amendment, the applicants claimed a "linkage group not
interfering substantially with the characteristic ability of
A to form a stable complex with avidin." C.A. App. 42704271 (App., infra, 24a, 25a, 28a). The examiner initially
rejected that language as "indefinite," and requested a
structural definition. Id. at 4284 (App., infra, 38a). In response, the applicants explained why structural language
would not adequately define their invention. Id. at 43064307 (App., infra, 40a-44a). Agreeing, the examiner
’%vithdrew the indefiniteness objection," Pet. App. 16a,
and the next office action limited indefiniteness concerns
to misspellings and other formalities. Id. at 4323 (App.,
infra, 47a).
B. The District Court’s Decision
Following a Markman hearing, the district court
construed the disputed "linkage group" language along
with other claims language. Pet. App. 7a, 39a.2 Petitioners then moved for summary judgment, asserting that
the invention was anticipated by prior art and failed to
2 The claims construction ruling is not included in the petition
appendix but is publicly available as No. 3:04cv929 (JBA), 2006 U.S.
Dist. Lexis 74570 (D. Conn. Oct. 12, 2006).
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comply with the written description, enablement, and
claim definiteness requirements of 35 U.S.C. § 112. Pet.
App. 35a.
The court denied summary judgment on petitioners’
enablement and written description defenses, finding
disputed issues of material fact. Pet. App. 40a-51a. The
district court invalidated some claims as anticipated by
prior art. Id. at 61a-73a. Finally, the court found Dr.
Ward’s "linkage group" indefinite based primarily on the
views of petitioners’ expert, rejecting the contrary views
of respondents’ expert. Id. at 55a-58a. Ignoring Dr.
Ward’s extensive guidance for selecting linkage groups,
the district court looked instead for an exact, numerical
standard of "substantial interference." Id. at 54a-61a.
Finding none, the court held the patents indefinite.
C. The Federal Circuit’s Decision
The Federal Circuit affirmed in part and reversed in
part. Turning to indefiniteness first, the court of appeals
unanimously held that the claim terms were sufficiently
definite. Pet. App. 10a-18a.
The court explained that resolving an "indefiniteness"
claim "requires a determination whether those skilled in
the art would understand what is claimed." Pet. App. 11a
(quoting Young v. Lumenis, Inc., 492 F.3d 1336, 1346
(Fed. Cir. 2007)). In this case, the court explained, one
skilled in the art would understand the meaning of the
phrase "not interfering substantially" because, among
other things, there were dependent claims in the patent
that identified specific linkage groups. Pet. App. 14a.
Citing longstanding precedent, the court explained that a
person of ordinary skill in the art would understand "the
term ’not interfering substantially’" in the challenged
claims as "allow[ing] for at least as much interference as
that exhibited" using the particular "linkage group * * *
specified in the dependent claims." Ibid. Additional ex-
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amples of linkage groups were found elsewhere in the
specification, along with "criteria for selecting among
them." Id. at 15a. Dr. Ward provided examples of tests
performed on particular linkage groups, identifying
specific results that were deemed "acceptable." Id. at
15a-16a. Those examples also taught that a polynucleotide’s "thermal denaturation profile" (essentially, a
comparison of the melting point of labeled hybrids to
unmodified material) can be used to measure the degree
to which a linkage group interferes with hybridization.
Id. at 15a. Finally, looking to the patent’s "prosecution
history," the decision below found still more examples of
linkage groups that did not substantially interfere. Id. at
16a.
The court did not mention the extrinsic testimony the
district court cited as evidence of indefiniteness. Instead,
it ruled that "the intrinsic evidence here provides ’a
general guideline and examples sufficient to enable a
person of ordinary skill in the art to determine [the scope
of the claims],’ In re Marosi, 710 F.2d 799, 803 (Fed. Cir.
1983)." Pet. App. 16a-17a (brackets in original). A "person of ordinary skill in the art," the court concluded,
could "look to the thermal denaturation and hybridization
(including Tm) profiles to see if they fall within the range
of exemplary values disclosed in the intrinsic evidence."
Id. at 17a.
The Federal Circuit was not asked to pass on, and did
not pass on, any dispute regarding proper construction of
the "linkage group." Nonetheless, the court sua sponte
modified that construction as to one of the patents, and
on that basis, found it anticipated by prior art. Pet. App.
13a, 26a-27a. As to the other two Ward patents, the court
found disputed issues of material fact, reversed summary
judgment on anticipation grounds, and "remanded for
further proceedings consistent with" its opinion. Id. at
21a-26a, 33a.
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Although Judge Plager joined the panel’s unanimous
opinion, he dissented from denial of rehearing en banc.
Pet. App. 75a-79a. No other judge joined him.
REASONS FOR DENYING THE PETITION
The decision below does not conflict with any decision
of this Court, PT0 examination practice, or any statutory
text. The assertion of importance is unfounded. The
case’s interlocutory posture is by itself reason for denying review in favor of a case with a fully developed
record. And the case in any event does not properly present the question on which petitioners seek review.
I.

THE DECISION BELOW DOES NOT CONFLICT WITH
ANY DECISION OF THIS COURT OR STATUTORY TEXT

Petitioners’ assertion of conflict is based on a mistaken
premise. This Court has never held that patent claims
must mark the exact boundaries separating the invention
from all potential infringements. Rather, the law requires only the certainty that is "reasonable" under the
circumstances. This Court thus has upheld as "sufficient" expressions "quite as indefinite as ’high’ and
’substantial,’ in describing an invention or discovery, in
patent specifications and claims." Eibel Process Co. v.
Minn. & Ontario Paper Co., 261 U.S. 45, 66 (1923).
The Court has required the patent to define the
boundaries between the claimed invention and other,
non-novel subject matter disclosed in the application.
But the Court has never suggested that claims must also
chart safe harbors for potential infringers by describing
in detail everything the invention is not. Petitioner’s
contrary view--that patent claims cannot brook any
ambiguity--cannot be reconciled with this Court’s precedents. It defies this Court’s longstanding requirement
that courts "construe" a claim with two possible meanings by adopting a construction that preserves the inventor’s rights. And it is inconsistent with this Court’s
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adherence to the doctrine of equivalents which, by definition, affords patentees rights beyond the literal claims of
a patent.
A. The Federal Circuit Correctly Applied This
Court’s Precedents Permitting Relative Terms
Like "Substantially"
1. Petitioners and their amici ignore this Court’s
longstanding recognition that "the certainty which the
law requires in patents is not greater than is reasonable,
having regard to their subject matter." Minerals Separation v. Hyde, 242 U.S. 261, 270 (1916). Consistent with
that principle, inventors may assert claims using "[e]xpressions quite as indefinite as ’high’ and ’substantial.’"
Eibel Process, 261 U.S. at 66. To avoid indefiniteness,
the inventor need not provide an exact description.
Instead, given the "large class of substances and the
range of treatment within the terms of the claims," it is
permissible for inventors to "leav[e] something to the
skill of persons applying the invention" so long as the
claims are "sufficiently definite to guide those skilled in
the art to its successful application." Mineral Separao
tion, 242 U.S. at 271.
In this case, the Federal Circuit followed that formula.
Resolving an "indefiniteness" claim, the court noted,
requires "a determination whether those skilled in the
art would understand what is claimed." Pet. App. 11a
(quoting Young v. Lumenis, Inc., 492 F.3d 1336, 1346
(Fed. Cir. 2007), in turn quoting Datamize, LLC v.
Plumtree Software, Inc., 417 F.3d 1342, 1348 (Fed. Cir.
2005)). Ignoring the standard actually applied below,
petitioners assail the notion that the claim must be
"insolubly ambiguous" to be indefinite. See Pet. i, 3, 4,
15, 19, 23. But that gloss is never mentioned by the
decision below. Besides, any gloss must take meaning
from the standard applied below and this Court’s cases-i.e., the claim is "insolubly ambiguous" only when "those
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skilled in the art," upon examining the claim in light of
their knowledge and other disclosures in the patent,
’~ould [not] understand what is claimed."
The court of appeals properly applied those principles.
Although the claim itself uses relative terms ("substantially interferes") in describing unacceptable linkage
groups, the court identified disclosures throughout the
patent--including "dependent claims," examples and discussion in the patent’s specification, and particular
examples of suitable linkages in the prosecution history--that would allow one skilled in the art to determine
the permissible degree of interference. See pp. 10-11,
supra. The patent, the court held, would "allow for at
least as much interference as that exhibited" by the
identified "linkage group[s]." Pet. App. 14a; see also 15a16a. This Court’s cases regularly follow a similar course,
evaluating the claim in light of the rest of the patent. See
Eibel Process, 261 U.S. at 65-66; United Carbon Co. v.
Binney & Smith Co., 317 U.S. 228, 235-236 (1942); Gen.
Elec. Co. v. Wabash Appliance Corp., 304 U.S. 364, 373
(1938).
Petitioners overlook longstanding precedent allowing
inventors to claim with relative words of degree like
"substantially." The term "maintained at a substantial
elevation" has been sustained against an indefiniteness
challenge. Eibel Process, 261 U.S. at 65. Claims to a
rubber-curing process including the step of "heating said
mold to a temperature range approximating a predetermined rubber curing temperature" were held
patentable. Diamond v. Diehr, 450 U.S. 175, 181 (1981).
And Alexander Graham Bell’s pioneering telephony
patent, which claimed "[t]he method of, and apparatus
for, transmitting vocal or other sounds telegraphically, as
herein described, by causing electrical undulations, similar in form to the vibrations of the air," was upheld.
Dolbear v. Am. Bell Tel. Co., 126 U.S. 1, 163 (1888)
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(emphasis added). So too were claims to "the manufacturing of fat acids and glycerides from fatty bodies by the
action of water at a high temperature and pressure."
Tilghman v. Proctor, 102 U.S. 707, 721 (1880). In none of
those cases did the relative claim language f’Lx the "metes
and bounds" of the invention, as petitioners would demand. See Pet. 2. Instead, the claims would have to be
construed in light of the rest of the patent.3
Petitioners’ opposition to relative terms, moreover, is
inconsistent with established PTO practice. The PTO’s
Manual of Patent Examining Procedure ("MPEP") instructs examiners to reject "relative" terms like "substantially" as indefinite only when "the specification does
not provide a standard for ascertaining the requisite
degree, and one of ordinary skill in the art would not be
reasonably apprised of the scope of the invention."
MPEP § 706.03(d) (8th ed. 2004). That instruction comports with the Federal Circuit’s approach here: The
court upheld the use of the relative term "substantially
interfere" because the specification (including dependent
claims) allowed one of ordinary skill in the art to determine the tolerable degree of interference. That sort of
careful, context-specific analysis pervades similar Federal Circuit cases.4
3 While Diehr, Dolbear, and Tilghman did not address indefiniteness, this Court regularly resolves patent cases on grounds other
than those raised by the partiea See Permutit Co. v. Graver Corp.,
284 U.S. 52 (1931) (petition raising novelty issues resolved on indefiniteness grounds); Dannv. Johnston, 425 U.S. 219 (1976) (addressing "obviousness" where question presented was directed to the
patentability of the subject matter).
4 See, e.g., Andrew Corp. v. Gabriel Elecs., Inc., 847 F.2d 819 (Fed.
Cir.) ("substantially"), cert. denied, 488 U.S. 927 (1988); Quantum
Corp. v. Rodime, PLC, 65 F.3d 1577 (Fed. Cir. 1995) ("approximately"), cert. denied, 517 U.S. 1167 (1996); Exxon Research &
Eng’g v. United States, 265 F.3d 1371 (Fed. Cir. 2001) ("substan-
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Petitioners’ view also defies other settled principles.
For example, the Court’s decision in Markman teaches
that ambiguous claim terms must be construed by the
court. 517 U.S. at 387-388. Correspondingly, Smith
teaches that courts should adopt constructions that save
rather than invalidate the patent so as to "secure to the
patentee his actual invention." 294 U.S. at 14. Such
efforts would be pointless if the ambiguity that necessitated the act of construction would render the patent
indefinite in any event, as petitioner assumes and one of
its amici insists. See Pet. 18-19; Altera Br. 10-11.2
Finally, petitioners’ view cannot be reconciled with Festo
Corp. v. Shoketsu Kinzoku Kogy Kabushiki Co., 535 U.S.
722, 732 (2002), which upholds the "doctrine of equivalents." Under that doctrine, "the scope of the patent is
not limited to its literal terms but instead embraces all
equivalents to the claims described." Ibid. While that
necessarily "renders the scope of patents less certain,"
this Court has recognized that it represents "the price of
ensuring the appropriate incentive for innovation, and
has affirmed the doctrine over dissents that urged a more
certain rule." Ibid. Festo forecloses petitioners’ view
that the "claims" language must mark the precise boundaries of the inventor’s rights.
tial"); Deering Precision Instruments, LLC v. Vector Distribution
Sys., Inc., 347 F.3d 1314 (Fed. Cir. 2003) ("substantially"), cert.
denied, 540 U.S. 1184 (2004); Ortho-McNeil Pharm., Inc. v. Caraco
Pharm. Labs., Ltd., 476 F.3d 1321 (Fed. Cir. 2007) ("about").
~ Petitioner’s suggestion that Federal Circuit practice allows vague
constructions to substitute for vague claim language is not wellfounded. That court can and has invalidated patents where the
construction is vague. See, e.g., Halliburton Energy Servs., Inc. v.
M-I LLC, 514 F.3d 1244, 1251 (Fed. Cir. 2008) ("Even if a claim
term’s definition can be reduced to words, the claim is still indefinite
if a person of ordinary skill in the art cannot translate the definition
into meaningfully precise claim scope.").
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The Federal Circuit’s longstanding approach to indefiniteness is thus firmly grounded in this Court’s cases. It
is therefore little surprise that, for at least a decade, the
Federal Circuit has applied its settled standards in
multiple cases heard by multiple panels without a single
dissent by an active judge. Judge Plager’s dissent from
denial of rehearing en banc appears to be a solitary view.
2. Petitioners’ contrary theory, moreover, derives
from a misreading of this Court’s precedents. According
to petitioners, patent claims must clearly distinguish the
invention from anything and everything not infringing.
But petitioner cannot identify a single case in which this
Court has invalidated claims based on indefiniteness
because the claims, although capable of reasonable construction, did not provide potential infringers with a
blueprint for designing around the patent. Instead,
petitioners’ cases address patents that mixed the new
invention with pre-existing machines or inventions and
failed to distinguish adequately between the claimed
innovation and the "old" or pre-existing art.
For example, in Wabash Appliance, the Court observed that Congress, "[r]ecognizing that most inventions represent improvements on some existing article,
process, or machine, and that the description of the
invention must in large part set out what is old in order
to facilitate the understanding of what is new," appropriately "require[d] of the applicant ’a distinct and
specific statement of what he claims to be new, and to his
invention.’" 304 U.S. at 368-369. The patent before it,
the Court held, failed to "adequately set out ’what he
claims to be new’" because its description of the invention
also "serve[d] aptly to describe the product of earlier
manufacture." Id. at 369-370. "The failure of the patentee to make claim to a distinct improvement" over the
prior art therefore doomed the claim. Id. at 370. Similarly, in United Carbon, the Court was concerned about "the
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somewhat indeterminate character of the advance
claimed to have been made" because the prior art patents
"describe[d] products" that, "if not identical" to the
claimed invention, were "at least of confusing similarity."
317 U.S. at 237.
Finally, the claims in Permutit Co. v. Graver Corp.,
284 U.S. 52 (1931), were not even ambiguous. Instead,
the Court found the disclosures inadequate because,
while the inventor claimed his invention improved on
prior art by using a "free" zeolite bed combined with
"rising space" above the bed, the patent’s claims did not
mention either feature. Id. at 57. The Court acknowledged that drawings attached to the patent showed both
features, and that such "drawings * * * may be used as
an aid to interpreting the specification or claim," but it
concluded that they were "of no avail" there given the
"entire absence of description of the alleged invention or
a failure to claim it." Id. at 60. Here, by contrast, every
feature of the claimed invention is set forth in the claims,
and the patent’s specification resolves any ambiguity.
B. The Federal Circuit’s Definiteness Standard
Does Not Conflict With The Patent Statute
Petitioners also assert (at 16-18) that the Federal
Circuit’s standard is inconsistent with the Patent Act’s
requirement that the specification contain "a written
description of the invention" and "one or more claims
particularly pointing out and distinctly claiming the subject matter which the applicant regards as his invention."
35 U.S.C. § 112. But petitioners ignore the origins of
those requirements. The claim must "particularly point
out" what the invention is by distinguishing the invention
from other subject matter disclosed in the written
description. A claim that is subject to construction does
precisely that. The statute does not require the patent to
delineate what the claim is not so as to distinguish the
invention from every conceivable potential infringement.
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Here, a person skilled in the art would fully have understood the nature of the invention.
1. As explained in greater detail above, see pp. 4-6,
supra, the language in §112 derives from a series of
decisions of this Court insisting not that the patent set
forth a blueprint for circumvention but rather that it
distinguish the new invention being claimed from preexisting art. This Nation’s first two patent laws (the
Patent Acts of 1790 and 1793) required inventors to
"distinguish" their inventions from "other things before
known," but made no mention of "claims" per se. See Act
of Apr. 10, 1790, ch. 7, § 2, 1 Stat. 109; Act of Feb. 21,
1793, ch. 11 §3, 1 Stat. 318. Instead, claims practice
derived from Evans v. Eaton, 20 U.S. 356 (1822), which
addressed whether subject matter must be identified as
inventive, or whether instead novelty "may be established by comparing the machine specified in the patent
with former machines in use." Id. at 433; see 3 Chisum
on Patents §8.0211] (2009). Construing the 1793 Patent
Act, the Court held that the Act did not authorize a
patent "[w]hich describes the machine fully and accurately, as a whole, mixing up the new and old, but does not
in the slightest degree explain what is the nature or limit
of the improvement which the party claims as his own."
20 U.S. at 433 (emphasis added).
Since then, this Court’s cases have recognized that,
because patents representing "improvements on some
existing article" often must describe the new improvement together with the preexisting device, inventors
must distinctly and specifically state what they "claim[ ]
to be new." Wabash, 304 U.S. at 378-379. That requirement was incorporated into the Patent Act of July 4,
1836, ch. 357, § 6, 5 Stat. 119, see Markman, 517 U.S. at
379, which required the inventor to "particularly specify
and point out the part, improvement, or combination
which he claims as his own invention or discovery." The
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Court thus explained how the 1836 Act ’~ery wisely require[d] of the applicant a distinct and specific statement
of what he claims to be new" since "in every application
for a patent, the descriptive part is necessarily occupied
with what is not new." Merrill, 94 U.S. at 570. Similar
language appeared in the 1870 Act. See p. 5, supra. And
the 1952 Patent Act, which placed the claim definiteness
requirement in its current form, "is not materially different from the 1870 Act with regard to claiming." WarnerJenkinson, 520 U.S. at 26. The Act thus requires
"notice" of what the invention "is" in the sense of distinguishing it from preexisting machines or prior art also
described in the patent. But there is no requirement that
it specify all means of infringement.
2. Petitioners’ contrary arguments are premised
almost entirely on the court-made doctrine that the
claims "define" the invention. Pet. 16.G As an initial
matter, that doctrine has never had the absolute quality
petitioners attribute to it. For example, the doctrine of
equivalents gives inventors rights beyond the literal
terms of the claims. See p. 3, supra. Under that doctrine, "a product or process that does not literally
infringe upon the express terms of a patent claim may
nonetheless be found to infringe if there is ’equivalence’
between the elements of the accused product or process
and the claimed elements of the patented invention."
Warner-Jenkinson, 520 U.S. at 25-26; cf. Winans v. Denmead, 56 U.S. 330, 342 (1853) (infringement not limited to
"the precise forms * * * described, but all other forms
which embody [the] invention."). This Court has speci6 The statutory definition of infringement, 35 U.S.C. § 221, did not
even mention claims until 2003, when a declaratory judgment
remedy was created for generic drug makers. See 35 U.S.C.
§ 271(e)(5); Teva Pharms. USA, Inc. v. Pfizer, Inc., 395 F.3d 1324,
1334 (Fed. Cir. 2005).
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fically rejected the notion that the doctrine of equivalents
is inconsistent with § 112’s requirement that the invention
be identified with appropriate clarity. See WarnerJenkinson, 520 U.S. at 25-26. That doctrine forecloses
the notion that the claims themselves must specifically
identify all infringing activities.
Besides, even if the claims "define" the invention, this
Court has not confined its infringement analysis to the
claims language. This Court regularly looks to other
portions of the patent when construing claim terms.
United States v. Adams, 383 U.S. 39, 49 (1966) ("[I]t is
fundamental that claims are to be construed in the light
of the specifications and both are to be read with a view
to ascertaining the invention."); White v. Dunbar, 119
U.S. 47, 60 (1886) (looking to "the context of the specification" to determine whether it supported "giv[ing] the
claim so broad a construction"); Perrnutit Co., 284 U.S. at
60 (attached "drawings * * * may be used as an aid to
interpreting the * * * claim"). Prior art may help define
the claim, counseling a relatively broader or narrower
construction. Eibel Process, 261 U.S. at 63; Smith, 294
U.S. at 14 ("the character of the patent and its commercial and practical success are such as to entitle the
inventor to broad claims and to a liberal construction of
those which he has made"). Infringement too may be
judged by reference to "the mechanism described in the
specification." Fuller v. Yentzer, 94 U.S. 288, 293 (1876).
The decision below did no more than what this Court’s
cases allow--holding the relevant claims language, when
read in connection with the remainder of the patent,
sufficiently definite to guide one reasonably skilled in the
art.
C. There Is No Conflict Between The Federal Circult And The PTO
Petitioners assert (at 14-15) a conflict between the
Federal Circuit’s standard of indefiniteness and the
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standard used by the PTO’s Board of Patent Appeals
("BPAI") in processing patent applications. Petitioners
note that the BPAI may "requir[e] the applicant to more
precisely define the metes and bounds of the claimed
invention by holding the claim unpatentable" when "a
claim is amenable to two or more plausible claim constructions." Pet. 14 (internal quotation marks omitted).
But petitioners overlook why the PTO will issue rejections under that more expansive standard. As the Board
explained in Ex Parte Miyazaki, 89 U.S.P.Q.2d 1207
(BPAI 2008), the PTO applies a different standard in the
application process "because the applicant has an opportunity and a duty to amend the claims during prosecution to more clearly and precisely define the metes and
bounds of the claimed invention." Id. at 1211-1212 (emphasis added). But once the patent has been issued and
infringement is being litigated, there is no opportunity to
amend. For courts, the options are enforcing the patent
or invalidating it.
The PTO’s decision to apply a different standard thus
does not reflect a disagreement with the Federal Circuit
or a different construction of § 112. It reflects the fact
that, when the application is before the PTO, "claims can
be amended, ambiguities should be recognized, scope and
breadth of language explored, and clarification imposed."
In re Zletz, 893 F.2d 319, 321 (Fed. Cir. 1989). The Federal Circuit likewise has never faulted the PTO’s standard.
"It would be inconsistent with the role assigned to the
PTO in issuing a patent," the Federal Circuit has observed, "to require it to interpret claims in the same
manner as judges who, post-issuance, operate under the
assumption the patent is valid." In re Morris, 127 F.3d
1048, 1054 (Fed. Cir. 1997). Because the "process of
patent prosecution is an interactive one," examiners may
insist on amendments to obtain the greatest clarity
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possible. Ibid. But judicial decisions on validity are
binary--the patent is either invalidated or upheld. Ibid.
Indeed, the PTO and the Federal Circuit regularly
apply different standards in myriad contexts in light of
their different roles:
¯ Before a patent issues, the PTO will give claims
their "broadest reasonable interpretation" in light
of the specification, MPEP, supra, §2111, to force
applicants to amend them by narrowing and clarifying, In re Zletz, 893 F.2d at 321. "During litigation determining validity or infringement, however,
this approach is inapplicable." Atlantic Thermoplastics Co. v. Faytex Corp., 970 F.2d 834, 846
(Fed. Cir. 1992). Instead, courts give claims their
most natural construction. Ibid.
¯ Before a patent issues, patent examiners who
make out a prima facie case of obviousness will
assign the applicant the burden of disproving obviousness. See MPEP, supra, § 2131. After a patent
issues, the burden of proving the patent "obvious"
in litigation always remains on the party challenging the patent’s validity. See Sanofi-Synthelabo
v. Apotex, Inc., 550 F.3d 1075, 1086 (Fed. Cir.
2008).
¯ Before a patent issues, the PTO can require an
applicant invoking commercial success as evidence
of non-obviousness to provide hard evidence of
success and a nexus to novelty. See MPEP, supra,
§2145. Once the patent is issued, a prima facie
case is established whenever a successful product
is claimed in the patent, and the opposing party
has the burden of disproving it. See Demaco Corp.
v. F. Von Langsdorff Licensing Ltd., 851 F.2d
1387, 1392 (Fed. Cir. 1988).
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¯ Before a patent issues, the PTO can force the
applicant to provide a "satisfactory showing" that
its claim of inventorship is correct if a publication
names inventors other than those identified in the
application. In re Katz, 687 F.2d 450, 455
(C.C.P.A. 1982). After a patent issues, the party
alleging misjoinder must prove it "by clear-andconvincing evidence." See Eli Lilly & Co. v. Aradign Corp., 376 F.3d 1352, 1358 (Fed. Cir. 2004).
¯ Before a patent issues, a specification must be
accepted as compliant with the enablement requirement of § 112, "unless there is reason to doubt
the objective truth of the statements contained
therein." In re Marzocchi, 439 F.2d 220, 223
(C.C.P.A. 1971). After a patent issues, the accused
infringer is free to dispute whether the specification enables. See Amgen, Inc. v. Chugai Pharm.
Co., Ltd., 927 F.2d 1200 (Fed. Cir. 1991).
Petitioners’ charge of "conflict" thus ignores the fact that
PTO examination standards and judicial enforcement
standards often diverge, and properly so, in light of the
PTO’s and the courts’ distinct roles; the fact that the
PTO can and should require amendment, while courts
can only invalidate; and the fact that no presumption of
validity attaches to a patent application before the PTO,
but does attach once the patent issues.
There is no conflict, moreover, between the PTO and
the Federal Circuit on the proper result here. The PTO,
like this Court and the Federal Circuit, recognizes that
relative terms like "substantial" are permissible so long
as sufficient guidance can be discerned from the specification. See p. 15, supra; MPEP, supra, § 706.03(d). And
both the PTO and the Federal Circuit agreed that the
standard of definiteness was met here. The PTO
examiner approved the application here only after his
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concerns about the definiteness of virtually identical
language were overcome. See Pet. App. 16a; p. 9, supra.
The Federal Circuit, examining the same materials presented to the examiner, likewise agreed that the standard
of definiteness was met. Pet. App. 13a-16a. This Court
can hardly resolve a supposed conflict between two
bodies on the standard of definiteness in a case where
both bodies reached the identical conclusion that the
definiteness requirement was met. This Court "’reviews
judgments, not statements in opinions.’" California v.
Rooney, 483 U.S. 307, 311 (1987) (quoting Black v. Cutter
Labs., 351 U.S. 292, 297 (1956)).
II. The Request For Further Review Falls Short of
Justification
Petitioners have failed to demonstrate that this issue
is important. For a decade, the Federal Circuit has employed its current standards without meaningful dispute
or dissent. Before addressing petitioners’ specific claims,
however, we pause to point out precisely what petitioners
are asking the Court to do. For almost a century, this
Court has authorized the use of "[e]xpressions quite as
indefinite as ’high’ and ’substantial.’" Eibel Process, 261
U.S. at 66. In reliance on that and other precedents,
patent applicants routinely seek and obtain patents with
claim language like "substantially," "about," and "approximately"--terms that necessarily do not have a
definite meaning standing by themselves, but rather
gather their meaning from the context of the rest of the
patent, such as the written description, the specification,
charts and figures, working and/or prophetic examples,
and descriptions of specific embodiments.
The PTO allows the use of such terms when the
surrounding materials are sufficient. Indeed, even petitioners and their amici have relied on them. Since 1976,
Applera has been assigned 102 patents that use the term
"substantially," Yahoo has 25, Google has 34, Cisco Sys-
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tems or its subsidiary has 479, Microsoft has 758, and
General Motors has 3,047.7 That word, "substantially,"
necessarily requires construction: It can "denote either
language of approximation or language of magnitude"
and does not in and of itself answer how close or "how
much." Pet. App. 13a, 14a. Amici can urge that all those
patents "have been prosecuted in compliance with the
Patent Act" nonetheless, Altera Br. 1, only because
nothing in the Patent Act imposes on inventors the draconian standards of definiteness petitioners advocate. In
any event, given the overwhelming reliance on this
Court’s approval of relative claim terms in cases like
Eibel Process, stare decisis weighs heavily against an
effort to overturn them. See pp. 2, 14-15, supra. Such a
tectonic upheaval in the Court’s construction of a statute
should not be contemplated absent a compelling need.
Petitioners have established no such need. Notwithstanding decades of application by myriad panels in
myriad cases, the Federal Circuit’s standards drew no
serious dissents until Judge Plager’s lone dissent in this
case. That renders any claim of importance highly
suspect. Amici cite an article quoting anonymous
"experts in claim drafting" for the proposition that claims
can be vaguely worded intentionally. Altera Br. 13. But
amici do not show that the advice of those unidentified
"experts" is followed. Nor should it have any effect: The
PTO has authorized its examiners to reject any claim
amenable to two or more constructions. Ex Parte
Miyazaki, 89 U.S.P.Q.2d at 1209. Here, moreover, the
applicants did not choose the disputed claim language to
render the patent vague. As they explained to the PTO’s

7 Based on the Advanced Search feature of the PTO’s website as of
November 4, 2009. See http://patft.uspto.gov/netahtml/PTO/searchadv.htm.
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satisfaction, the language was the most accurate definition of the invention possible. See p. 9, supra.
Asserting that the Federal Circuit’s standard materially alters litigation outcomes, amici characterize one
paper as showing that, in district court, patentee success
rates on indefiniteness challenges "increased by sixty
percentage points" between 1998 and 2008. Altera Br. 11
(citing Christa J. Laser, A Definite Claim on Claim
Indefiniteness, 11 Chi.-Kent J. Intell. Prop. 25 (2010)).
But amici fail to mention that the same article found that
patentee success rates before the Federal Circuit fell
precipitously in the last data point of the article’s already
small data set. Laser, supra, at 33, Fig. 2. That finding
undermines their supposed "trend." Far from being
"toothless," the definiteness requirement remains a
powerful tool that has disposed of substantial infringement cases. See, e.g., Acacia Media Techs. Corp. v. New
Destiny Internet Group, No. 05-CV-114, MDL Case No.
05-1665, (N.D. Cal. Oct. 23, 2009) (granting summary
judgment in multi-district case involving five patents and
45 defendants), aft’d, No. 2010-1081 (Fed. Cir. Oct. 7,
2010); Quantum Corp., 65 F.3d at 1580-1584. And the
assault on suits filed by non-practicing entities ("NPEs")
is baseless. In the vast majority of cases taken to judgment, the accused infringer wins. Altera Br. 16 n.6.s Any
NPE "problem" should be remedied by, for example,
liberalizing the Patent Act’s fee-shifting provision, 35
U.S.C. §285, not by radically changing the law of deftniteness to the detriment of Nobel laureates, National
Academy inductees, and other contributors to the useful
arts and sciences.
s Like all research universities, respondent Yale University is expanding knowledge rather than selling products. NPEs like Yale
have made countless contributions to the useful arts and sciences,
including the invention asserted in the Ward patents.
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Finally, amici urge that the Federal Circuit’s reversal
rate on claims-construction issues proves that claims are
excessively ambiguous because district courts allegedly
"get[ ] it wrong nearly half the time." Altera Br. 8. But
the reported reversal rates cannot account for the
inherent selection bias resulting from rational litigants
appealing only relatively close cases, leaving the cases
where the district court has clearly "gotten it right"
unappealed. Indeed, petitioners did just that here, declining to appeal the district court’s construction of the
linkage group.9 The reversal rate may also reflect that
claim construction "is a special occupation, requiring, like
all others, special training and practice," Markman, 517
U.S. at 388, and the Federal Circuit’s tendency, as a
specialist court that reviews claims construction de novo,
to see things differently than generalist district courts.
In any event, petitioners have not demonstrated that the
process is unworkable, that skilled judges cannot ascertain the scope of most patents, or that any issues that do
arise are a product of patent quality as opposed to the
immense scientific and technological complexity of many
inventions. Nor have they shown that, to the extent any
problem exists, it should be "solved" by invalidating more
patents for indefiniteness as opposed to addressing the
Federal Circuit’s method of claims construction.
In any event, petitioners’ unsubstantiated attempt to
radically revise claims practice is misdirected. This
Court decided Eibel Process in 1923, and Congress
overhauled the patent laws in 1952. If Congress had
thought the sort of claims language authorized by Eibel
9 Amicus Yahoo challenges the result in the Bright Response case.
Yahoo Br. 14-16. While that may be an unfortunate example of a
district court (actually a magistrate judge) "getting it wrong," one
erroneous decision from a non-Article III judge hardly justifies this
Court’s intervention.
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Process improper, it would have placed corrective language in the 1952 Act. See Hilton, 502 U.S. at 202. Far
from doing so, Congress carried forward the relevant
language of the 1870 Act into the 1952 Patent Act, which
"is not materially different from the 1870 Act with regard
to claiming, reissue, and the role of the PT0." WarnerJenkinson, 520 U.S. at 26. If petitioners have a complaint about that decision, their remedy lies with
Congress. Indeed, unlike this Court, Congress could
legislate prospectively to avoid upsetting the public’s
reliance on this Court’s longstanding acceptance of terms
like "substantially" in appropriate contexts.
II[. The Decision Below Is A Poor Vehicle
Finally, this case represents an inadequate vehicle for
further review. First, notwithstanding petitioners’ claim
that the PTO and the Federal Circuit have adopted
different standards for definiteness, both the PTO and
the Federal Circuit agreed that these claims were
sufficiently definite. The claims also passed muster with
Judge Plager, who voted with the original panel that
found them definite. His dissent from rehearing takes
issue with the governing standard, but nowhere suggests
that the claims here would be invalid under a plausible
alternative.1° Review premised on a purported disagreement between the PTO and the Federal Circuit should
await a case in which they actually disagree. See pp. 2425, supra. While petitioners also object (at 27-28) to
certain "functional" claim language, that argument was
neither pressed in district court nor addressed in the
court of appeals. This Court is "a court of review, not of
first view," and traditionally does not address issues that
lo Indeed, while claiming indefiniteness in the Federal Circuit, petitioners abandoned any effort to challenge the district court’s
construction of the claim. This case thus involves a claim with just
one reasonable construction.
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were not preserved or addressed below. Cutter v. Wilkinson, 544 U.S. 709, 719 n.7 (2005).11
The petition, moreover, does not properly present the
issue it purports to raise. The invention here allows
nucleotides to be "labeled" without interfering with their
ability to function as DNA, i.e., to "hybridiz[e]" in the
same fashion as unlabeled DNA. It establishes a specific
and concrete chemical structure to achieve that result.
Thus, when first confronted with the allowed claims of
the ’767 Patent, petitioners sent a letter to the Assistant
Commissioner of Patents demonstrating that they fully
understood what the claims covered--"fluorescently
labeled DNA sequencing fragments." C.A. App. 2793
(App., infra, 51a).
Petitioners nonetheless seize on one small part of the
novel nucleotide derivative at issue, a "linkage" group
that does not "substantially interfere" with hybridization.
Pet. 9. According to petitioners, the patent fails to mark
the boundaries of the invention because it does not
clearly distinguish non-infringing nucleotides with linkage groups that do substantially interfere with hybridization from infringing molecules that do not. But petitioners never explain why anyone would deliberately
label a nucleotide such that hybridization is obstructed;
the whole point of the invention and the prior art of
radiologically labeled nucleotides was to mark the nucleotides without affecting their ability to hybridize. Petitioners thus seek to invalidate a patent based on the
notion that they cannot clearly ascertain a claims "boun1~ The 1952 Patent Act specifically allows functional claim language,
overruling the precedent petitioners cite. See Valmont Indus., Inc.
v. Reinke Mfg. Co., Inc., 983 F.2d 1039, 1042 (Fed. Cir. 1993). Had
petitioners’ objection been presented to the district court, it could
have been addressed by construing the disputed language in accordance ~ith the functional claiming provision of § 112.
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dary" no reasonable person would approach. In essence,
they assert that the patent is invalid because it does not
tell them how to build around it by making a molecule
that would not work.
Because patents are a quid-pro-quo in which the
government awards an exclusivity period in exchange for
disclosing the invention, Kewanee Oil Co. v. Bicron
Corp., 416 U.S. 470, 484 (1974), the Patent Act does
require the patent to describe the invention and its use
"in such full, clear, concise, and exact terms as to enable
any person skilled in the art * * * to make and use [it],"
35 U.S.C. § 112 (emphasis added). If the patent does not
"enable" others to build the invention, it is invalid. Pet.
App. 14a n.4. But petitioners do not assert in this Court
that the patent did not enable them to practice the
invention. Instead, they assert that the patent is indefinite because the claim language, standing alone, does
not clearly define a nucleotide with obstructed hybridization that would not work anyway.
Finally, the decision below is interlocutory--it merely
remands the case for further proceedings. That alone is
grounds for denying review, Hamilton-Brown Shoe Co.
v. Wolf Bros. & Co., 240 U.S. 251, 258 (1916), particularly
in a case that, like this one, could use further factual
development. On remand, petitioners presumably will
present multiple challenges to the patents’ validity, including challenges based on prior art. They may challenge enablement. As the foregoing discussion and petitioners’ own submissions make clear, all of these issues
are interrelated. See Pet. 22-23 n.9 (criticizing the
Federal Circuit’s holding that the defenses of anticipation and indefiniteness are mutually exclusive); Yahoo
Br. 8-9 (arguing that some patent linkage group
examples cited by the Federal Circuit are found in the
prior art). If the question presented is to be reviewed at
all, it should be reviewed in a case with a fully developed
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record following a final judgment disposing of all related
issues. And if this issue has the importance petitioners
claim--and it does not--such a case will surely arise in
due course. Review at this time is premature.
CONCLUSION
The petition for a writ of certiorari should be denied.
Respectfully submitted.
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