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RULE 29.6 STATEMENT

The corporate disclosure statement included in the
petition for a writ of certiorari remains accurate.
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REPLY BRIEF

INTRODUCTION

Respondents Sheppard, Mullin, Richter & Hamp-
ton’s ("SMRH’) attempt to divert this Court’s atten-
tion from a serious and far-reaching question:
whether the doctrine of preemption as applied in
the context of the U.S. Food and Drug Administration ¯
in Buckman Co. v. Plaintiffs" Legal Comm., 531 U.S.
341 (2001), should extend to the specialized area of
patent law, thus barring the owners of more than 1.3
million U.S. patents from any state remedy when
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their property is damaged through baseless admin-
istrative challenges.

Respondents’ argument supporting Buckman pre-
emption in this case would promote anti-competitive
conduct against patent rights, with a staggering
effect on the public interest that will "mark the
difference between a patent system that creates a
genuine incentive for innovation and one that gene-
rates worthless scraps of official paper."1 See Michael
Hiltzik, Defending Patents Takes Financial Toll on
Inventor, L.A. Times, June 14, 2011, http://www.
latimes.com]business/la-fi-hiltzik-20110614,0,1163344.
column.

Respondents’ arguments miss their mark. The
lower court decisions here cry out for review by this
Court given the primacy of Federal Circuit precedent
in all circuit courts on substantial issues of patent
law. This case represents an ideal opportunity
for revisiting Buckman preemption issues left unre-
solved to this day by Warner-Lambert v. Kent, 552
U.S. 440 (2008) (4-4 decision). Moreover, the issue
has national significance and representatives of both
the executive and legislative branches have stated
that this case is important and merits close attention.
See 157 Cong. Rec. El311 (daily ed. July 13, 2011)
(statement of Rep. Rohrabacher). The Director of
the USPTO "will be monitoring Mr. Lockwood’s
certiorari petition closely," while Rep. Rohrabacher, a

1 As set forth in the Petition, the PTO’s disciplinary rules and
procedures would not affect sham petitions for reexamination
filed anonymously or by non-practitioners. See Pet. 9-10. Nor
do those procedures provide any remedy to the patent holder.
See Pet. 24-25.
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Congressional leader in Patent Policy, stated "the
underlying issue involved should be of great concern."
Id.

Respondents’ diversionary misstatements of the
case warrant little attention, other than to point out
SMRH does not argue with the allegation that their
requests for reexamination were a "sham." Despite
Respondents’ insinuations about the validity of Peti-
tioner’s patents, since emerging from reexamination,
and the indisputable "cloud" created by Respondents’
sham reexamination request, Mr. Lockwood’s patents
have been widely recognized, including licensing with
major companies. See Hiltzik, Defending Patents,
supra, at 1.

Unlike many patentees subjected to sham reex-
amination, Lockwood did not remain silent upon
discovering Respondents’ sleights of hand. The
record is also clear that Lockwood’s current success
comes despite having suffered severe financial pres-
sure2 foreclosing opportunities to continue licensing
or enforcing his patents due to Respondents’ actions
in wrongly dragging him into a reexamination
proceeding. See Compl. ~[~[ 23-25, 27, 74, 145, 166;
Pet. 2-10

Accordingly, certiorari review is warranted for the
reasons set forth herein; and if the Federal Circuit
decision is not sufficiently clear, the Court should
order a GVR.

2 Lockwood’s expert estimated damages of $31.9 million. See
Appellants’ Opening Brief at 9-10, Lockwood v. Sheppard,
Mullin, Richter & Hampton, LLP, No. 2010-1189 (Fed. Cir. Apr.
16, 2010).
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I. THE FEDERAL CIRCUIT    LOOKS    TO
NONPRECEDENTIAL DISPOSITIONS AS
PERSUASIVE AUTHORITY, WHICH GIVES
THEM UNUSUAL IMPORTANCE AND
WEIGHT IN VIEW OF THAT COURT’S
EXCLUSIVE JURISDICTION OVER PA-
TENT APPEALS

Respondents hope to defeat review of an important
federal question by arguing because the Federal Cir-
cuit issued a summary affirmance that "has no pre-
cedential value." Opp’n 8. This argument fails on
five principal grounds. First, "the Court grants
certiorari to review unpublished and summary deci-
sions with some frequency."3 Indeed, at least one
Justice has "tend[ed] to vote to grant more on unpub-
lished opinions, on the theory that occasionally
judges will use the unpublished opinion as a device to
reach a decision that might be a little hard to justify,"
and the court’s ruling is a classic example of a
ruling that is difficult to justify.4 Second, summary
dispositions do serve as persuasive authority in the
Federal Circuit. Third, that court’s decisions on
patent matters have unusually strong precedential
weight because it has exclusive jurisdiction over
such matters and other circuits are bound by those
decisions.    Fourth, because it is an exclusive
appellate forum, the pool of precedents available to
guide future Federal Circuit panels is relatively
small. Finally, because of the Federal Circuit’s role as

3 Eugene Gressman, et al., Supreme Court Practice 4.11 (9th

ed. 2007) (citing decisions).
4 Id. (quoting J. Cole & E. Bucklo, A Life Well Lived: An

Interview with Justice John Paul Stevens, 32 Litigation 8, 67
(Spring 2006)).
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a national court, the impact of this case on district
courts extends nationwide.

While the Federal Circuit’s summary affirmance in
this case was technically designated as "nonprece-
dential," this simply means it has no binding effect
on other Federal Circuit panels that may in the
future take up the Buckman preemption issue pre-
sented here. See Fed. Cir. R. 32.1(d). The same rule
provides that panels of the court "may look to a non-
precedential disposition for guidance or persuasive
reasoning .... " Id. In other words, nonprecedential
dispositions can serve as persuasive authority in a
case even if they do not bind a panel under principles
of stare decisis. Hence, a future Federal Circuit
panel, faced with a Buckman preemption defense for
fraudulent conduct before the PTO, will undoubtedly
be pointed to the summary affirmance here of the
District Court’s misapplication of Buckman and see
that as a strong signal that such a defense has merit.
Indeed, the Federal Circuit’s summary disposition of
the District Court’s error here may even be perceived
as having more precedential weight than a reasoned
opinion because a future panel could consider a rea-
soned opinion and call for en banc review. A sum-
mary disposition, in contrast, precludes any rational
deliberation of whether the first panel was correct,
and wrongly implies that the issue could not reason-
ably be decided in any other manner.

Moreover, these problems are exacerbated by the
unusual fact that the Federal Circuit is vested with
exclusive jurisdiction over most patent law appeals
nationwide, making its decisions in this area "mat-
ter[s] of special importance to the entire nation."
Cardinal Chem. Co. v. Morton Int’l, 508 U.S. 83, 89
(1993). Indeed, all other federal appellate courts
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follow the Federal Circuit’s rulings on such matters,
effectively making it the Supreme Patent Court apart
from the decisions that this Court reviews. This
means that mistaken applications of this Court’s
decisions by the Federal Circuit have much more
precedential force than similar mistakes by an
ordinary federal appeals court.

Additionally, because the Federal Circuit is one of
exclusive jurisdiction and it is one of the smaller U.S.
Courts of Appeals (consisting of only twelve regular
judges), the pool of precedents a panel can look to will
inevitably be much fewer than if other circuits were
also deciding similar questions. Thus, even a sum-
mary disposition in the Federal Circuit will likely
have enormous precedential consequences. For these
reasons, it is critical for this Court to review even
summary dispositions by the Federal Circuit that
bless the clear misapplication of its important
decisions.

II. THE FEDERAL CIRCUIT SHOULD NOT
BE PERMITTED TO DEFEAT THIS
COURT’S REVIEW OF A CRITICAL
FEDERAL QUESTION BY ISSUING AN
AMBIGUOUS SUMMARY ORDER

Respondents also argue this Court should not grant
review of the Buckman question because the Federal
Circuit’s summary affirmance did not specify which
of the rulings of the District Court it was affirming.
The Federal Circuit affirmed the District Court’s
decision pursuant to Rule 36 of that circuit, which
specifies a number of alternative (and potentially
conflicting) bases for granting a summary affirmance.
See Fed. Cir. R. 36. As Respondents assert, "[~]or all
the parties know, the Federal Circuit could have
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affirmed on any one or more of three independent
grounds, only one of which was preemption." Opp’n
12.

The Buckman issue constituted the lead and
primary ruling of the District Court. Roughly eighty
percent of the oral argument before the Federal
Circuit in this case was devoted to exploring
the application of Buckman, see Oral Argument,
Lockwood v. Sheppard, Mullin, Richter & Hampton,
2010 WL 4721220 (No. 2010-1189), available at http:
//www. cafc.uscourts.gov/oral-argument-recordings/all/
lockwood.html. Buckman is the issue on which the
appellate court focused and likely affirmed. That
court’s puzzling action in issuing a summary affir-
mance should not be allowed to defeat this Court’s
review of the District Court’s incorrect application of
Buckman in a way which seriously threatens the
protection of federal intellectual property rights.

Respondents argue that the Federal Circuit deci-
sion is ambiguous, but this is not grounds for avoid-
ing review altogether. In Michigan v. Long, 463 U.S.
1032 (1983), this Court created a presumption that
when "a state court decision fairly appears to rest
primarily on federal law, or to be interwoven with the
federal law, and when the adequacy and indepen-
dence of any possible state law ground is not clear
from the face of the opinion, we will accept as the
most reasonable explanation that the state court
decided the case the way it did because it believed
that federal law required it to do so." Id. at 1040-41.
This presumption was created so that "ambiguous or
obscure adjudications by state courts" would not
defeat its power to review important federal ques-
tions. Id. at 1041; see also id. at 1037-43. Similar
principles should control here when it is unclear
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whether the federal court based its ruling on a
federal versus state law ground.

III. IF REVIEW OF THE FEDERAL CIR-
CUIT’S DECISION IS PREMATURE
PENDING CLARIFICATION OF ITS
GROUNDS, THIS COURT SHOULD GVR
THIS CASE FOR SUCH CLARIFICATION

Alternatively, this Court has a long and estab-
lished practice of issuing "grant, vacate and remand"
(GVR) orders in order to clarify the basis of a lower
court’s opinion when important federal questions are
involved. This practice has been applied with respect
to state appellate courts, see, e.g., 36 C.J.S. Federal
Courts § 364 (2011), as well as to federal courts of
appeals. See, e.g., Stutson v. United States, 516 U.S.
193, 196 (1996) (GVR, in part, to clarify the grounds
of a summary affirmance by a federal court of
appeals, and observing that not inviting the court
"to clarify its ambiguous ruling       would risk
effectively immunizing summary dispositions by
courts of appeals from our review, since it is rare that
their basis for decision is entirely unambiguous");
Lawrence v. Chater, 516 U.S. 163, 166 (1996) (GVR
for intervening development but observing that "this
Court has the power to remand to a lower federal
court any case raising a federal issue that is properly
before us in our appellate capacity"). Indeed, just
last month this Court issued a GVR ordering the
Federal Circuit to render a decision on an important
issue of federal law rather than deeming an opinion
"unnecessary in light of prior precedent on the
merits." Beer v. U.S., No. 09-1395, 2011 WL
2535115, at *1 (S. Ct. June 28, 2011). Accordingly,
should the Court believe that review of this case on
the merits is premature pending the clarification of
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the basis of the Federal Circuit’s ruling, it should
issue a GVR order to that court seeking such a
clarification to allow this Court’s full consideration of
the critical preemption question presented here.

RESPONDENTS SIDESTEP THE FACT
THAT THIS CASE PRESENTS THE UN-
RESOLVED ISSUE FOR WHICH REVIEW
WAS GRANTED IN WARNER-LAMBERT

Respondents do not address the inescapable fact
that this case involves a traditional state law tort
that addresses anti-competitive harm, which Con-
gress has never indicated is preempted by federal
patent law. See Pet. 15. This case presents an ideal
vehicle for revisiting a 4-4 hung Court in Warner-
Lambert Co. v. Kent, 552 U.S. 440 (2008), and
resolving the continuing split among circuits iden-
tified in Warner-Lambert on Buckman’s application
to such state law claims.

SMRH wrongfully asserts that "certiorari is not
needed to resolve a conflict among the circuits or
decide an issue of national importance regarding the
scope of the fraud-on-the-agency preemption doctrine
stated by this Court in Buckman" because "Lock-
wood’s case is a classic ’fraud ontheagency’ claim
that falls squarely within the Bu-ck~ian rationale."
Opp’n 8. Notably, Respondents cite no authority for
the blatantly erroneous assertions that "a claim for
malicious prosecution requires . . . a showing tanta-
mount to fraud, i.e., misrepresentations with no basis
in fact and scienter." Id. at 13. No authority is cited,
because none exists. It is hornbook law that Peti-
tioner’s malicious prosecution claim does not require
a showing of fraud if he proves (as he alleged and
supported with experts’ testimony) that SMRH insti-
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gated reexamination without probable cause, with
malice, i.e., with anticompetitive intent, and that
plaintiff ultimately prevailed on the merits. See, e.g.,
Bob Baker Enters., Inc. v. Chrysler Corp., 30 Cal.
App. 4th 678, 683 (Cal. Ct. App. 1994). This Court
has even recognized that the tort of malicious
prosecution is tantamount to the "sham" litigation
exception to immunity from antitrust liability, which
requires only that the lawsuit must be "objectively
baseless" and "the baseless lawsuit conceals an
attempt to interfere directly with the business rela-
tionships of a competitor," see Prof’l Real Estate
Investors, Inc. v. Columbia Pictures Indust., Inc.
CPRE"), 508 U.S. 49, 60-62 (internal quotations
omitted). In fact, in discussing the elements of
"sham" litigation, also known as malicious prosecu-
tion, the Court expressly distinguished the meaning
of"sham" from "fraud." Id. at 61-62 n.6-7.

As the Second Circuit held in Desiano v. Warner-
Lambert & Co., 467 F.3d 85 (2d Cir. 2007), affd
sub nom. Warner-Lambert Co. v. Kent, 552 U.S. 440
(2008) in the context of state products liability law
that did not include fraud as an element of the tort,
Buckman preemption did not extend to such laws
where "proof of fraud against the FDA is not even an
element of a products liability claim." Id. at 96. And
the fact that fraud arises tangentially in the context
of an affirmative defense does not alter that result.
Id. In that case, as here, the Second Circuit stated
that unless Congress states explicitly that it intends
invalidation of state common law claims merely
because issues of fraud may arise in the trial of such
claims, general federal law should not be read to have
preemptive affect. Id. at 93-94 (citing Medtronic v.
Lohr, 518 U.S. 470, 485 (1996)). Here, Respondents’
simplistic incantation that "fraud" is somehow
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related to the alleged misconduct that damaged Peti-
tioners’ property rights misses the point.

Respondents likewise ignore Federal Circuit juri-
sprudence holding that federal patent law does no~t
preempt state torts that involve a sham litigation or
fraud before the PTO, or state torts involving patents
that are aimed at remedying marketplace harm -
just as the tort of malicious prosecution does. See,
e.g., Hunter Douglas, Inc. v. Harmonic Design, Inc.,
153 F.3d 1318, 1334 (Fed. Cir. 1998), overruled on
other grounds, 175 F.3d 1356 (Fed. Cir. 1999); Dow
Chemical Co. v. Exxon Corp., 139 F.3d 1470, 1473
(Fed. Cir. 1998); Pet. 8.

Given the primacy of the Federal Circuit in cases
involving a substantial question of patent law or the
PTO, see 28 U.S.C. § 1295(a)(1); 28 U.S.C. § 1338(a),
this case cries out for clarity on the question of where
state law protecting property rights ends and Buckman
preemption begins.

Finally, the recent case of Chamber of Commerce of
the U.S.A.v. Whiting, 131 S. Ct. 1968 (2011), clarified
that Buckman was limited to direct state law interfe-
rences which do not exist here. Id. at 1983 (quoting
Buckman, 531 U.S. at 351). Nevertheless, the Oppo-
sition says absolutely nothing about how allowing
state law remedies for sham reexamination petitions
would frustrate Congress’s objectives in the area of
federal patent law. The remedy sought here would
not interfere with any procedure of the PTO. On the
contrary, the PTO would be even more burdened if
state law immunity invites unscrupulous competitors
to file "sham" requests.
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V. RESPONDENTS FAIL TO EVEN MEN-
TION, THEREBY CONCEDING, THE
ISSUES OF NATIONAL IMPORTANCE
TO PATENT LAW PRESENTED BY
THIS CASE FOR WHICH REVIEW IS
NECESSARY

The specific application of Buckman to sham reex-
amination petitions before the PTO raises such issues
of national importance and, in and of itself, warrants
this Court’s review. While Respondents headline an
argument that this case is not important, Opp’n iii,
they then fail to furnish even a single sentence
supporting it.

The lower courts here misapplied Buckman to elim-
inate time-honored supplementary state law property
right protections as applied to federal patent rights.
It is irrefutable that the federal patent law scheme as
to fraud is nothing like the federal food and drug
scheme. Thus, Respondents’ assertion that Buckman
should be applied in a "one size fits all" approach,
Opp’n 8-9, defies this Court’s recent decision in Pliva,
Inc. v. Mensing, Nos. 09-993, 09-1039, 09-1501, 2011
WL 2472790, at "12 (S. Ct. June 23, 2011), stating

[D]ifferent federal statutes and regulations may,
as here, lead to different pre-emption results.
We will not distort the Supremacy Clause in
order to create similar preemption across a
dissimilar statutory scheme.

Above all, immunizing the misconduct alleged in
this case from state tort liability could seriously
damage the public interest by harming incentives to
innovate and file for patents, thereby jeopardizing
the objectives of the patent system. See Kewanee Oil
Co. v. Bicron Corp., 416 U.S. 470, 480-481 (1974);
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Brief of the TPL Group and Triantafyllos Tafas,
Ph.D. as Amici Curiae in Support of Petitioners at
13-14, Lockwood v. Sheppard, Mullin, Richter &
Hampton, LLP, No. 10-1339 (S. Ct. June 1, 2011).

Not surprisingly, the issues in this case are of such
importance they have captured the interest of the
Director of the PTO and of the national media. See
157 Cong. Rec. E1311 (daily ed. July 13, 2011) (state-
ment of Rep. Rohrabacher); Hiltzik, Defending Patents,
supra, at 1; Birch Bayh, Op-Ed, Patently Unjust,
The Hill, July 11, 2011, http://thehill.com/blogs/cong
ress-blog/labor/170659-patently-unjust.

Accordingly, certiorari is warranted to address
issues which Respondents’ virtually concede are of
national importance.

The petition
granted.

CONCLUSION

for a writ of certiorari should be

Respectfully submitted,
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