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(i) 

QUESTION PRESENTED 

The United States Court of Appeals for the Fed-
eral Circuit held that the waiver of sovereign immunity 
in the Administrative Procedure Act, 5 U.S.C. § 702, 
applies to a declaratory judgment action under the Pat-
ent Act that challenges the validity of patents owned 
by the United States. 

The question presented is: 

Does the waiver of sovereign immunity in 5 U.S.C. 
§ 702 apply to a claim that does not challenge the legal-
ity of “agency action” or “final agency action” within 
the meaning of the Administrative Procedure Act—or 
even any government action or inaction of any kind—
but instead challenges the validity of government-
owned property based solely on actions by private par-
ties? 



 

(ii) 

PARTIES TO THE PROCEEDING 

Petitioner the California Table Grape Commission 
was a defendant in the district court and an appellee in 
the court of appeals. 

The United States, the U.S. Department of Agri-
culture, and Thomas J. Vilsack, Secretary of Agricul-
ture, were defendants in the district court and appel-
lees in the court of appeals. 

Respondents Delano Farms Company, Four Star 
Fruit, Inc., and Gerawan Farming, Inc. were plaintiffs 
in the district court and appellants in the court of ap-
peals. 

RULE 29.6 DISCLOSURE 

The California Table Grape Commission is a gov-
ernmental corporation created by an act of the Califor-
nia Legislature, see Cal. Food & Agric. Code §§ 65550-
51, and is considered a governmental agency under 
California law, see Cal. Gov’t Code § 11000.  As a gov-
ernmental party, the Commission is not required to file 
a corporate disclosure statement pursuant to Supreme 
Court Rule 29.6.  In any event, the Commission has no 
parent corporation and has no outstanding stock held 
by any entity in any amount. 



 

(iii) 

TABLE OF CONTENTS 

Page 
QUESTION PRESENTED...............................................i 

PARTIES TO THE PROCEEDING ..............................ii 

RULE 29.6 DISCLOSURE...............................................ii 

TABLE OF AUTHORITIES ......................................... vi 

OPINIONS BELOW ..........................................................1 

JURISDICTION.................................................................2 

RELEVANT STATUTORY PROVISIONS .................2 

INTRODUCTION ..............................................................3 

STATEMENT OF THE CASE........................................6 

REASONS FOR GRANTING THE WRIT.................11 

I. REVIEW SHOULD BE GRANTED TO RE-
SOLVE A SPLIT ON WHETHER THE APA’S 

WAIVER OF SOVEREIGN IMMUNITY IS LIM-
ITED BY THE APA’S AGENCY ACTION AND 

FINAL AGENCY ACTION REQUIREMENTS...............11 

A. The Courts Of Appeals Are Split On 
The Scope Of The APA’s Waiver .....................12 

B. The Federal Circuit Is Internally Split 
On The Scope Of The APA’s Waiver ...............17 

II. REVIEW SHOULD BE GRANTED BECAUSE 

THE FEDERAL CIRCUIT’S RULING CON-
FLICTS WITH THE TEXT AND STRUCTURE 

OF SECTION 702 AND PRESENTS QUES-
TIONS OF NATIONAL IMPORTANCE ..........................20 

A. The APA’s Waiver Of Sovereign 
Immunity Applies Only To Agency 
Action Or Final Agency Action ........................20 



iv 

TABLE OF CONTENTS—Continued 

Page 

 

B. At A Minimum, The APA’s Waiver 
Requires A Challenge To An Act Or 
Failure To Act .....................................................26 

C. The Federal Circuit’s Interpretation Of 
The APA’s Waiver Raises Questions 
Of Exceptional Importance ...............................28 

III. THIS CASE IS AN IDEAL VEHICLE TO 

REVIEW THE QUESTION PRESENTED .....................30 

IV. THE FEDERAL CIRCUIT’S INTERPRETATION 

OF THE QUIET TITLE ACT AND ITS 

PRECURSOR CONFLICTS WITH DECISIONS 

OF THIS COURT ...........................................................32 

CONCLUSION .................................................................33 

APPENDIX A:  Opinion of the United States 
Court of Appeals for the Federal Circuit 
(Aug. 24, 2011).............................................................1a 

APPENDIX B:  Memorandum Decision and 
Order of the United States District Court 
for the Eastern District of California (Feb. 
20, 2009) .....................................................................27a 

APPENDIX C:  Memorandum Decision and 
Order of the United States District Court 
for the Eastern District of California (Oct. 
27, 2009) ...................................................................103a 

APPENDIX D:  Memorandum Decision and 
Order of the United States District Court 
for the Eastern District of California (July 
26, 2010) ...................................................................179a 



v 

TABLE OF CONTENTS—Continued 

Page 

 

APPENDIX E:  Order of the United States 
Court of Appeals for the Federal Circuit 
denying combined petition for rehearing 
and rehearing en banc (Dec. 14, 2011) .................243a 

APPENDIX F:  Statutory Provisions 
5 U.S.C. §§ 701-706.................................................245a 
28 U.S.C. § 2409a ....................................................253a 
28 U.S.C. § 2410 ......................................................256a 

 



vi 

 

TABLE OF AUTHORITIES 

CASES 
Page(s) 

A123 Systems, Inc. v. Hydro-Quebec, 626 F.3d 
1213 (Fed. Cir. 2010) ..................................................29 

Beamon v. Brown, 125 F.3d 965 (6th Cir. 1997) ...........14 

Bennett v. Spear, 520 U.S. 154 (1997).............................11 

Blakely v. United States, 276 F.3d 853 (6th Cir. 
2002) .............................................................................13 

Block v. North Dakota, 461 U.S. 273 (1983) ..................32 

Bradley, Arant, Rose & White v. United States, 
802 F.2d 1323 (11th Cir. 1986) ..................................32 

Brown v. Duchesne, 60 U.S. (19 How.) 183 
(1856) ......................................................................20, 32 

Christopher Village, L.P. v. United States,  
360 F.3d 1319 (Fed. Cir. 2004) ............................17, 18 

Consolidated Edison Co. of New York, Inc. v. 
United States Department of Energy,  
247 F.3d 1378 (Fed. Cir. 2001) ..................................17 

Dada v. Mukasey, 554 U.S. 1 (2008) ...............................22 

Department of Army v. Blue Fox, Inc.,  
525 U.S. 255 (1999) .....................................................24 

E.J. Friedman Co. v. United States, 6 F.3d 
1355 (9th Cir. 1993).....................................................28 

FAA v. Cooper, 132 S. Ct. 1441 (2012) .....................23, 28 

Food Town Stores, Inc. v. EEOC, 708 F.2d 920 
(4th Cir. 1983)..............................................................15 

Gallo Cattle Co. v. USDA, 159 F.3d 1194  
(9th Cir. 1998)..............................................................14 



vii 

TABLE OF AUTHORITIES—Continued 

Page(s) 

 

General Dynamics Land Systems, Inc. v. 
Cline, 540 U.S. 581 (2004)..........................................21 

Gros Ventre Tribe v. United States, 469 F.3d 
801 (9th Cir. 2006).......................................................14 

Hughes v. United States, 953 F.2d 531 (9th Cir. 
1991) .............................................................................32 

Hussain v. Boston Old Colony Insurance Co., 
311 F.3d 623 (5th Cir. 2002) ......................................32 

Lane v. Pena, 518 U.S. 187 (1996).............................23, 28 

Mitchell v. United States, 930 F.2d 893  
(Fed. Cir. 1991) ...........................................................17 

Nebraska Public Power District v. United 
States, 590 F.3d 1357 (Fed. Cir. 2010) .....................18 

Norton v. Southern Utah Wilderness Alliance, 
542 U.S. 55 (2004) .......................................................11 

Presbyterian Church (U.S.A.) v. United States, 
870 F.2d 518 (9th Cir. 1989) ......................................14 

Raz v. Lee, 343 F.3d 936 (8th Cir. 2003) .........................16 

Red Lake Band of Chippewa Indians v.  
Barlow, 846 F.2d 474 (8th Cir. 1988) .......................16 

SEC v. Credit Bancorp, Ltd., 297 F.3d 127  
(2d Cir. 2002) ...............................................................13 

Smith v. Secretary of the Army, 384 F.3d 1288 
(Fed. Cir. 2004) .....................................................17, 18 

Taylor-Callahan-Coleman Counties District 
Adult Probation Department v. Dole,  
948 F.2d 953 (5th Cir. 1991) ......................................15 



viii 

TABLE OF AUTHORITIES—Continued 

Page(s) 

 

Tegic Communications Corp. v. Board of  
Regents, 458 F.3d 1335 (Fed. Cir. 2006)..................29 

Trudeau v. FTC, 456 F.3d 178 (D.C. Cir. 2006) ............16 

Tucson Airport Authority v. General Dynam-
ics Corp., 136 F.3d 641 (9th Cir. 1998).....................14 

United States v. Alabama, 313 U.S. 274 (1941) ............20 

United States v. Idaho, 508 U.S. 1 (1993).......................23 

United States v. Nordic Village, Inc., 503 U.S. 
30 (1992) .......................................................................23 

United States v. White Mountain Apache 
Tribe, 537 U.S. 465 (2003)..........................................20 

Veterans for Common Sense v. Shinseki,  
644 F.3d 845 (9th Cir. 2011) ......................................15 

Veterans for Common Sense v. Shinseki,  
663 F.3d 1033 (9th Cir. 2011) ....................................15 

Xechem International, Inc. v. University of 
Texas M.D. Anderson Cancer Center,  
382 F.3d 1324 (Fed. Cir. 2004) ..................................29 

DOCKETED CASES 

Sample v. Miles, No. 06-11003 (U.S.) .............................25 

Smith v. Secretary of Army, No. 03-cv-200 
(W.D. Wis.) ..................................................................18 

United States Department of Army v. Blue 
Fox, Inc., No. 97-1642 (U.S.).....................................25 

Ursack, Inc. v. Federal Interagency Black 
Bear Group, No. 09-17152 (9th Cir.)........................25 



ix 

TABLE OF AUTHORITIES—Continued 

Page(s) 

 

STATUTES AND RULES 

5 U.S.C. 
§ 551....................................................................2, 11, 13 
§ 701..............................................................................28 
§ 702..................................................................... passim 
§ 704..................................................................... passim 

28 U.S.C.  
§ 1254..............................................................................2 
§ 1361............................................................................18 
§ 2201............................................................................18 
§ 2202............................................................................18 
§ 2409a............................................................2, 5, 11, 32 
§ 2410..........................................................2, 5, 8, 11, 32 

35 U.S.C.  
§ 102................................................................5, 6, 30, 31 
§ 201..............................................................................27 
§ 207........................................................................27, 29 
§ 261................................................................5, 8, 20, 32 

Cal. Food & Agric. Code § 65500.......................................6 

Federal Rule of Civil Procedure 19 ..................................7 

LEGISLATIVE MATERIALS 

H.R. Rep. No. 94-1656 (1976)...............................10, 24, 25 

S. Rep. No. 97-275 (1981)..................................................19 

Sovereign Immunity: Hearing on S. 3568 Be-
fore the Subcommittee on Administrative 
Practice and Procedure of the Senate 
Committee on the Judiciary, 91st Cong. 59 
(1970) ............................................................................25 



x 

TABLE OF AUTHORITIES—Continued 

Page(s) 

 

122 Cong Rec. 22010 (1976) ..............................................24 

OTHER AUTHORITIES 

Heisey, Paul W., et al., USDA, Government 
Patenting and Technology Transfer (2006) ...........29 



 

 

IN THE 

Supreme Court of the United States 
 

No. 11- 
 

THE CALIFORNIA TABLE GRAPE COMMISSION, 

Petitioner, 
v. 

DELANO FARMS COMPANY, et al., 

Respondents. 

 
ON PETITION FOR A WRIT OF CERTIORARI TO THE 

UNITED STATES COURT OF APPEALS 
FOR THE FEDERAL CIRCUIT 

 

PETITION FOR A WRIT OF CERTIORARI 

 

The California Table Grape Commission respect-
fully petitions for a writ of certiorari to review the 
judgment of the United States Court of Appeals for the 
Federal Circuit in this case. 

OPINIONS BELOW 

The opinion of the court of appeals (App. 1a-26a) is 
reported at 655 F.3d 1337.  The district court’s opinion 
dismissing a portion of plaintiffs’ initial complaint (App. 
27a-101a) is reported at 623 F. Supp. 2d 1144.  The dis-
trict court’s opinions dismissing a portion of plaintiffs’ 
first amended complaint (App. 103a-177a) and dismiss-
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ing plaintiffs’ second amended complaint (App. 179a-
241a) are unreported. 

JURISDICTION 

The court of appeals entered judgment on August 
24, 2011.  App. 1a.  The court denied petitioner’s re-
quest for rehearing on December 14, 2011.  Id. 243a-
244a.  On March 5, 2012, the Chief Justice extended the 
time for filing a petition for a writ of certiorari to and 
including April 12, 2012, and, on March 30, 2012, the 
Chief Justice further extended the time for filing the 
petition to and including May 11, 2012.  This Court has 
jurisdiction pursuant to 28 U.S.C. § 1254(1). 

RELEVANT STATUTORY PROVISIONS 

The relevant provisions of the Administrative Pro-
cedure Act (“APA”), 5 U.S.C. §§ 551 et seq., the Quiet 
Title Act, 28 U.S.C. § 2409a, and the Quiet Title Act’s 
precursor applicable to personal property, id. § 2410, 
are reproduced at App. 245a-259a.  For convenience, 
the text of 5 U.S.C. §§ 702 and 704 is also reproduced 
below: 

5 U.S.C. § 702.  Right of review 

A person suffering legal wrong because of agency 
action, or adversely affected or aggrieved by agency 
action within the meaning of a relevant statute, is enti-
tled to judicial review thereof.  An action in a court of 
the United States seeking relief other than money 
damages and stating a claim that an agency or an offi-
cer or employee thereof acted or failed to act in an offi-
cial capacity or under color of legal authority shall not 
be dismissed nor relief therein be denied on the ground 
that it is against the United States or that the United 
States is an indispensable party.  The United States 
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may be named as a defendant in any such action, and a 
judgment or decree may be entered against the United 
States:  Provided, That any mandatory or injunctive 
decree shall specify the Federal officer or officers (by 
name or by title), and their successors in office, person-
ally responsible for compliance.  Nothing herein (1) af-
fects other limitations on judicial review or the power 
or duty of the court to dismiss any action or deny relief 
on any other appropriate legal or equitable ground; or 
(2) confers authority to grant relief if any other statute 
that grants consent to suit expressly or impliedly for-
bids the relief which is sought. 

5 U.S.C. § 704.  Actions reviewable 

Agency action made reviewable by statute and fi-
nal agency action for which there is no other adequate 
remedy in a court are subject to judicial review.  A pre-
liminary, procedural, or intermediate agency action or 
ruling not directly reviewable is subject to review on 
the review of the final agency action.  Except as other-
wise expressly required by statute, agency action oth-
erwise final is final for the purposes of this section 
whether or not there has been presented or determined 
an application for a declaratory order, for any form of 
reconsideration, or, unless the agency otherwise re-
quires by rule and provides that the action meanwhile 
is inoperative, for an appeal to superior agency author-
ity. 

INTRODUCTION 

In this case, the United States Court of Appeals for 
the Federal Circuit held that the Administrative Pro-
cedure Act waives the sovereign immunity of the 
United States in actions that do not challenge any act 
or failure to act by the government but rather seek to 
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declare government-owned patents invalid based solely 
on the actions of private parties.  That decision conflicts 
with decisions of the Second, Fourth, Fifth, Sixth, and 
Ninth Circuits regarding the scope of the APA’s waiver 
of sovereign immunity, contradicts the plain terms of 
5 U.S.C. § 702, and disregards Congress’s decision not 
to waive sovereign immunity in this type of challenge 
to the government’s personal property. 

The APA provides that a “person suffering legal 
wrong because of agency action, or adversely affected 
or aggrieved by agency action, is entitled to judicial re-
view thereof.”  5 U.S.C. § 702.  In 1976, the APA was 
amended to add a provision that waives the United 
States’ sovereign immunity for claims (1) “seeking re-
lief other than money damages” and (2) “stating a claim 
that an agency or an officer or employee thereof acted 
or failed to act in an official capacity or under color of 
legal authority.”  Id.  This waiver does not apply where 
“any other statute that grants consent to suit expressly 
or impliedly forbids the relief which is sought.”  Id. 

This case raises important unresolved questions 
regarding the scope of the APA’s waiver of sovereign 
immunity that warrant the attention of this Court.  
First, the courts of appeals are split on whether § 702’s 
waiver of sovereign immunity is limited by the “agency 
action” and “final agency action” requirements of the 
APA.  The Second and Sixth Circuits have held that 
§ 702’s waiver applies only when there has been 
“agency action” as defined by the APA.  The Fifth, 
Sixth, and Ninth Circuits have similarly held that 
§ 702’s waiver of sovereign immunity is subject to 
5 U.S.C. § 704’s “final agency action” requirement, al-
though the Ninth Circuit has acknowledged an intracir-
cuit split on the question.  Other courts of appeals, in-
cluding the D.C. Circuit, Eighth Circuit, and now the 
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Federal Circuit, have disagreed and held that § 702’s 
waiver does not require agency action or final agency 
action. 

Second, even if the APA’s waiver did not require 
“final agency action” or “agency action” as defined in 
the APA, at a minimum it would apply only to actions 
“stating a claim” that “an agency or officer or employee 
therefore” unlawfully “acted or failed to act.”  5 U.S.C. 
§ 702.  Here, Respondents challenge the validity of the 
government’s patents under 35 U.S.C. § 102(b) based 
on the alleged “public use” of the patented subject mat-
ter by private individuals more than one year before 
the patent applications were filed.  This challenge to 
government property based on the alleged actions of 
private parties is not a challenge to an “act[] or fail[ure] 
to act” by the government.  Yet, the Federal Circuit 
held that the patent invalidity claims could proceed be-
cause an action not challenged in those claims—the act 
of obtaining ownership of the patents—triggered 
§ 702’s waiver of sovereign immunity.  The Federal 
Circuit thus severed the link between the act being 
challenged and the act giving rise to a waiver of sover-
eign immunity, in direct contravention to § 702’s re-
quirement that a suit against the United States “stat[e] 
a claim that an agency or an officer or employee 
thereof acted or failed to act.”  5 U.S.C. § 702 (emphasis 
added). 

Third, the Federal Circuit erroneously held that 
the limited waivers of sovereign immunity in the Quiet 
Title Act, 28 U.S.C. § 2409a, and its precursor applica-
ble to personal property, id. § 2410, such as patents, see 
35 U.S.C. § 261, do not “impliedly forbid[]” a challenge 
to the validity of the government’s personal property 
under the APA’s waiver of sovereign immunity. 
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The Federal Circuit’s decision thus not only con-
flicts with the decisions of other courts of appeals, but 
also reaches incorrect conclusions on unresolved ques-
tions of national importance.  This Court should grant 
the writ of certiorari. 

STATEMENT OF THE CASE 

1. The USDA operates a plant breeding program 
to develop new varieties of fresh table grapes.  The pro-
gram is conducted in cooperation with the California 
Table Grape Commission (“Commission”), a California 
governmental entity created to “expand existing mar-
kets and create new markets for fresh grapes.”  Cal. 
Food & Agric. Code § 65500(f).   

This case concerns the patents for three table 
grape varieties developed under that program: the 
Sweet Scarlet, Autumn King, and Scarlet Royal varie-
ties.  The varieties were invented and patented by Dr. 
David Ramming of the USDA and another USDA em-
ployee.  The inventors assigned their patents to the 
USDA.  C.A. App. 544, 550, 556.  The Commission is the 
exclusive licensee of the patents.  Id. 323-354, 511-512.  
In turn, it sublicenses the patents to nurseries, which 
sell the varieties to growers.  Id. 509, 512, 515.  The 
nurseries pay the Commission royalties, a portion of 
which the Commission pays to the USDA.  Id. 515. 

2. In 2007, Respondents Delano Farms Company, 
Four Star Fruit, Inc., and Gerawan Farming, Inc. (col-
lectively “Delano”) filed a complaint against the Com-
mission seeking a declaratory judgment that the three 
patents at issue are invalid under 35 U.S.C. § 102(b) 
due to alleged “public use” by certain table grape 
growers more than one year before the patent applica-
tions were filed.  C.A. App. 247, 249-251.  Delano also 
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sought a declaration that one of the three patents is un-
enforceable due to alleged inequitable conduct by the 
USDA.  Id. 251-252. 

The district court dismissed Delano’s invalidity and 
unenforceability claims under Federal Rule of Civil 
Procedure 19 for failure to join the United States.  App. 
27a-101a.  The court determined that, as owner of the 
patents, the United States was a necessary and indis-
pensable party to a suit challenging the validity and en-
forceability of its patents.  Id. 43a-60a, 68a-74a.  But the 
court concluded that the United States could not be 
joined because it had not waived its sovereign immu-
nity for such an action.  Id. 60a-68a.  The court rejected 
Delano’s attempt to invoke the APA’s waiver of sover-
eign immunity in 5 U.S.C. § 702, noting that “Plaintiffs 
ha[d] cited no case where the APA[’s] … waiver of sov-
ereign immunity” had been asserted “for purposes of 
bringing a patent invalidity case against the United 
States.”  App. 68a. 

Delano filed an amended complaint that again as-
serted invalidity and unenforceability claims under the 
Declaratory Judgment Act but also added APA claims 
against the United States, the USDA, and Secretary of 
Agriculture Tom Vilsack.  The new APA claims chal-
lenged a series of steps by the USDA—“applying for, 
prosecuting, procuring, accepting issuance [of], main-
taining and exclusively licensing” the patents—as arbi-
trary and capricious and contrary to law.  C.A. App. 
525; see also id. 520-524, 526-529, 531.   

The Federal Government defendants and the 
Commission both moved to dismiss, and the district 
court granted their request.  C.A. App. 76-152.  The 
court rejected both Delano’s newly added APA claims 
and its attempt to rely upon the APA’s waiver of sov-
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ereign immunity on multiple grounds.  Among other 
things, the court held that “§ 702’s waiver” of sovereign 
immunity “is conditioned upon overcoming [5 U.S.C. 
§§] 701 and 704’s requirements.”  App. 149a.  The court 
concluded that Delano had not satisfied the require-
ments of § 704 because—apart from its challenge to the 
USDA’s licenses to the Commission—it did not chal-
lenge “agency action” or “final agency action.”  Id. 150a-
152a.   

The court further held that the limited waivers of 
sovereign immunity applicable to challenges to gov-
ernment property impliedly forbid application of § 702’s 
waiver of sovereign immunity to Delano’s claims to the 
extent they “challenge the United States’ right to pos-
sess, manage, and dispose of the patents.”  App. 137a 
n.4.  The court noted that, by statute, patents “‘have 
the attributes of personal property.’”  Id. 136a n.4 
(quoting 35 U.S.C. § 261).  But under 28 U.S.C. § 2410, 
“[t]he United States has not waived its sovereign im-
munity with respect to personal property in which the 
United States claims a title interest, as opposed to a 
lien interest.”  App. 136a n.4. 

The court also concluded that the requirements of 
§ 701 were not satisfied because the challenged patent-
ing decisions—apart from the licensing decisions—were 
committed to agency discretion by law.  App. 137a-
142a.  In turn, the court dismissed the portion of De-
lano’s APA claims challenging the USDA’s licensing of 
the patents to the Commission under relevant provi-
sions of the Bayh-Dole Act because Delano had failed to 
exhaust administrative remedies.  Id. 153a-157a. 

With leave of court, Delano filed a second amended 
complaint that attempted to establish that Delano had 
exhausted its administrative remedies before challeng-
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ing the USDA licenses to the Commission under the 
Bayh-Dole Act.  C.A. App. 850-875.  But the court again 
dismissed the claim on exhaustion grounds, this time 
with prejudice.  App. 199a-220a. 

3. On appeal to the United States Court of Ap-
peals for the Federal Circuit, Delano did not contest 
the district court’s dismissal of its APA claims challeng-
ing the litany of USDA activities undertaken in connec-
tion with applying for and maintaining its patents.  See 
Delano C.A. Br. 20.  Nor did Delano appeal the dis-
missal of its Bayh-Dole Act challenges to the licenses 
granted by the USDA to the Commission.  See id. 5; 
Delano C.A. Reply Br. 1, 20.  Instead, with respect to 
the patents, Delano pursued only its claims for declara-
tions of invalidity and unenforceability.  Delano C.A. 
Br. 33.  On those claims, the Federal Circuit reversed.  
The Federal Circuit agreed with the district court that 
the United States was a necessary party to the claims.  
App. 5a-8a.  But the Federal Circuit concluded that the 
waiver of sovereign immunity in the APA was broad 
enough to cover declaratory judgment claims for patent 
invalidity and unenforceability.  Id. 8a-20a. 

In reaching this conclusion, the Federal Circuit 
held that the APA’s waiver is not limited to claims chal-
lenging “agency action” or “final agency action” as de-
fined in the APA.  App. 10a.  The court concluded that 
“nothing in the text of section 702 limits its scope to 
‘agency action,’ as defined in section 704 of the APA, or 
‘final agency action.’”  Id. 11a.  But the court focused 
most of its analysis on the legislative history of the 1976 
amendment that added the waiver of sovereign immu-
nity in § 702.  The court noted that the House and Sen-
ate Reports had criticized sovereign immunity as illogi-
cal.  Id. 11a-12a.  The court also observed that the 
House Report had stated in sweeping terms that “‘the 
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time has now come to eliminate the sovereign immunity 
defense in all equitable actions for specific relief against 
a Federal agency or officer acting in an official capac-
ity.’”  Id. 12a (quoting H.R. Rep. No. 94-1656, at 9 
(1976)). 

The court then highlighted cases from the D.C. Cir-
cuit and other courts of appeals holding that 702’s 
waiver applies regardless of whether a suit challenges 
“agency action” as defined by the APA.  App. 13a-15a & 
n.4.  The court declined to follow cases from the Second 
Circuit and other courts of appeals because it read 
them to hold only that “section 702 waives sovereign 
immunity for non-monetary claims brought under the 
APA seeking review of agency action,” and not to hold 
that the waiver is limited in other contexts.  Id. (em-
phasis added).  The court also attempted to distinguish 
its own prior cases, which had held that § 702’s waiver 
of sovereign immunity is limited by § 704, on the 
ground that the claims in those cases were brought un-
der the APA.  Id. 16a-18a. 

Having held that the APA’s waiver applies even 
without a showing of “agency action” or “final agency 
action,” the Federal Circuit addressed § 702’s require-
ment that, at a minimum, a suit must “stat[e] a claim 
that an agency or an officer or employee thereof acted 
or failed to act.”  5 U.S.C. § 702.  The court held that the 
USDA had acted by “obtaining ownership of the pat-
ents” and that Delano’s “declaratory judgment action 
seeking to invalidate the patents or hold them unen-
forceable” stated a claim under the Patent Act and the 
Declaratory Judgment Act.  App. 22a n.6.  The court, 
however, did not require a direct link between the 
claim and the act:  It found a waiver of sovereign im-
munity for Delano’s claim, even though the challenge 
was directed to the government’s property and based 
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on alleged public use by private growers, not on any 
alleged flaws in the “USDA’s act of obtaining owner-
ship.”  Id. 

Finally, the Federal Circuit rejected the argument 
that the Quiet Title Act, 28 U.S.C. § 2409a, and a re-
lated provision applicable to personal property, id. 
§ 2410, provide only limited waivers of sovereign im-
munity relating to government property and therefore 
impliedly preclude suit under § 702 to challenge the va-
lidity of the government’s patents. 

4. The Commission petitioned for rehearing and 
rehearing en banc on October 18, 2011.  The Federal 
Circuit denied the petition on December 14, 2011. 

REASONS FOR GRANTING THE WRIT 

I. REVIEW SHOULD BE GRANTED TO RESOLVE A SPLIT 

ON WHETHER THE APA’S WAIVER OF SOVEREIGN IM-

MUNITY IS LIMITED BY THE APA’S AGENCY ACTION 

AND FINAL AGENCY ACTION REQUIREMENTS 

The courts of appeals are split on whether the 
APA’s waiver of sovereign immunity applies to claims 
that do not challenge agency action or final agency ac-
tion within the meaning of the APA.1  The split has 
                                                 

1 As defined in the APA, “‘agency action’ includes the whole 
or a part of an agency rule, order, license, sanction, relief, or the 
equivalent or denial thereof, or failure to act.”  5 U.S.C. § 551(13).  
Each of these categories—which are further defined in § 551—
“involve[s] circumscribed, discrete agency actions.”  Norton v. 
Southern Utah Wilderness Alliance, 542 U.S. 55, 62 (2004).  “Final 
agency action” means action that both constitutes “the consumma-
tion of the agency’s decisionmaking process” and “determine[s]” a 
party’s “rights or obligations” or has immediate “legal conse-
quences.”  Bennett v. Spear, 520 U.S. 154, 178 (1997) (internal quo-
tation marks omitted).   
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persisted for years and has only grown worse with 
time.  Further adding to the confusion, the Federal Cir-
cuit decision in this case contradicts earlier Federal 
Circuit decisions, leaving the court internally divided 
on the scope of the APA’s waiver.  This Court’s guid-
ance is needed to resolve this tangle of conflicting 
precedents and to bring order to this important area of 
the law. 

A. The Courts Of Appeals Are Split On The 
Scope Of The APA’s Waiver 

In 1976, Congress amended § 702 to waive the 
United States’ sovereign immunity for claims 
(1) “seeking relief other than money damages” and 
(2) “stating a claim that an agency or an officer or em-
ployee thereof acted or failed to act in an official capac-
ity or under color of legal authority.”  5 U.S.C. § 702 
(emphasis added).  Congress placed this waiver in the 
APA immediately following the provision stating that a 
“person suffering legal wrong because of agency action, 
or adversely affected or aggrieved by agency action, is 
entitled to judicial review thereof.”  Id. (emphasis 
added).  Another provision in the same chapter pro-
vides that “[a]gency action made reviewable by statute 
and final agency action for which there is no other ade-
quate remedy in a court are subject to judicial review.”  
Id. § 704 (emphasis added). 

The courts of appeals are split on whether, when 
read in that context, § 702’s waiver of sovereign immu-
nity for claims that “an agency or an officer or em-
ployee thereof acted or failed to act” is limited to claims 
challenging “agency action” or “final agency action” as 
those terms are defined in the APA.  On one side of the 
split, the Second Circuit has held that, even in a case 
not brought under the APA, the APA’s waiver of sov-
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ereign immunity “applies only when there has been an 
‘agency action’ within the meaning of 5 U.S.C. 
§ 551(13).”  SEC v. Credit Bancorp, Ltd., 297 F.3d 127, 
141 (2d Cir. 2002).  In Bancorp, the SEC brought an en-
forcement action against a company allegedly involved 
in a Ponzi scheme.  Id. at 130.  The company’s receiver 
sought to bring the United States into the action to es-
tablish that the debts owed to its customers had prior-
ity over the government’s tax liens.  Id. at 131.  The 
government opposed the motion because it had not 
waived sovereign immunity.  Id. at 132.  The Second 
Circuit agreed and rejected the receiver’s argument 
that “the necessary waiver can be found in the Admin-
istrative Procedure Act, 5 U.S.C. § 702.”  Id. at 141.  
The court explained that because the receiver did not 
challenge agency action, his motion did “not trigger the 
§ 702 waiver of sovereign immunity.”  Id. 

The Sixth Circuit has also held that § 702’s waiver 
is contingent on a showing of agency action.  In Blakely 
v. United States, 276 F.3d 853, 860, 870 (6th Cir. 2002), 
plaintiffs whose convictions were vacated brought suit 
under the Fifth and Eighth Amendments to recover 
fines they had paid in a civil forfeiture proceeding.  The 
plaintiffs argued that § 702 waived sovereign immunity, 
but the court held that “§ 702 only applies where the 
party seeks judicial review of agency action.”  Id.  Be-
cause the forfeiture was not an “agency action,” the 
court concluded that the “APA therefore cannot be the 
basis for a waiver of sovereign immunity.”  Id. 

Several courts of appeals have similarly held that 
§ 702’s waiver of sovereign immunity is conditioned on 
satisfying the requirements of § 704, which provides 
that “[a]gency action made reviewable by statute and 
final agency action for which there is no other adequate 
remedy in a court are subject to judicial review.”  Ad-
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dressing the “no other adequate remedy” prong of 
§ 704, the Sixth Circuit stated: 

Although the APA provides a broad waiver of 
sovereign immunity, codified at 5 U.S.C. § 702, 
the waiver is limited .... [U]nder the APA, a 
federal district court may only review 
“[a]gency action made reviewable by statute 
and final agency action for which there is no 
other adequate remedy in a court.”  5 U.S.C. 
§ 704.  Thus, the APA does not express the 
U.S. government’s consent to suit if an alter-
nate adequate remedy is available to review a 
final agency action. 

Beamon v. Brown, 125 F.3d 965, 967 (6th Cir. 1997). 

In Gallo Cattle Co. v. USDA, 159 F.3d 1194, 1196 
(9th Cir. 1998), the Ninth Circuit stated: “the APA’s 
waiver of sovereign immunity contains several limita-
tions.  Of relevance here is § 704, which provides that 
only ‘[a]gency action made reviewable by statute and 
final agency action for which there is no other adequate 
remedy in a court, are subject to judicial review.’”  Be-
cause the challenged decision was “not a ‘final agency 
action,’” the court held that the district court lacked ju-
risdiction to hear the suit.  Id. at 1199; see also Tucson 
Airport Auth. v. General Dynamics Corp. 136 F.3d 641, 
645 (9th Cir. 1998) (“adequate remedy” provision of 
§ 704 limits § 702’s waiver of sovereign immunity).2 

                                                 
2 In Gros Ventre Tribe v. United States, 469 F.3d 801 (9th Cir. 

2006), the Ninth Circuit acknowledged an intracircuit split be-
tween Gallo Cattle and its prior decision in Presbyterian Church 
(U.S.A.) v. United States, 870 F.2d 518, 525 (9th Cir. 1989), but 
declined to resolve it.  See 469 F.3d at 809 (“We now recognize that 
there is a conflict in our caselaw regarding this issue; however, we 
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In Food Town Stores, Inc. v. EEOC, 708 F.2d 920, 
922 (4th Cir. 1983), the Fourth Circuit reviewed the dis-
trict court’s dismissal of a suit against the EEOC be-
cause the challenged “actions [we]re not final agency 
actions and, thus, the 5 U.S.C. § 702 waiver does not 
apply.”  Although the Fourth Circuit disagreed with 
the conclusion that there was no final agency action, id. 
at 923, it agreed that although § 702 “waive[s] sover-
eign immunity in ‘nonstatutory review’ cases wherein 
nonmonetary relief is sought,” the challenged action 
“must be ‘final agency action for which there is no other 
adequate remedy in a court,’” id. at 922. 

The Fifth Circuit reached the same conclusion in 
Taylor-Callahan-Coleman Counties District Adult 
Probation Department v. Dole, 948 F.2d 953, 956 (5th 
Cir. 1991).  That case involved challenges under the 
APA and directly under the Fifth Amendment to De-
partment of Labor opinion letters interpreting the Fair 
Labor Standards Act.  Affirming the dismissal of the 
claims, the court held that § 704 limits the APA’s 
waiver of sovereign immunity and that the Department 
of Labor “was immune” from suit because “the opinion 
letters [we]re not final agency action” and the plaintiffs 
would have an adequate remedy in any enforcement 
suit.”  Id. 

                                                 
need not resolve it as we affirm the district court on its alternative 
holding.”).  The Ninth Circuit again acknowledged the split in Vet-
erans for Common Sense v. Shinseki, 644 F.3d 845, 866 (9th Cir. 
2011), but its attempt to distinguish Gallo Cattle was vacated 
along with the rest of the panel’s opinion when the court decided to 
rehear the case en banc.  See Veterans for Common Sense v. Shin-
seki, 663 F.3d 1033 (9th Cir. 2011). 
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These decisions of the Second, Fourth, Fifth, Sixth, 
and Ninth Circuits conflict with the Federal Circuit’s 
conclusion in this case that the APA’s waiver of sover-
eign immunity “is not limited to ‘agency action’ or ‘final 
agency action,’ as those terms are defined in the APA.”  
App. 10a; see also id. 11a (“nothing in the text of section 
702 limits its scope to ‘agency action’ … or ‘final agency 
action’”). 

The Second, Fourth, Fifth, Sixth, and Ninth Circuit 
decisions also conflict with decisions of the D.C. and 
Eighth Circuits.  For example, in Trudeau v. FTC, 456 
F.3d 178, 180 (D.C. Cir. 2006), the plaintiff challenged 
the FTC’s issuance of a press release that he claimed 
was false and misleading.  The FTC argued that sover-
eign immunity barred the challenge because the issu-
ance of a press release is not “final agency action.”  Al-
though the D.C. Circuit had “never directly considered 
the contention that the ‘final agency action’ require-
ment of § 704 restricts § 702’s waiver of sovereign im-
munity,” it held that the APA’s “waiver applies regard-
less of whether the FTC’s press release constitutes ‘fi-
nal agency action.’”  Id. at 187. 

The Eighth Circuit has similarly stated that “the 
waiver of sovereign immunity contained in section 702 
is not dependent on application of the procedures and 
review standards of the APA.”  Red Lake Band of 
Chippewa Indians v. Barlow, 846 F.2d 474, 476 (8th 
Cir. 1988); see also Raz v. Lee, 343 F.3d 936, 938 (8th 
Cir. 2003) (per curiam). 

As a result of these conflicting decisions, the opera-
tion of sovereign immunity now depends, at best, on the 
happenstance of where a case is brought and, at worst, 
on the plaintiffs’ forum shopping.  Only this Court can 
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resolve the split and bring clarity to this area of the 
law. 

B. The Federal Circuit Is Internally Split On The 
Scope Of The APA’s Waiver 

Adding to the confusion, the Federal Circuit’s deci-
sion in this case conflicts with that court’s own prior 
decisions on the scope of the APA’s waiver of sovereign 
immunity, and the en banc court has declined to resolve 
the conflict. 

Before this case, the Federal Circuit had held that 
“[t]he APA’s waiver of sovereign immunity is limited” 
by “5 U.S.C. § 704, which provides that judicial review 
is available only in the case of ‘[a]gency action made re-
viewable by statute and final agency action for which 
there is no other adequate remedy in a court.’”  Smith 
v. Secretary of Army, 384 F.3d 1288, 1292 (Fed. Cir. 
2004) (citing Mitchell v. United States, 930 F.2d 893, 
895 (Fed. Cir. 1991)); see also Christopher Village, L.P. 
v. United States, 360 F.3d 1319, 1327 (Fed. Cir. 2004); 
Consolidated Edison Co. of N.Y., Inc. v. United States 
Dep’t of Energy, 247 F.3d 1378, 1382 (Fed. Cir. 2001).  
Although these cases focused on § 704’s “other ade-
quate remedy” provision, their holding that § 704 limits 
the waiver of sovereign immunity in § 702 applies 
equally to the “agency action” and “final agency action” 
provisions of § 704. 

The panel in this case concluded that Smith and 
Christopher Village could be distinguished on the 
ground that they were “APA-based action[s]” that did 
not “address[] the scope of Congress’s consent to suit in 
an equitable action not brought under the authority of 
the APA.”  App. 16a.  But this distinction does not 
withstand scrutiny.  The plaintiff in Smith asserted 
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only claims “for declaratory relief, under 28 U.S.C. 
§ 2201, for [m]andamus under 28 U.S.C. § 1361, and for 
further relief as this Court may deem appropriate un-
der 28 U.S.C. § 2202.”  Compl. 1, Dkt. 1, Smith v. Secre-
tary of Army, No. 03-cv-200 (W.D. Wis. Apr. 23, 2003).  
Smith never asserted a claim under the APA and cited 
the APA only to assert the waiver of sovereign immu-
nity in § 702.  Moreover, nothing in the relevant pas-
sages of Smith indicates that the plaintiff was relying 
on the APA for his cause of action.  See 384 F.3d at 
1290-1291. 

In Christopher Village, the question was whether a 
prior Fifth Circuit order bound the government in a 
subsequent action involving the same parties.  Specifi-
cally, the case focused on whether the Fifth Circuit had 
jurisdiction in the prior case—an issue that was neces-
sarily about sovereign immunity, not just the elements 
of a cause of action under the APA.  See 360 F.3d at 
1327.  The Federal Circuit held that “the Fifth Circuit 
lacked jurisdiction over the action for declaratory 
judgment because the APA did not waive the United 
States’ sovereign immunity for such a suit.”  Id. at 1329.  
Thus, the conclusion that Smith and Christopher Vil-
lage could be distinguished because they were APA ac-
tions is incorrect. 

The panel also attempted to address Smith and 
Christopher Village on the ground that, in Nebraska 
Public Power District v. United States, 590 F.3d 1357 
(Fed. Cir. 2010), the en banc Federal Circuit rejected 
“the proposition that the waiver of sovereign immunity 
in section 702 is limited to causes of action created by 
the APA.”  App. 18a.  The issue here, however, is not 
whether § 702 applies only to claims brought under the 
APA.  Rather, the question is whether, assuming that 
§ 702 applies to APA and non-APA claims alike, § 702’s 
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waiver of sovereign immunity is nonetheless limited to 
claims that challenge agency action made reviewable by 
statute or final agency action for which there is no 
other adequate remedy in a court.3 

If anything, the Federal Circuit’s decision in Ne-
braska Public Power conflicts with the decision below.  
The question in Nebraska Public Power, as in Christo-
pher Village, was whether another court of appeals had 
jurisdiction when it entered a decision against the gov-
ernment.  The Court took as a given that § 704’s re-
quirements limit the waiver of sovereign immunity in 
§ 702.  The debate was whether the “other adequate 
remedy” provision of § 704 applied to the case at issue, 
where the challenge arose under a special statute per-
mitting review.  Had the court not concluded that § 704 
constrains the waiver in § 702, then the entire issue of 
interpreting § 704 would have been academic. 

The decision below thus creates a divide between 
cases that recognize the limits that § 704 places on the 
APA’s waiver of sovereign immunity and cases that do 
not.  While an intracircuit split of this type in another 
court of appeals might not warrant review, the Federal 
Circuit is not like other courts.  It was created for the 
express purpose of promoting uniformity and stability.  
See S. Rep. No. 97-275, at 5 (1981).  Yet, the nationwide 
reach it was given to achieve that purpose also means 
that its internal conflicts are felt throughout the coun-
try.  The conflict within the Federal Circuit is, in any 

                                                 
3 The decision in this case conflated the two points when it 

cited decisions from other courts of appeals holding that § 702 is 
not limited to suits brought under the APA to support its ultimate 
conclusion that the agency action and final agency action require-
ments do not limit the scope of § 702.  See App. 15a. 
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event, merely part of the larger conflict regarding the 
APA’s waiver of sovereign immunity that has divided 
the courts of appeals.  See supra Part I.A. 

The division in the lower courts on the scope of the 
APA’s waiver of sovereign immunity has percolated for 
years.  The time has come for this Court to step in and 
resolve the matter. 

II. REVIEW SHOULD BE GRANTED BECAUSE THE FED-

ERAL CIRCUIT’S RULING CONFLICTS WITH THE TEXT 

AND STRUCTURE OF SECTION 702 AND PRESENTS 

QUESTIONS OF NATIONAL IMPORTANCE 

Even in the absence of a split, the Federal Circuit’s 
decision in this case would warrant review because the 
decision conflicts with the text and structure of § 702 
and presents fundamental questions regarding the 
scope of the waiver of sovereign immunity in the APA. 

A. The APA’s Waiver Of Sovereign Immunity 
Applies Only To Agency Action Or Final 
Agency Action 

Sovereign immunity extends to “proceeding[s] 
against property in which the United States has an in-
terest.”  United States v. Alabama, 313 U.S. 274, 282 
(1941).  Patents are a form of personal property.  35 
U.S.C. § 261 (“patents shall have the attributes of per-
sonal property”); Brown v. Duchesne, 60 U.S. (19 How.) 
183, 197 (1856).  Accordingly, a challenge to the validity 
or enforceability of a government-owned patent cannot 
proceed absent “a clear statement from the United 
States waiving sovereign immunity.”  United States v. 
White Mountain Apache Tribe, 537 U.S. 465, 472 (2003).  
Contrary to the Federal Circuit’s decision, the APA 
does not provide such a clear statement. 
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The first two sentences of § 702 state: 

A person suffering legal wrong because of 
agency action, or adversely affected or ag-
grieved by agency action within the meaning of 
a relevant statute, is entitled to judicial review 
thereof.  An action in a court of the United 
States seeking relief other than money dam-
ages and stating a claim that an agency or an 
officer or employee thereof acted or failed to act 
in an official capacity or under color of legal au-
thority shall not be dismissed nor relief therein 
be denied on the ground that it is against the 
United States or that the United States is an 
indispensable party. 

35 U.S.C. § 702 (emphases added).  The parallel refer-
ences to “agency action” and “stating a claim that an 
agency or an officer or employee thereof acted or failed 
to act” are no accident.  Congress did not craft the 
waiver of sovereign immunity as a standalone provision 
but rather deliberately placed it in § 702 immediately 
following the first sentence.  The two sentences, ac-
cordingly, must be read together.  See General Dynam-
ics Land Sys., Inc. v. Cline, 540 U.S. 581, 596 (2004) 
(discussing “cardinal rule that statutory language must 
be read in context since a phrase gathers meaning from 
the words around it” (internal quotation marks and 
brackets omitted)). 

Read in context, the phrase “an agency or an officer 
or employee thereof acted or failed to act” is properly 
understood to refer to “agency action,” the term used 
twice in the sentence immediately preceding the waiver 
of sovereign immunity.  The precise wording varies 
only because Congress wanted to make clear in the sec-
ond sentence that a suit could proceed against either an 
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“agency” or “an officer or employee thereof” acting “in 
an official capacity or under color of legal authority.”  
Although this prevented exact parallelism, it did not 
alter the fact that Congress intended to waive sover-
eign immunity only for challenges to “agency action” as 
that term is defined in the APA. 

Section 704 reinforces and further refines this limit 
on the APA’s waiver.  Congress easily could have 
waived sovereign immunity in a separate provision.  
Instead, it chose to place the waiver in the APA.  In-
terpretation of the waiver must therefore account for 
not only the language immediately surrounding it in 
§ 702, but also the overall statutory structure in which 
it appears.  See, e.g., Dada v. Mukasey, 554 U.S. 1, 16 
(2008).  Section 704 is a critical part of that scheme and 
provides that “[a]gency action made reviewable by 
statute and final agency action for which there is no 
other adequate remedy in a court are subject to judicial 
review.”  5 U.S.C. § 704 (emphasis added).  These 
“agency action” and “final agency action” requirements 
limit the scope of the entire APA, including its waiver 
of sovereign immunity. 

The Federal Circuit’s decision largely disregarded 
these limits on the scope of the APA’s waiver.  The 
court did not consider Congress’s placement of the 
APA’s waiver immediately following a sentence that 
twice refers to “agency action.”  Indeed, when the 
Court concluded that “nothing in the text of section 702 
limits its scope to ‘agency action’” (App. 11a), it did not 
address the critical language—“stating a claim that an 
agency or an officer or employee thereof acted or failed 
to act”—that links the waiver of sovereign immunity in 
that sentence to § 702’s first sentence.   
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The Federal Circuit also failed to give adequate 
weight to the statute’s structure.  It briefly noted the 
argument that “the placement of the waiver of sover-
eign immunity in section 702 of the APA” limits its 
scope.  App. 12a.  But it dismissed the point on the 
ground that “[t]he legislative history demonstrates” 
that “the amendment” of § 702 to waive sovereign im-
munity “was meant to be broader than that.”  Id. 

The Federal Circuit’s reliance on legislative history 
to give the APA’s waiver an expansive interpretation 
conflicts with this Court’s repeated admonition that “[a] 
waiver of the Federal Government’s sovereign immu-
nity must be unequivocally expressed in statutory 
text.”  Lane v. Pena, 518 U.S. 187, 192 (1996) (emphasis 
added); see also FAA v. Cooper, 132 S. Ct. 1441, 1444 
(2012); United States v. Idaho, 508 U.S. 1, 6 (1993).  
Further, “a waiver of the Government’s sovereign im-
munity will be strictly construed, in terms of its scope 
in favor of the sovereign.”  Lane, 518 U.S. at 192.  Thus, 
“[l]egislative history cannot supply a waiver that is not 
clearly evident from the language of the statute.”  Coo-
per, 132 S. Ct. at 1448; see also Lane, 518 U.S. at 192 
(“A statute’s legislative history cannot supply a waiver 
that does not appear clearly in any statutory text[.]”); 
United States v. Nordic Village, Inc., 503 U.S. 30, 37 
(1992) (“[T]he ‘unequivocal expression’ of elimination of 
sovereign immunity that we insist upon is an expres-
sion in statutory text.  If clarity does not exist there, it 
cannot be supplied by a committee report.”).  The Fed-
eral Circuit’s extensive reliance on legislative history 
cannot be reconciled with this Court’s approach. 

In any event, the Federal Circuit’s reading of the 
legislative history is incorrect.  The first statement that 
the court relied on mentioned only the issue of “‘seek-
ing relief other than money damages’” (App. 11a) and 
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was not addressing the meaning of the phrase “stating 
a claim that an agency or an officer or employee thereof 
acted or failed to act.”  The second statement referred 
broadly to “‘eliminat[ing] the sovereign immunity de-
fense in all equitable actions for specific relief against a 
Federal agency or officer.’”  Id. 12a.  But this inexact 
reformulation should be given little weight because it 
deviates from the statutory text.  Indeed, this Court 
already implicitly noted the statement’s inaccuracy 
when it held that “the crucial question under § 702 is 
not whether a particular claim for relief is ‘equitable’ (a 
term found nowhere in § 702), but rather what Con-
gress meant by ‘other than money damages’ (the pre-
cise terms of § 702).”  Department of Army v. Blue 
Fox, Inc., 525 U.S. 255, 261 (1999).  Similarly, it was er-
ror for the Federal Circuit to rely on the report’s inex-
act reference to suit “against a Federal agency or offi-
cer” when the actual statute says “stating a claim that 
an agency or an officer or employee thereof acted or 
failed to act.”  The third and final statement that the 
Federal Circuit relied on is indeterminate, because its 
reference to a suit “‘based on an assertion of unlawful 
official action by a Federal officer or employee’” (App. 
12a) is perfectly consistent with a reading of the statute 
that requires “agency action” as defined in the APA. 

Moreover, other portions of the legislative history 
undermine the Federal Circuit’s reading of the statute.  
The 1976 amendment to § 702 passed only after the De-
partment of Justice dropped its opposition to the provi-
sion.  See H.R. Rep. No. 94-1656, at 26 (1976); 122 Cong 
Rec. 22010, 22012 (1976) (statement of Sen. Kennedy).  
But as then-Assistant Attorney General Antonin Scalia 
explained, “an important factor in our support for the 
bill” is the understanding that “the waiver of immunity, 
since it is made via § 702, will only appl[y] to claims re-
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lating to improper official action; and will be subject to 
the other limitations of the Administrative Procedure 
Act.”  H.R. Rep. No. 94-1656, at 27.  The drafters of the 
waiver—Dan M. Byrd of the Administrative Confer-
ence and Professor Kenneth Culp Davis—also noted 
that “[b]ecause the amendment is to be added to 5 
U.S.C. § 702[,] … it will be applicable only when that 
provision is applicable.”  Sovereign Immunity: Hearing 
on S. 3568 Before the Subcomm. on Administrative 
Practice and Procedure of the S. Comm. on the Judici-
ary, 91st Cong. 59 (1970).  Accordingly, the waiver in 
§ 702 is best read to apply only to claims that would sat-
isfy the other requirements of the APA. 

The United States has thus argued, both in this 
case and others, that the APA’s waiver of sovereign 
immunity requires a showing of agency action or final 
agency action.  See, e.g., Br. for Fed. Appellees 23, Dkt. 
17, Ursack, Inc. v. Federal Interagency Black Bear 
Group, No. 09-17152 (9th Cir. May 28, 2010) (“In situa-
tions where there is no final agency action, the claims 
are not within the scope of the APA’s waiver of sover-
eign immunity.”); Br. in Opp. 4-5, Sample v. Miles, No. 
06-11003 (U.S. Aug. 1, 2007); Pet. Reply 15, United 
States Dep’t of Army v. Blue Fox, Inc., No. 97-1642 
(U.S. Nov. 10, 1998) (“Congress (and the 1976 amend-
ment’s drafters) repeatedly noted that the waiver was 
placed in Section 702 for the specific purpose of ensur-
ing that it would apply only where Section 702 applies,” 
and thus the waiver is “limited to suits for ‘judicial re-
view’ of ‘agency action.’”). 

The Federal Circuit has misconstrued the APA’s 
waiver of sovereign immunity, and this Court’s review 
is needed to restore its proper interpretation. 
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B. At A Minimum, The APA’s Waiver Requires A 
Challenge To An Act Or Failure To Act 

Even if the APA’s waiver did not require “final 
agency action” or “agency action” as defined in the 
APA, it would apply only to actions “stating a claim” 
that “an agency or officer or employee therefore” 
unlawfully “acted or failed to act.”  5 U.S.C. § 702.  The 
Federal Circuit, however, severed the link between the 
claim being stated and the government actions alleg-
edly giving rise to a waiver of sovereign immunity.  See 
App. 22a n.6.  This broadening of the APA’s waiver of 
sovereign immunity opens the door to claims that do 
not challenge a specific act or failure to act by the gov-
ernment. 

Section 702’s plain text makes clear that its waiver 
of sovereign immunity is limited, at a minimum, to 
claims challenging an act or failure to act by an agency 
or officer.  Delano’s patent invalidity claims, however, 
do not challenge the lawfulness of any act or failure to 
act by a federal agency.  Rather, they challenge the 
United States’ property rights—i.e., the validity of its 
patents.  The invalidity claims, moreover, allege that 
the challenged patents are invalid due to “public use” 
by a handful of California table grape growers “more 
than one year before the USDA sought patent protec-
tion.”  C.A. App. 246.  Delano’s challenges to the valid-
ity of these patents based on allegations regarding ac-
tions of private growers do not “stat[e] a claim” that the 
USDA “acted” or “failed to act” in violation of law, 5 
U.S.C. § 702 (emphasis added).4  They therefore do not 
trigger § 702’s waiver of sovereign immunity. 

                                                 
4 Delano’s separate claim alleging inequitable conduct by 

USDA employees arguably does not suffer from the same defect, 
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The Federal Circuit held that § 702’s acted-or-
failed-to-act requirement was satisfied here because 
the USDA had applied for the patents that Delano was 
challenging.  See App. 22a n.6 (“USDA’s act of obtain-
ing ownership of the patents makes it subject to the de-
claratory judgment action seeking to invalidate the 
patents or hold them unenforceable.”).  But Delano’s 
declaratory judgment claims for patent invalidity do 
not challenge the USDA’s decision to obtain the chal-
lenged patents.  Although Delano at one point tried to 
shoehorn its validity claims into the confines of the 
APA by challenging the USDA’s actions in “applying 
for, prosecuting, procuring, accepting issuance [of], 
maintaining and exclusively licensing” the patents 
(C.A. App. 525; see also id. 520-524, 526-529, 531), it did 
not appeal the dismissal of those claims (see Delano 
C.A. Br. 20), and it expressly disclaimed any challenge 
in its validity claims to the act of obtaining the patents 
(see Delano C.A. Reply Br. 14).  The question before 
the Federal Circuit, therefore, was whether the United 
States has waived sovereign immunity for validity 
claims that do not challenge any specific act or failure 
to act by an agency or officer.5 

                                                 
but it applies to only one of the three patents and fails because it 
does not challenge agency action or final agency action. 

5 Even if Delano had not disclaimed its challenges to the 
USDA’s actions in seeking the patents at issue, it could not have 
pursued the claims.  The Bayh-Dole Act expressly “authorize[s]” 
the USDA to “apply for, obtain, and maintain patents … on inven-
tions in which the Federal Government owns a right, title, or in-
terest,” 35 U.S.C. § 207(a)(1) (emphasis added), and an “invention” 
means “any invention or discovery which is or may be patentable,” 
id. § 201(d) (emphasis added).  Accordingly, USDA actions in seek-
ing a patent are not contrary to law even if the patent does not 
issue or should not have been issued.  In addition, the waiver of 
 



28 

 

The Federal Circuit’s decision expands the scope of 
the waiver in § 702 to cover any challenge against the 
United States that in some way relates to some gov-
ernment act—even if the legality of that act is not what 
is being challenged in the suit.  But far from being “un-
equivocally expressed in statutory text,” Lane, 518 
U.S. at 192, this interpretation of the statute directly 
conflicts with the text of § 702.  It thus fails under ordi-
nary canons of statutory interpretation and cannot, by 
any means, satisfy the heightened requirement that the 
courts construe “[a]ny ambiguities in the statutory lan-
guage … in favor of immunity.”  Cooper, 132 S. Ct. at 
1448. 

C. The Federal Circuit’s Interpretation Of The 
APA’s Waiver Raises Questions Of Excep-
tional Importance 

The Federal Circuit’s holding that § 702 does not 
require “agency action” or “final agency action” pre-
sents a fundamental question of administrative law that 
should be resolved by this Court.  More than thirty-five 
years after § 702 was amended, the courts of appeals 
cannot agree on the answer.  Only this Court can re-
solve the conflict. 

The Federal Circuit’s decision to sever the link be-
tween the act being challenged and the act that sup-
ports a waiver of sovereign immunity under § 702 also 
raises a question of recurring importance.  The issue of 

                                                 
sovereign immunity in § 702 would have been inapplicable because 
5 U.S.C. § 701(a)(2) bars judicial review where the challenged ac-
tion is “committed to agency discretion by law.”  See, e.g., E.J. 
Friedman Co. v. United States, 6 F.3d 1355, 1359-1360 (9th Cir. 
1993). 
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whether government ownership of personal property—
and thus its ability to convey valid title to other enti-
ties—can be challenged merely because the govern-
ment acted at some point to acquire the property af-
fects a wide range of cases.  The Federal Circuit’s deci-
sion works a significant change in the law that warrants 
the attention of this Court. 

Finally, the Federal Circuit’s decision affects the 
procedures applied in all cases involving patents owned 
by the federal government.  Previously, a challenge to 
the validity of a federally owned patent could be 
brought only as a defense or counterclaim in the event 
that the United States, or a licensee granted the right 
of enforcement under 35 U.S.C. § 207(a)(2), decided to 
enforce one of the government’s patents.  This pre-
vented the government and its licensees from having to 
defend against premature actions seeking to invalidate 
patents that might never be enforced, and it is the rule 
that applies to patents owned by a state entity with 
sovereign immunity.  See, e.g., A123 Sys., Inc. v. Hy-
dro-Quebec, 626 F.3d 1213, 1219 (Fed. Cir. 2010); Tegic 
Commc’ns Corp. v. Board of Regents, 458 F.3d 1335, 
1339-1340 (Fed. Cir. 2006); Xechem Int’l, Inc. v. Uni-
versity of Tex. M.D. Anderson Cancer Ctr., 382 F.3d 
1324, 1327-1328 (Fed. Cir. 2004). 

The Federal Circuit’s decision in this case, how-
ever, means that the federal government and its licen-
sees will now be subject for the first time to declara-
tory judgment suits challenging its patents.  Executive 
Branch departments and agencies obtain ownership 
over more than 1,000 patents each year.  See Heisey et 
al., USDA, Government Patenting and Technology 
Transfer 15-16 (2006).  Even if only a small fraction of 
those patents were subject to declaratory judgment 
suits, the burden on the courts, the government, and 
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licensees caused by the Federal Circuit’s erroneous in-
terpretation of the APA’s waiver could be substantial.  

III. THIS CASE IS AN IDEAL VEHICLE TO REVIEW THE 

QUESTION PRESENTED 

This case presents an ideal vehicle to determine the 
scope of the APA’s waiver of sovereign immunity.  The 
only patent validity claims at issue on appeal were De-
lano’s non-APA claims.  Although Delano had alleged 
an APA claim in the district court, it expressly declined 
to appeal the dismissal of that claim.  See Delano C.A. 
Reply Br. 20.  This case therefore presents a clean ve-
hicle to address whether the APA’s waiver of sovereign 
immunity is contingent on a showing of agency action 
or final agency action in a case in which those require-
ments are not part of the substantive cause of action. 

This case is also an ideal vehicle to address whether 
the act or failure to act that supports a waiver of sover-
eign immunity—even if not required to rise to the level 
of agency action or final agency action—must be the act 
or failure to act challenged by the plaintiff.  As dis-
cussed, Delano initially purported to challenge a series 
of acts by the USDA—“applying for, prosecuting, pro-
curing, accepting issuance [of], maintaining and exclu-
sively licensing” the patents—as arbitrary and capri-
cious and contrary to law.  See, e.g., C.A. App. 525.  But 
on appeal it narrowed its patent validity claims to seek 
only “a declaratory judgment that the three USDA 
patents at issue fail the conditions of patentability set 
forth in 35 U.S.C. § 102.”  Delano C.A. Br. 33. 

Delano specifically stated that “the USDA’s deci-
sions to engage in and cooperate in the patenting pro-
gram with the Commission, and to file, prosecute, and 
maintain patents,” are “not at issue in this appeal” be-
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cause “none of these activities caused and continue to 
cause the legal wrong that [Delano] seek[s] to redress.”  
Delano C.A. Reply Br. 14.  Delano has thus admitted 
that its validity claims do not challenge the act that the 
Federal Circuit relied on to find a waiver of sovereign 
immunity under the APA—“USDA’s act of obtaining 
ownership of the patents” (App. 22a n.6).  Accordingly, 
this case is a perfect vehicle for determining whether 
an act for which a plaintiff does not “stat[e] a claim” can 
nevertheless trigger a waiver of sovereign immunity 
under the APA. 

The nature of Delano’s validity challenge further 
widens the gap between its claim and any governmen-
tal act.  Delano’s argument that the USDA’s patents 
should be invalidated depends entirely on its allegation 
that private table grape growers engaged in public use 
of the patented table grape varieties more than one 
year before the USDA applied for the patents.  See 35 
U.S.C. § 102(b).  The only acts at issue in Delano’s va-
lidity claims, therefore, are those of private growers.  
In any event, the challenge itself is directed toward the 
validity of the government’s property, not toward the 
alleged private acts that purportedly support that chal-
lenge. 

In short, Delano’s validity claims involve challenges 
to the government’s property based on private acts, not 
challenges to an act or failure to act by the government, 
let alone agency action or final agency action as defined 
in the APA.  The issues presented in this petition are 
therefore case dispositive, cleanly presented, and ripe 
for decision. 
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IV. THE FEDERAL CIRCUIT’S INTERPRETATION OF THE 

QUIET TITLE ACT AND ITS PRECURSOR CONFLICTS 

WITH DECISIONS OF THIS COURT 

The APA’s waiver of sovereign immunity states 
that “[n]othing herein … confers authority to grant re-
lief if any other statute that grants consent to suit ex-
pressly or impliedly forbids the relief which is sought.”  
5 U.S.C. § 702.  This provision ensures that where Con-
gress has provided a specific waiver of sovereign im-
munity that is limited in some respect, the more gen-
eral waiver in § 702 does not override the limits that 
Congress enacted.  For example, this Court has held 
that a suit barred by the Quiet Title Act’s statute of 
limitations cannot be brought under the APA’s waiver 
of sovereign immunity.  Block v. North Dakota, 461 
U.S. 273, 286 n.22 (1983). 

Under Block and § 702, Delano’s challenge to the 
USDA’s patents is impliedly foreclosed.  The United 
States has waived sovereign immunity in suits chal-
lenging its title to real property, 28 U.S.C. § 2409a, and 
in suits challenging any mortgage or lien interests it 
holds in real or personal property, id. § 2410.  But it 
specifically declined to waive sovereign immunity in 
suits involving personal property in which the United 
States claims a title interest.  See, e.g., Hughes v. 
United States, 953 F.2d 531, 539 (9th Cir. 1992) (“an ac-
tion [under 28 U.S.C. § 2410] is jurisdictionally barred 
if, at the time it is commenced, the government claims a 
title interest rather than a lien interest”); see also Hus-
sain v. Boston Old Colony Ins. Co., 311 F.3d 623, 629-
630 (5th Cir. 2002); Bradley, Arant, Rose & White v. 
United States, 802 F.2d 1323, 1325 (11th Cir. 1986).  Be-
cause patents are a form of personal property, see 35 
U.S.C. § 261; Brown, 60 U.S. (19 How.) at 197, this lim-
ited waiver of sovereign immunity impliedly precludes 
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a declaratory judgment suit, such as Delano’s, that 
challenges not a lien interest but the very validity of 
federally owned patents.  The Federal Circuit’s con-
trary holding—including its statement that “[n]othing 
in the Quiet Title Act … suggests that Congress in-
tended the subsequent waiver of sovereign immunity in 
section 702 of the APA to be construed narrowly” (App. 
21a)—undermines Congress’s careful decisions in this 
area and conflicts with Block. 

CONCLUSION 

For the foregoing reasons, the petition for a writ of 
certiorari should be granted. 

Respectfully submitted. 
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