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PARTIES TO THE PROCEEDING 
AND RULE 29.6 STATEMENT 

Cross-Respondents Retractable Technologies, Inc. 
and Thomas J. Shaw were the plaintiffs in the 
district court and the appellees in the court of 
appeals.  Cross-Petitioner Becton, Dickinson & 
Company was the defendant in the district court and 
the appellant in the court of appeals.   

Cross-Respondent Retractable Technologies, Inc. 
is a publicly-traded company.  It has no parent 
corporation, and no publicly-held company owns 10 
percent or more of Retractable Technologies stock. 
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BRIEF IN OPPOSITION TO 
CONDITIONAL CROSS-PETITION 

FOR A WRIT OF CERTIORARI 

                                  

Cross-Respondents Retractable Technologies, Inc. 
and Thomas J. Shaw (collectively, “RTI”) respectfully 
oppose the Conditional Cross-Petition (“cross-
petition”) for a writ of certiorari to the United States 
Court of Appeals for the Federal Circuit filed by 
Cross-Petitioner Becton, Dickinson & Co. (“BD”). 

INTRODUCTION 

BD concedes that the three issues raised in its 
cross-petition are unworthy of certiorari.  See Cross-
Pet. at 23 (“None of the claim construction rulings in 
this case warrants further review by this Court . . .”).  
Yet BD contends that if the Court reviews the issues 
raised in RTI’s petition, it should, “in fairness,” 
review BD’s fact-bound arguments as well.  Id.  BD’s 
contention is unpersuasive.  Unlike RTI’s petition, 
the cross-petition’s fact-bound challenges to the 
Federal Circuit’s holdings do not implicate any 
fundamental legal principle or conflict in authority.  
Nor does the cross-petition, unlike RTI’s petition, 
allege that the Federal Circuit’s decision conflicts 
with decisions of this Court. 

BD waived its argument that RTI’s claims would 
have been held invalid but for the Federal Circuit’s 
“implicit” construction of the claim term “lodging.”  
BD failed to preserve the “lodging” issue as a claim
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construction argument at trial, and neither the 
district court nor the Federal Circuit considered this 
issue.  Rather, both lower courts considered, as a 
factual issue, whether the prior art taught “lodging.”   
That factual issue was submitted to the jury and 
decided in RTI’s favor; it is far too late for BD to re-
cast “lodging” as a legal issue before this Court. 

As to BD’s arguments that the Federal Circuit 
assigned unduly broad meanings to the “retainer 
member” and “cutting” aspects of the inventions, the 
cross-petition does not even assert, let alone 
demonstrate, that the Federal Circuit’s holdings 
reflect a divergence from this Court’s precedents or 
an intra-circuit conflict.  The Federal Circuit 
properly found that these terms carry a broad 
meaning because the language of the claims does not 
support the narrow reading suggested by BD, and 
the patent specifications disclose the very 
embodiments BD seeks to exclude. 

For these reasons, the conditional cross-petition 
should be denied.1 

                                                      
1 Although the questions presented in the cross-petition do not 
merit review by this Court, the intensely factual nature of BD’s 
claim construction arguments sheds light on the second issue 
presented in RTI’s petition for certiorari: whether claim 
construction is a largely-factual issue that should be subject to 
deferential review by appellate courts.  See RTI Pet. at 22-36. 
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REASONS FOR DENYING 
THE CONDITIONAL CROSS-PETITION 

I. Cross-Petitioners Have Waived Their 
Challenge to the Construction of 
“Lodging” 

BD’s first question presented suffers from two 
fatal flaws. First, it has been waived.  Second, it 
raises a factual issue that the jury resolved adversely 
to BD. 

BD admits that “[b]efore trial, neither party asked 
the district court to interpret the ‘lodging’ element of 
claim 25 of the ’077 patent.”  Cross-Pet. at 17.  BD’s 
claim construction brief to the district court 
presented no fewer than ten claim terms for 
construction; the term “lodging” was not among 
them.  C.A. Jt. App’x. A25-27; 43-46. 

Rather than presenting a claim construction issue, 
BD argued—as a factual matter—that claim 25 was 
invalid because prior art allegedly disclosed the 
“lodging” limitation.  In response, RTI’s expert 
testified that claim 25 was not invalid because the 
prior art did not disclose the “lodging” limitation.  
Pet. App. 25a-26a.  The jury resolved this factual 
dispute in RTI’s favor. 

BD’s admitted failure to raise the “lodging” claim 
construction issue at trial constitutes a waiver.  See 
Singleton v. Wulff, 428 U.S. 106, 120 (1976) (“[A] 
federal appellate court does not consider an issue not 
passed upon below.”); Conoco, Inc. v. Energy & Envtl. 
Int’l, L.C., 460 F.3d 1349, 1359 (Fed. Cir. 2006) 
(“[L]itigants waive their right to present new claim 
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construction disputes if they are raised for the first 
time after trial.”); Eli Lilly & Co. v. Aradigm Corp., 
376 F.3d 1352, 1360 (Fed. Cir. 2004) (making the 
same point).  The Federal Circuit correctly refused to 
address BD’s “lodging” claim construction argument, 
viewing the matter instead as purely factual, and 
affirming the jury verdict on substantial evidence 
grounds.  Pet. App. 26a.  The cross-petition’s 
arguments regarding the jury’s “implicit” claim 
construction come far too late. 

Moreover, there is no “striking tension” between 
RTI’s arguments regarding the “body” limitation in 
RTI’s petition and the “lodging” limitation addressed 
here.  With regard to “body,” RTI’s petition argues 
that courts should not rely on the specification to 
narrow unambiguous claim language in the absence 
of express disclaimers or re-definitions.  By contrast, 
RTI’s position on “lodging” was not that the term 
should be narrowed in view of the specification.  
Rather, RTI’s position—accepted by the jury and 
undisturbed by the district court or Federal Circuit—
is that the prior art, as a factual matter, does not 
teach the claimed requirement of “lodging of the 
thumb cap into the open back end of the barrel.” 

For these reasons, the “lodging” issue should not 
be revisited by this Court. 
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II. The Construction of “Retainer Member” 
and “Cutting” Do Not Merit Further 
Review 

A. Interpretation of the Claim Terms 
“Retainer Member” and “Cutting” Is 
Not “Intertwined” With Issues Raised 
In RTI’s First Question Presented. 

BD contends that if the Court grants certiorari on 
the questions presented in RTI’s petition, it should 
also review the interpretation of the claim terms 
“retainer member” and “cutting”  because these 
issues are all “intertwined.”  Cross-Pet. at 28.  BD’s 
assertion lacks merit.  RTI’s petition raises broad 
legal issues of general applicability. BD’s cross-
petition, in contrast, raises only fact-bound issues. 

RTI’s petition asks the Court to clarify the 
interplay between a patent’s claims and its 
specification in determining claim meaning.  More 
specifically, RTI asks the Court to clarify the 
circumstances in which a patent’s specification can 
be used to narrow otherwise clear language in the 
patent claims.  In this case, the Federal Circuit did 
not narrow the claim term “body” based on words of 
express disclaimer or re-definition.  Rather, the 
Federal Circuit panel narrowed the term “body” 
because the specification disclosed only a particular 
type of body (a “single piece” body).   Pet. App. at 
18a. 
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As shown in RTI’s petition, the panel’s approach is 
contrary to Supreme Court precedent establishing 
the primacy of the claims over the specification in 
defining a patented invention.  RTI Pet. at 18-20.2  
Moreover, as recognized by the judges who dissented 
from denial of en banc rehearing, the panel’s decision 
in this case epitomizes an unresolved split within the 
Federal Circuit as to when the specification can be 
used to deprive a patentee of the full scope of its 
claim language.  RTI Pet. at 8-16. 

By contrast, the “retainer member” and “cutting” 
limitations raised in BD’s cross-petition present no 
issues of general applicability.  BD does not even 
attempt to argue that the Federal Circuit’s 
interpretation of these terms contravenes decisions 
of this Court or reflects an intra-circuit split that 
merits the Court’s intervention.  Unlike RTI’s 
challenge regarding the “body” limitation, BD’s 
“retainer member” and “cutting” arguments do not 
implicate the legal question regarding the respective 
primacy of the claims and specification.  As the 
district and Federal Circuit both correctly found, the 
claims and the specification are in harmony  and 
support a broad meaning.  Thus, the legal question 

                                                      
2 The cross-petition incorrectly states that RTI’s petition 
“argues that courts should focus on ‘the patent claims alone.’”  
Cross-Pet. at 28 (citing RTI Pet. at 21).  This misstates RTI’s 
position, which is that “the patent claims alone, absent the 
inventor’s explicit disavowal or a specialized definition, 
determine the scope of the patent.”  RTI Pet. at 21 (emphasis 
added). 
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posed by RTI’s petition is not presented in BD’s 
cross-petition. 

B. The Construction of “Retainer 
Member” Merits No Further Review. 

The district court and the Federal Circuit both 
rejected BD’s argument that the “retainer member” 
must be a separate, stand-alone part of the syringes 
in question.  The cross-petition fails to explain why 
this fact-bound ruling warrants further review. 

As the Federal Circuit recognized, the language of 
the claims allows the “needle holder” and “retainer 
member” to form an integral piece, contrary to the 
cross-petition’s suggestion that they are necessarily 
distinct.  As the court of appeals explained, “[c]laim 
24 of the ’733 patent . . . claims a ‘needle holder,’ 
where the head of the ‘needle holder’ has a ‘retainer 
member which can be separated from the head of the 
needle holder.’”  Pet. App. at 13a.  Similarly, “claim 
43 of the ’224 patent claims a ‘needle holder having a 
head portion’ where the head portion of the needle 
holder ‘further comprises an inner head, a 
continuous retainer member surrounding the inner 
head, and a bridging portion disposed between the 
continuous retainer member and the inner head.’”  
Id.  Thus, the claim language supports the lower 
courts’ conclusion that the “retainer member” and 
“needle holder” need not be separate pieces. 

The specification is in accord with this 
interpretation of “retainer member.”  Crucially, the 
“bridge embodiment” discussed in the specification 
discloses a retainer that is not separate from the 
needle holder, as both the district court and Federal 
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Circuit found.  See Pet. App. at 14a.  In this 
embodiment, a part of the syringe is formed by 
“welding” the “retainer member” and “needle holder” 
together.  Id.  In other words, the “retainer member” 
and “needle holder” are one piece—welded together—
in the completed syringe. 

BD points to a statement that “[t]he retainer 
member is a ring member coupled to the inner head 
along a sliding interface . . . with a friction force . . .” 
as proof that the specification “expressly defines” the 
retainer member as a separate part.  Cross-Pet. at 34 
(internal quotation marks and emphasis omitted).  
BD fails to mention, however, that this quotation 
comes from a paragraph that begins with the 
qualification: “In one embodiment . . .”    C. A. Jt. 
App’x 193, Col. 3, ln. 63.  Thus, this “express 
definition” is no definition at all. 

BD also takes issue with the Federal Circuit’s 
“excessive reliance” on the “bridge embodiment,” 
arguing that “two parts joined together are still two 
separate parts” and citing Dolly, Inc. v. Spalding & 
Evenflo Cos., 16 F.3d 394, 400 (Fed. Cir. 1994).  
Cross-Pet. at 35.  In Dolly, however, the claim 
required a “rigid frame” formed “along with” certain 
panels to form a “body.”  Id. at 396.  The Federal 
Circuit, focusing on the “along with” language, found 
no infringement where the accused “rigid frame” was 
not separate from these panels, but instead was 
formed of them.  Id. at 398.   

Unlike Dolly, where the claims expressly required 
a body formed of a frame “along with” separate 
panels, the claims of RTI’s patents suggest a 
“retainer member” that is part of the “needle holder.”  
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Moreover, in the welded bridge embodiment, the 
specification teaches a retainer member that is fused 
with the needle holder.  How that fusion is 
performed is unimportant as long as the bridging 
portion “however done” forms the necessary seal.  Jt. 
App’x 196, Col. 10, ln. 65-68. 

Thus, the claims and the specification in this 
instance are both in accord that a “retainer member” 
need not be a separate part.  By contrast, the claims 
and the specification offer differing guidance with 
respect to the term “body.”  The claim is 
unambiguously broad, while the specification—
though it contains no disclaimers or narrowing 
definitions—discusses only a narrower embodiment.  
RTI’s petition asks the Court to clarify whether this 
is a proper situation for restricting the scope of a 
claim.  The “retainer member” issue in the cross-
petition is therefore not “intertwined” with the 
“body” issue in RTI’s petition. 

C. The “Cutting” Claim Construction 
Issue Merits No Further Review. 

The cross-petition offers no adequate reason for 
this Court to review the case-specific holding that 
RTI’s claims should not be narrowed to exclude 
syringes that retract by a “cutting” action.  As an 
initial matter, BD does not argue that the language 
of the claims precludes retraction by cutting.  Indeed, 
the claims make no reference to “cutting.”  

Nor do the specifications make any reference to 
cutting.  Rather, BD’s only basis for seeking to 
narrow the claims consists of statements in the 
specifications criticizing the prior art’s “dependence 
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on flexing or breaking of internal parts” and 
characterizing the disclosed retractable mechanism 
as “rel[ying] entirely on clamping force or friction.” 
Cross-Pet. at 20.  BD alleges that these statements 
constitute a “clear disclaimer” of cutting. 

Again, BD overlooks the “bridge embodiment” 
discussed above in which the “retainer member” and 
“needle holder” are welded together and connected by 
a bridge.  In this embodiment, the needle holder is 
released when the weld is “ruptured, fractured or 
otherwise separated.”  Pet. App. at 19a.  As the 
Federal Circuit correctly concluded, “ruptur[ing], 
fractur[ing] or otherwise separat[ing]” broadly 
encompasses “cutting,” leaving no basis to conclude 
that the specification excludes cutting.  Thus, RTI’s 
invention cannot be limited to a syringe that does not 
use cutting since an embodiment of the disclosure 
actually discloses cutting. 

The cross-petition does not dispute the principle 
that express disclaimers can limit otherwise clear 
claim language.  Indeed, the cross-petition embraces 
this rule, citing cases for the proposition that 
disclaimers of a feature in the specification require 
claim scope to be commensurately narrowed.  Cross-
Pet. at 36-37.  BD disputes only the application of 
this legal principle to the facts of this case.  See id. at 
37 (“If there was error, it was . . . in the Court’s 
reticence to recognize the clear disavowal . . . .”). 

BD’s assertion that RTI’s challenge to the “body” 
construction “cannot be reconciled with the Federal 
Circuit’s ruling on ‘cutting,’” id., is incorrect.  With 
regard to “body,” the Federal Circuit did not even 
invoke the “disclaimer” rule, relying instead on the 
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specification’s silence regarding two-piece bodies to 
conclude that the claims must be limited to one-piece 
bodies.  As the dissenting judges explained, “[t]he 
error in Retractable is the majority’s attempt to 
rewrite the claims to better conform to what it 
discerns is the ‘invention’ of the patent instead of 
construing the language of the claim.”  Pet. App. at 
96a (Moore, J., dissenting from denial of rehearing 
en banc).  Thus, RTI’s petition challenges the legal 
principle that a claim can be limited by the 
specification absent explicit disclaimers. 

By contrast, the cross-petition’s only  argument as 
to “cutting” is that the Federal Circuit misapplied 
the “disclaimer” doctrine by refusing to limit the 
claims to non-cutting syringes.  That fact-bound 
issue is not “intertwined” with the issues presented 
in RTI’s petition and warrants no further review. 
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CONCLUSION 
The conditional cross-petition for a writ of 

certiorari should be denied. 
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