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In sum
, w

hile Petitioner em
phasizes that the

h
y
p
o
t
h
e
t
i
c
a
l
 
p
a
t
e
n
t
 
c
l
a
i
m
 
t
h
a
t
 
h
i
s
 
c
o
u
n
s
e
l
 
a
l
l
e
g
e
d
l
y

should have obtained "w
il never issue as a patent"

and thus "(nlo actual patent rights are adjudicated in
such cases," (Petition, pp. 6, 11), this case involves the
sam

e factual and legal elem
ents involved in a patent

infringem
ent case under federal patent law

 (albeit
w
i
t
h
 
t
h
e
 
h
y
p
o
t
h
e
t
i
c
a
l
 
c
l
a
i
m
 
t
h
a
t
 
c
o
u
n
s
e
l
 
(
a
l
l
e
g
e
d
l
y
)

should have obtained instead of the actual claim
).

Patent law
 is thus a necessary elem

ent of Petitioner's
m

alpractice case.

including P
etitioner's "hypothetical" one, starts w

ith
claim

 interpretation or construction. T
he

d
e
t
e
r
m
i
n
a
t
i
o
n
 
o
f
 
p
a
t
e
n
t
 
i
n
f
r
i
n
g
e
m
e
n
t
 
i
s
 
a
 
t
w
o
-
s
t
e
p

process: 1) construing the m
eaning of the patent's

claim
s and 2) applying the properly-construed claim

s
to the allegedly infringing device. C

ybor C
orp. v. F

A
S

T
echs., 138 F.3d 1448,1454 (Fed. C

ir. 1998). T
he first

step involves an issue oflaw
 for the court, not the jury.

M
arkm

an v. W
estview

 Instrum
ents, Inc., 517 U

.S. 370,
390-91, 116 S

. C
t. 1384, 1396 (1996).

N
evertheless, P

etitioner argues (P
etition, p. 11)

t
h
a
t
 
t
h
e
r
e
 
i
s
 
n
o
t
 
a
 
s
u
b
s
t
a
n
t
i
a
l
 
q
u
e
s
t
i
o
n
 
o
f
 
f
e
d
e
r
a
l

patent law
 here because his claim

 involves only a
"case-specific application of facts to undisputed law

,"
citing G

rable and F
ranchise T

ax B
d. T

here are tw
o

defects in this argum
ent. T

he first defect is that
Petitioner is reading the caselaw

 too strictly as to w
hat

a
 
f
e
d
e
r
a
l
 
"
q
u
e
s
t
i
o
n
"
 
i
s
.
 
W
h
i
l
e
 
G
r
a
b
l
e
 
i
n
v
o
l
v
e
d
 
a
n

u
n
r
e
s
o
l
v
e
d
 
i
s
s
u
e
 
o
f
 

law
, there is no requirem

ent under
G

rable, C
hristianson, or Franchise T

ax B
d. that the

elem
ent of federal law

 in P
laintiffs claim

 involve a
p
u
r
e
 
i
s
s
u
e
 
o
f
l
a
w
 
t
h
a
t
 
i
s
 
u
n
s
e
t
t
l
e
d
,
 
o
r
 
a
n
 
i
s
s
u
e
 
o
f
 

first
im

pression, in order to be substantiaL
. It is enough

t
h
a
t
 
t
h
e
r
e
 
i
s
 
a
 
d
i
s
p
u
t
e
d
 
q
u
e
s
t
i
o
n
 
o
f
 
p
a
t
e
n
t

infringem
ent necessarily raised by the claim

 and on
w

hich the outcom
e of the case depends.

"C
laim

 construction is the single m
ost im

portant
event in the course of a patent litigation." R

etractable
T

echs., Inc. v. B
ecton, D

ickinson &
 C

o., 659 F.3d 1369,
1370. (F

ed. C
ir. 2011) (M

oore, J.) (dissenting from
denial of petition for rehearing en banc). P

etitioner
agrees. A

s noted in an affdavit from
 a patent

practitioner that w
as subm

itted to the district court by
Petitioner, "(al prim

ary elem
ent in determ

ining
w

hether there has been m
alpractice in a patent

p
r
o
s
e
c
u
t
i
o
n
 
f
o
c
u
s
e
s
 
o
n
 
p
r
o
p
e
r
 
i
n
t
e
r
p
r
e
t
a
t
i
o
n
 
o
f
 
t
h
e

claim
s." Supplem

ental A
ffdavit of W

iliam
 D

avid
K
i
e
s
e
l
,
 
e
r
 
7
 
(
D
o
c
.
 
#
7
8
-
2
)
.

I
n
 
a
d
d
i
t
i
o
n
,
 
t
h
i
s
 
c
a
s
e
 
i
s
 
n
o
t
 
t
h
e
 
c
a
s
e
 
t
o
 
r
e
s
o
l
v
e

w
hether the substantial question offederallaw

 can be
"undisputed law

," since it cannot be denied that, in
this case, the suit-w

ithin-a-suit involving the
hypothetical claim

 w
il involve substantial questions

of 
p
a
t
e
n
t
 
l
a
w
 
t
h
a
t
,
 
u
n
d
e
r
 
t
h
e
 
c
u
r
r
e
n
t
 
s
t
a
t
e
 
o
f
 

the law
,

are highly disputed. E
very patent infringem

ent claim
,

T
he plaintiff alleging m

alpractice m
ust also show

t
h
a
t
 
t
h
e
 
h
y
p
o
t
h
e
t
i
c
a
l
 
c
l
a
i
m
 
w
o
u
l
d
 
h
a
v
e
 
b
e
e
n

patentable, i.e., that it w
as not anticipated or rendered

o
b
v
i
o
u
s
 
b
y
 

prior art. M
inkin v. G

ibbons, P.o., 680 F.3d
1341, 1348 (Fed. C

ir. 2012) (ifthe "'suit-w
ithin-a-suit'

analysis applies," then the plaintiff "m
ust prove by

preponderant evidence that alternate claim
 language

w
ould have been deem

ed patentable by the P
T

O
").

T
he obviousness determ

ination is an issue of patent
l
a
w
 
t
h
a
t
 
n
o
t
 
o
n
l
y
 
c
a
n
 
b
e
 
h
o
t
l
y
 
d
i
s
p
u
t
e
d
 
i
n
 
a
n

individual case but is also, like claim
 construction, a

c
o
n
t
r
o
v
e
r
s
i
a
l
 
a
r
e
a
 
o
f
 

patent law
, and one that has been
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