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COUNTERSTATEMENT OF 
QUESTIONS PRESENTED 

 
 1. Whether the Court of Appeals erred by 
upholding the jury’s damages award after Respon-
dents’ Lanham Act claim was set aside, where the 
jury separately found Petitioners liable under the 
Copyright Act on a special verdict form, and the sole 
measure of damages submitted to the jury was Peti-
tioners’ profits, which the Copyright Act, in 17 U.S.C. 
§ 507(b), required the district court to award in full to 
Respondents. 

 2. Whether the Court of Appeals erred by 
applying the same formulation of the predicate act 
doctrine that Petitioners requested in their proposed 
jury instructions, which instructed the jury that acts 
abroad that exploit a domestic violation of the Copy-
right Act are independent acts of infringement, each 
governed by its own three-year statute of limitations. 
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RULE 29.6 STATEMENT 

 
 Respondents Tire Engineering & Distribution, 
LLC, Bearcat Tire, A.R.L., and BCATCO A.R.L. have 
no parent companies, and no publicly held company 
owns 10% or more of Tire Engineering & Distribu-
tion, LLC’s, Bearcat Tire, A.R.L.’s, or BCATCO 
A.R.L.’s stock. 
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STATUTES AND RULES INVOLVED 

 Rule 61 of the Federal Rules of Civil Procedure 
provides: 

Unless justice requires otherwise, no error in 
admitting or excluding evidence – or any 
other error by the court or a party – is 
ground for granting a new trial, for setting 
aside a verdict, or for vacating, modifying, or 
otherwise disturbing a judgment or order. At 
every stage of the proceeding, the court must 
disregard all errors and defects that do not 
affect any party’s substantial rights. 

 28 U.S.C. § 2111 provides: “On the hearing of any 
appeal or writ of certiorari in any case, the court shall 
give judgment after an examination of the record 
without regard to errors or defects which do not affect 
the substantial rights of the parties.” 

 In its relevant section, the Copyright Act pro-
vides: 

“The copyright owner is entitled to recover 
the actual damages suffered by him or her as 
a result of the infringement, and any profits 
of the infringer that are attributable to the 
infringement and are not taken into account 
in computing the actual damages. In estab-
lishing the infringer’s profits, the copyright 
owner is required to present proof only of 
the infringer’s gross revenue, and the in-
fringer is required to prove his or her de-
ductible expenses and the elements of profit 
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attributable to factors other than the copy-
righted work.” 

17 U.S.C. § 504(b).  

 In its relevant section, the Lanham Act provides: 

When a violation of any right of the regis-
trant of a mark . . . shall have been estab-
lished in any civil action arising under this 
chapter, the plaintiff shall be entitled, sub-
ject to the provisions of sections 1111 and 
1114 of this title, and subject to the princi-
ples of equity, to recover (1) defendant’s prof-
its, (2) any damages sustained by the 
plaintiff, and (3) the costs of the action. The 
court shall assess such profits and damages 
or cause the same to be assessed under its 
direction. In assessing profits the plaintiff 
shall be required to prove defendant’s sales 
only; defendant must prove all elements of 
cost or deduction claimed. 

15 U.S.C. § 1117(a). 

---------------------------------  --------------------------------- 
 

COUNTERSTATEMENT OF THE CASE 

 Respondents design, manufacture, and sell 
unique and specialized tires for underground mining 
vehicles. Pet. App. 7. Their mining tires are effective 
and have been successful commercially. Id. According-
ly, Respondents closely guarded the tire designs, 
registered copyrights for the designs, and obtained a 
trademark for the product name “Mine Mauler” used 
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to market the tires. Id. Respondents also labeled their 
tires with unregistered marks. Id. at 94-95. 

 In May 2005, John Canning, a former employee 
of Respondents, orchestrated a meeting in Richmond, 
Virginia between Sam Vance, then Respondents’ sales 
manager, and Surender Kandhari, who is Chairman 
of Petitioners Al Dobowi Ltd., Al Dobowi Tyre Co., 
LLC, Tyrex International, Ltd., and Tyrex Interna-
tional Rubber Co., Ltd. (collectively “Al Dobowi”). Id. 
at 7. During the meeting, Vance offered to provide 
Respondents’ mining tire blueprints, customer lists, 
and cost information to Al Dobowi. Id. After the 
meeting, Vance provided a business plan to Kandhari 
that contained the promised financial and customer 
information. Id. After receiving the plan, Kandhari 
appointed Vance to be the “Business Development 
Director for an AL DOBOWI group company based in 
the USA.” Id. at 8. 

 Vance and Kandhari then recruited Petitioners 
Shandong Linglong Rubber Co., Ltd. and Shandong 
Linglong Tire Co., Ltd. (collectively “Linglong”) to 
manufacture tires in China based on Respondents’ 
blueprints. Id. From the beginning, Linglong knew 
that the blueprints had been stolen. Id. Vance copied 
Respondents’ blueprints in Tazewell, Virginia, and he 
corresponded with Linglong from Tazewell to discuss 
how to slightly modify the tires to make it less obvi-
ous that Petitioners had copied Respondents’ designs. 
Id.  
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 By early 2006, Petitioners had produced a range 
of mining tires based on Respondents’ designs. Id. at 
8-9. Vance convinced Respondents’ largest customer, 
Sandvik Mining & Construction, to purchase tires 
instead from Petitioners. Id. In or around July 2006, 
Vance moved to China to continue his work for Peti-
tioners. Id. 

 On October 28, 2009, Respondents filed this case 
against Petitioners. During a seven day jury trial, 
Respondents proved, among other facts, that Peti-
tioners acted in concert to retain Respondents’ blue-
prints unlawfully, copy those blueprints in Virginia, 
and manufacture a line of mining tires from the 
illegally copied blueprints. Id. at 76-83. The district 
court held that “[t]he credible evidence at trial was 
sufficient to allow the jury to conclude that all of 
defendants’ tires infringed on plaintiff ’s copyrights.” 
Id. at 107. Respondents also proved that Petitioners’ 
line of mining tires infringed two of Respondents’ 
unregistered trademarks and that Petitioners had 
unlawfully converted Respondents’ blueprints. Id. at 
86. 

 As to damages, Respondents only sought and 
presented evidence regarding the Petitioners’ profits 
from sales of the infringing tires. Id. at 107. Respon-
dents presented both documents and expert testimo-
ny to establish the value of these profits. Id. 
Respondents did not seek any other damages. Id. at 
105. Petitioners did not rebut Respondents’ docu-
ments and expert testimony with evidence demon-
strating that only a portion of their mining tire 
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profits were attributable to their copyright infringe-
ment. Id.  

 The district court submitted five claims to the 
jury: (1) copyright infringement; (2) registered trade-
mark infringement; (3) unregistered trademark 
infringement; (4) conversion; and (5) civil conspiracy. 
Pet. App. 10-11. Petitioners and Respondents both 
submitted proposed jury instructions. Significantly, 
Petitioners requested the following instruction re-
garding the legitimacy and application of the Copy-
right Act’s predicate act doctrine: 

Copyright laws generally do not apply to in-
fringement that occurs outside of the United 
States. If you find that Defendants did not 
infringe any of Plaintiffs’ copyrights in the 
United States, you must find in favor of De-
fendants on Plaintiffs’ claim of copyright in-
fringement. If you find that Defendants did 
infringe one or more of Plaintiffs’ copyrights 
in the United States, then you may also con-
sider whether Plaintiffs proved any acts of 
infringement of those copyrights outside the 
United States that were a consequence of the 
infringement in the United States.1 

The district court delivered in substance the Petition-
ers’ requested instruction. 

 
 1 See Excerpts from Defendants’ Revised Proposed Jury 
Instructions, Instruction No. 27, In re: Outsidewall Tire Litig., 
1:09-cv-1217 (E.D. Va., July 12, 2010), Opp. App. 12. 
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[C]opyright laws generally do not apply to in-
fringement that occurs outside of the United 
States. However, if you find that plaintiffs 
proved that the infringing acts outside of the 
United States were a consequence or result 
of predicate infringing acts that occurred in-
side the United State[s], then you may con-
sider those infringing acts that occurred 
outside the United States. 

Pet. App. 11. Because the Respondents did not seek 
their actual damages in this case, the Court instruct-
ed the jury only as to disgorgement as a basis for a 
damages award. Id. at 11, 105. 

 The case was submitted to the jury on a special 
verdict form – not a general verdict form. See Opp. 
App. 1-5; see also Pet. at 4. The special verdict form 
required the jury to state separately for each claim 
whether each Petitioner was liable, and the jury 
found every Petitioner liable on every claim. Id. At 
the end of the special verdict form, the jury awarded 
Respondents $26,000,000 and found the Petitioners 
jointly and severally liable for that amount. See Opp. 
App. 4.  

 After trial, Petitioners moved under Federal Rule 
of Civil Procedure 50(b) for judgment as a matter of 
law. Id. at 11. The district court denied Petitioners’ 
motion and upheld the verdict with respect to Re-
spondents’ copyright, conspiracy, and conversion 
claims. Id. at 11-12, 75-84. It also upheld the verdict 
with respect to Respondents’ unregistered trademark 
claim, holding that there was sufficient evidence that 
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Petitioners had infringed two of Respondents’ unreg-
istered trademarks. Id. at 11-12, 84-87. The district 
court granted Petitioners’ motion with respect to 
Respondents’ registered trademark infringement 
claim, finding insufficient evidence to show a likeli-
hood of confusion, and it also held that Respondents 
had produced insufficient evidence of infringement 
regarding certain other unregistered trademarks. Id.  

 Petitioners then filed a Rule 59 motion for a new 
trial, arguing principally that the damages award 
was unsustainable in view of the district court’s 
determination that Respondents had not produced 
sufficient evidence to sustain their registered trade-
mark infringement claim and regarding some of their 
unregistered trademarks. Id. at 12. The district court 
rejected the Petitioner’s argument. It noted that 
Plaintiffs sought, and that the jury only was instruct-
ed regarding, disgorgement damages, holding that 
“disgorgement of profits was the proper measure of 
copyright claims, such that even without the trade-
mark claims, plaintiffs would still be entitled to full 
disgorgement of defendants’ profits for copyright 
infringement,” citing 17 U.S.C. § 504(b). Id. at 107. 
The district court further explained: 

“[A]s to damages, plaintiffs presented expert 
testimony concerning defendants’ profits on 
the infringing tires, and defendants failed to 
rebut this testimony with specific evidence 
showing that only a portion of the profits 
were not attributable to their infringing con-
duct. Once plaintiffs established they were 
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entitled to this disgorgement based on the 
copyright claims, the trademark claims pro-
vided no basis to enlarge or to vary the dam-
ages award. In other words, even absent the 
trademark claims, the damages calculus 
would have been the same; the total amount 
of plaintiffs’ damages would be the dis-
gorgement of defendants’ total profits from 
the production of all infringing tires.”  

Id. 

 Petitioners appealed to the United States Court 
of Appeals for the Fourth Circuit. With respect to 
copyright infringement, the Fourth Circuit upheld the 
district court’s decision and expressly joined the 
United States Courts of Appeals for the Second, 
Sixth, Ninth, and Federal Circuits in adopting the 
predicate act doctrine. Id. at 27-30. The Fourth 
Circuit also affirmed the special verdict with respect 
to Respondents’ conversion claim, but it dismissed the 
Respondents’ other theories of liability. Id. at 6, 36-41. 
With respect to the damages award, the Fourth 
Circuit affirmed, holding that because “the claims in 
this case are predicated on the same conduct, and the 
maximum recovery for each claim is the ‘same’ . . . we 
are reasonably certain that the jury was not signifi-
cantly influenced by issues erroneously submitted to 
it,’ and that any error was therefore harmless.” Id. at 
46.  

 Petitioners subsequently filed a petition seeking 
rehearing en banc. Id. at 125. The Fourth Circuit 
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denied the petition because no judge requested a poll 
under Federal Rule of Appellate Procedure 35. Id. 

---------------------------------  --------------------------------- 
 

REASONS FOR DENYING THE PETITION 

I. The Fourth Circuit’s Application of the 
Harmless Error Rule to Uphold the Jury’s 
Special Verdict Does Not Warrant Review.  

A. This Special Verdict Case Is Not a Ve-
hicle to Decide Whether and How 
Courts Should Apply the Harmless Er-
ror Rule to General Verdicts. 

 This case does not present the first issue for 
which Petitioners seek certiorari because it does not 
involve a general verdict. The district court required, 
and the jury delivered, a special verdict pursuant to 
Federal Rule of Civil Procedure 49 that made a 
separate finding for each claim regarding whether 
each Petitioner was liable. See Opp. App. 1-6. Yet, 
Petitioners ask the Court to grant certiorari to decide 
whether “[w]here one or more of the underlying 
theories of recovery are set aside after trial, must a 
court vacate the jury’s general verdict . . . or does the 
court apply a ‘harmless error’ exception. . . .” Pet. at i 
(emphasis added).  

 Where, as here, a claim is set aside post-verdict, 
the outcome of a harmless error analysis can differ 
substantially depending upon whether the verdict 
at issue is a special verdict or a general verdict. In 
contrast to the uncertainty created when one of 
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several claims supporting a general verdict is vacat-
ed, the special verdict in this case confirms with 
absolute certainty that the jury found Petitioners 
liable for copyright infringement and conversion, and 
that certainty is not diminished by the lower courts’ 
post-verdict decisions dismissing Respondents’ 
trademark claims and certain other common law 
claims. 

 In Zant v. Stephens, this Court emphasized the 
critical difference between a general verdict and a 
special verdict when a claim subsequently is vacated 
by upholding a criminal defendant’s death sentence 
despite an argument that an invalid aggravating 
circumstance had been submitted to the jury: 

One rule . . . requires that a general verdict 
must be set aside if the jury was instructed 
that it could rely on any of two or more inde-
pendent grounds, and one of those grounds is 
insufficient, because the verdict may have 
rested exclusively on the insufficient ground. 
The cases in which this rule has been applied 
all involved general verdicts based on a rec-
ord that left the reviewing court uncertain as 
to the actual ground on which the jury’s deci-
sion rested. This rule does not require that 
respondent’s death sentence be vacated, be-
cause the jury did not merely return a gen-
eral verdict stating that it had found at least 
one aggravating circumstance. The jury ex-
pressly found aggravating circumstances 
that were valid and legally sufficient to sup-
port the death penalty. 
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462 U.S. 862, 881 (1983) (citations omitted); see also 
Kawakita v. United States, 343 U.S. 717, 737 (1952) 
(“Since the jury returned special verdicts and findings 
as to each of the eight overt acts, we could not upset 
the judgment of conviction, unless all eight were 
insufficient.”).  

 In the civil context, the Courts of Appeals uni-
formly have recognized this distinction and applied 
the harmless error rule to uphold damages awards 
that are supported by the surviving claims of a spe-
cial verdict. For example, the Fifth Circuit in Hay v. 
City of Irving held: 

The district court erred in submitting the 
conspiracy claim to the jury. But, submitting 
the conspiracy interrogatories to the jury did 
not necessarily taint the remaining parts of 
the judgment. This is a value of a Rule 49 
submission. A general verdict must ordinari-
ly be reversed when one of two claims was 
improperly submitted to the jury since it is 
not possible to tell whether the verdict is 
based upon the erroneously submitted claim. 
However, where there is a special verdict 
finding for the plaintiff on both properly and 
improperly submitted claims, reversal is not 
required if the properly submitted ground is 
sufficient to support the jury’s verdict. 

893 F.2d 796, 799 (5th Cir. 1990) (citations omitted); 
see also, e.g., Ellis v. Gallatin Steel Co., 390 F.3d 461, 
472 (6th Cir. 2004); Vera-Lozano v. Int’l Broad., 50 
F.3d 67, 71 (1st Cir. 1995); Snider v. Circle K Corp., 
923 F.2d 1404, 1409-10 (10th Cir. 1991).  
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 The certainty provided by the jury’s special 
verdict distinguishes this case from every case that 
Petitioners cite in their attempt to demonstrate a 
conflict between the decision below and a decision of 
this Court or another Court of Appeals. With one 
exception, the decisions of this Court that Petitioners 
cite addressed a general verdict that made it impossi-
ble to discern whether the jury issued its decision 
based on a valid or invalid theory of liability.2  

 The exception, Spectrum Sports, Inc. v. McQuillan, 
involved a compound jury interrogatory that func-
tioned like a general verdict. 506 U.S. 447 (1993). The 
special verdict form asked the jury to find whether 
the defendants violated § 2 of the Sherman Act by 
“monopolizing, attempting to monopolize, and/or 
conspiring to monopolize.” Id. at 451. This Court held 
that the district court erred by failing to instruct the 
jury that “attempted monopolization” requires “proof 

 
 2 See City of Columbia v. Omni Outdoor Advert., Inc., 499 
U.S. 365, 384 (1991) (discussing the “jury’s general verdict 
against COA”); Sunkist Growers, Inc. v. Winckler & Smith Citrus 
Prods. Co., 370 U.S. 19, 29-30 (1962) (“since we hold erroneous 
one theory of liability upon which the general verdict may have 
rested. . . .”); United N.Y. & N.J. Sandy Hook Pilots Ass’n v. 
Halecki, 358 U.S. 613, 619 (1959) (“[T]here is no way to know 
that the invalid claim . . . was not the sole basis for the ver-
dict.”); Wilmington Star Mining Co. v. Minnie Fulton, 205 U.S. 
60, 78 (1907) (“[I]n a case like the one we are considering . . . 
upon a general verdict. . . .”); Maryland v. Baldwin, 112 U.S. 
490, 493 (1884) (“Upon these pleas issues were joined, and tried 
by the court with a jury, which found a general verdict for the 
defendants.”). 



13 

of a dangerous probability of monopolization of a 
relevant market.” Id. at 453-54. Accordingly, the 
special jury interrogatory functioned like a general 
verdict because this Court could not discern whether 
the jury had found a violation of § 2 based on actual 
or attempted monopolization. Id. at 459.  

 Similarly, every case that Petitioners cite from 
the District of Columbia, Second, Third, Sixth, and 
Eleventh Circuits as in conflict with the decision 
below involved either a general verdict or a compound 
interrogatory like the one in Spectrum Sports that 
functioned like a general verdict.3  

 
 3 See Founding Church of Scientology v. United States, 409 
F.2d 1146, 1148 (D.C. Cir. 1969) (“After a jury trial, a general 
verdict ‘for the Government’ was returned. . . .”); N. Am. Graph-
ite Corp. v. Allan, 184 F.2d 387, 389 (D.C. Cir. 1950) (“[S]ince 
there was a verdict without specification as to which of the two 
counts it rested upon. . . .”); BAII Banking Corp. v. UPG, Inc., 
985 F.2d 685, 704 (2d Cir. 1993) (“The jury returned with 
general verdicts. . . .”); O’Neill v. Krzeminski, 839 F.2d 9, 12 (2d 
Cir. 1988) (holding that the rules that apply to general verdicts 
“would seem applicable to a jury’s answer to one interrogatory 
that comprehends two distinct bases of liability. . . .”); Morris-
sey v. Nat’l Mar. Union, 544 F.2d 19, 26-27 (2d Cir. 1976) 
(treating compound interrogatory that presented claims to the 
jury for violation of §§ 101(a)(2) and 101(a)(5) of the Landrum 
Griffin Act in a single question as “a general verdict . . . on 
the LG claims”); Fatovic v. Nederlandsch-Ameridaansche 
Stoomvaart, Maatschappij, 275 F.2d 188, 190 (2d Cir. 1960) 
(discussing “the general verdict brought in by the jury. . . .”); 
Wilburn v. Maritrans GP Inc., 139 F.3d 350, 360-61 (3d Cir. 
1988) (“[T]he jury was not presented with special verdict forms 
concerning Wilburn’s discrete theories of negligent conduct.”); 
Albergo v. Reading Co., 372 F.2d 83, 86 (3d Cir. 1966) (“Where, 

(Continued on following page) 
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 This case involves no such uncertainty. There is 
no argument that the jury’s responses regarding 
copyright infringement and conversion in the special 
verdict were compound or otherwise ambiguous. 
Accordingly, this special verdict case is not a suitable 
vehicle for resolving any purported conflict regarding 
whether and how courts apply the harmless error 
rule to general verdicts. 

 
B. There Is No Conflict Regarding the 

Fourth Circuit’s Application of the 
Harmless Error Rule to the Special 
Verdict in this Case. 

 The Fourth Circuit’s application of the harmless 
error rule to the special verdict to uphold the jury’s 
damages award based on the sustained copyright and 
conversion claims is consistent with the decisions of 
this Court and the other Courts of Appeals. Indeed, 
Federal Rule of Civil Procedure 61, this Court’s 
decision in McDonough Power Equipment, Inc. v. 

 
as here, a general verdict may rest on either of two claims. . . .”); 
Virtual Maint., Inc. v. Prime Computer, Inc., 957 F.2d 1318, 1326 
(6th Cir. 1992) (“[T]he jury returned a general verdict. . . .”); 
Doherty v. Am. Motors Corp., 728 F.2d 334, 344 (6th Cir. 1984) 
(“[T]he jury returned a general verdict. . . .”); Richards v. 
Michelin Tire Corp., 21 F.3d 1048, 1055 n.14 (11th Cir. 1994) 
(holding that the “interrogatory containing multiple issues” in 
that case “is really no better than a general verdict”); Maccabees 
Mut. Life Ins. Co. v. Morton, 941 F.2d 1181, 1184 (11th Cir. 1991) 
(“The verdict form returned by the jury was a general ver-
dict. . . .”). 
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Greenwood, 464 U.S. 548 (1984), and 28 U.S.C. § 2111 
all require the Courts of Appeals to apply the harm-
less error rule in such circumstances.4  

 When a claim is dismissed after a trial, the 
determination of whether to uphold a damages award 
that is supported by a special verdict is a different 
inquiry than the determination of whether to uphold 
the liability determination in a general verdict. A 
jury’s determination of the damages a plaintiff suf-
fered, or as in this case the profits that Petitioners 
made from the sale of infringing goods, often is dis-
tinct analytically from the jury’s determination of 
liability. Where, as here, there is a special verdict, the 
subsequent dismissal of one theory of liability often 
creates no uncertainty regarding whether the remain-
ing theories warrant the damages awarded. As a 
result, the subsequent dismissal of one theory of 
liability in a special verdict presents the kind of 
potential for an error without consequence that this 
Court adopted the harmless error rule to address. See 
McDonough, 464 U.S. at 553. 

 The Courts of Appeals consistently have applied 
the harmless error rule to sustain damages awards 
where, as here, the sustained claims of a special 
verdict are sufficient to support the damages award-
ed. See, e.g., Ellis, 390 F.3d at 472 (“[A] decision 
invalidating the Clean Air Act theory for the punitive 

 
 4 The mandatory nature of the harmless error rule is 
discussed below in more detail in Section I(D). 
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damages would leave untouched the nuisance theory, 
which is sufficient to establish that any error was 
harmless and thus to uphold the punitive-damages 
award.”); Vera-Lozano, 50 F.3d at 71 (“Because the 
jury’s finding that IBC violated Puerto Rico law 
would alone support the award of compensatory 
damages, the submission of the claim based on the 
Civil Rights Act, if incorrect, was harmless er-
ror. . . .”); Hay, 893 F.2d at 799 (“[W]here there is a 
special verdict finding for the plaintiff on both proper-
ly and improperly submitted claims, reversal is not 
required if the properly submitted ground is sufficient 
to support the jury’s verdict.”); Snider, 923 F.2d at 
1409-10 (“Despite our holding that the district court 
erred in submitting the alleged breach of the settle-
ment agreement to the jury, we do not remand. . . . 
The jury considered the liability issues on contract 
and tort separately. . . . Accordingly, because we have 
upheld the verdict on the tort claim, we must affirm 
the damages amount found by the jury.”).  

 Petitioners do not cite a single case in which a 
Court of Appeals has refused to apply the harmless 
error rule to determine whether to uphold a damages 
award in a case like this one where the validity of the 
jury’s liability determination in a special verdict is 
certain. Indeed, two of the otherwise inapposite 
general verdict decisions that Petitioners cite as in 
conflict with the decision below actually encourage 
district courts to use special verdicts just like the one 
in this case to avoid the uncertainty that can result 
from general verdicts. For example in Albergo v. 
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Reading Co., the Third Circuit counseled, “[a] new 
trial in this case would be unnecessary if the court 
below had employed either of the procedures author-
ized by Rule 49 of the Federal Rules of Civil Proce-
dure, 28 U.S.C.A., which were designed to encourage 
and facilitate the use of a special verdict. . . .” 372 
F.2d 83, 86 (3d Cir. 1966). Similarly, the Eleventh 
Circuit in Richards v. Michelin Tire Corp., 21 F.3d 
1048, 1055 n.14 (11th Cir. 1994) recommended courts 
structure verdicts to mimic the verdict form used in 
one if its prior cases, Bryan v. John Bean Div. of FMC 
Corp., 566 F.2d 541 (5th Cir. 1978). The special ver-
dict in Bryan is identical in form to the special verdict 
in this case. Compare id. at 543 n.1 with Opp. App. 1-
6. These cases demonstrate that there is no conflict 
regarding the law that the Fourth Circuit actually 
applied in this case – applying the harmless error 
rule to uphold a damages award supported by sus-
tained claims in a special verdict – and Petitioners 
have presented no authority that suggests otherwise. 

 
C. There is No Conflict Regarding Wheth-

er Courts Should Apply the Harmless 
Error Rule When a Claim Supporting a 
General Verdict is Dismissed. 

 Although not relevant because of the special 
verdict in this case, there also is no conflict regarding 
whether the harmless error rule applies when a claim 
supporting a general verdict subsequently is dis-
missed. In arguing otherwise, Petitioners miscon-
strue this Court’s and the District of Columbia, 
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Second, Third, Sixth, and Eleventh Circuits’ pragmat-
ic application of the harmless error rule for rejection 
of the rule. When a court determines that it cannot 
discern from the record whether a general verdict is 
premised on a legitimate basis for liability, it is 
applying the harmless error rule and deciding the 
issue on the merits, not rejecting the rule. In deci-
sions that Petitioners largely ignore, the Courts of 
Appeals that Petitioners identify as purportedly in 
conflict with the Fourth Circuit have held expressly 
that the harmless error rule applies when a claim 
supporting a general verdict has been vacated. Im-
portantly, Petitioners fail to identify a case in which 
any court has vacated a general verdict despite 
having found that the error in submitting a claim to 
the jury was harmless.  

 As an initial matter, Petitioners’ assertion that 
the Fourth Circuit’s decision is contrary to the prece-
dents of this Court has no merit. Indeed, this Court in 
Hedgpeth v. Pulido, 555 U.S. 57 (2008) rejected a 
criminal defendant’s argument that “when a jury 
returns a general verdict after being instructed on 
both a valid and an invalid theory, the conviction 
must be automatically set aside, without asking 
whether the invalid instruction was harmless.” Id. at 
59. After discussing several harmless error decisions, 
this Court confirmed that the harmless error rule 
applies: “[a]lthough these cases did not arise in the 
context of a jury instructed on multiple theories of 
guilt, one of which is improper, nothing in them 
suggests that a different harmless-error analysis 
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should govern in that particular context.” Id. at 61; 
see also Skilling v. United States, 130 S. Ct. 2896, 
2934 n.46 (2010). 

 The decisions from this Court that Petitioners 
cite generally allow for harmless error while prag-
matically addressing the difficulty in most cases 
involving a general verdict of evaluating the impact of 
an erroneously submitted claim. In Wilmington Star 
Mining Co. v. Fulton, this Court examined the trial 
evidence to determine whether any error in submit-
ting a claim to the jury was prejudicial, thus applying 
rather than rejecting the harmless error rule, and 
concluded that “[u]nder this condition of things we 
find it impossible to say that prejudicial error did not 
result.” 205 U.S. 60, 78 (1907). Similarly, in Exxon 
Shipping Co. v. Baker, 554 U.S. 471, 482 n.3 (2008), 
and Greenbelt Cooperative Publishing Assoc. v. 
Bresler, 398 U.S. 6, 11 (1970), this Court expressly 
recognized the potential for a harmless error, stating 
that a general verdict must be reversed only “when it 
is impossible to know, in view of the general verdict 
returned whether the jury imposed liability on a 
permissible or an impermissible ground.” (Emphasis 
added). 

 Likewise, every Court of Appeals that Petitioners 
allege have refused to apply the harmless error rule 
to a general verdict when a claim has been vacated – 
the District of Columbia, Second, Third, Sixth, and 
Eleventh Circuits – actually has embraced the rule in 
that context. In contrast, Petitioners do not cite a 
single case in which a claim supporting a general 
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verdict subsequently was dismissed and a court 
actually held that it was inappropriate to apply the 
harmless error rule.5  

 The Second Circuit’s jurisprudence on this issue 
exemplifies how Petitioners have misconstrued 
certain Courts of Appeals’ application of the harmless 
error to instead be a repudiation of that rule. Peti-
tioners cite (at 11) the Second Circuit’s decision in 
Morrissey v. National Maritime Union, 544 F.2d 19, 
27 (2d Cir. 1976) as a rejection of the harmless error 
rule in the general verdict context. Yet, the Second 
Circuit in Morrissey expressly noted that “cases have 
disregarded the error [in submitting a claim to the 
jury in a general verdict] when the appellate court 
was fairly convinced that the jury proceeded only on 
the sound ground” and “assuming these cases to have 
been soundly decided” examined the record to con-
clude that it could not deem the district court’s error 
harmless. Id. In a subsequent decision, the Second 
  

 
 5 Petitioners are incorrect when they assert (at 12) that in 
Virtual Maintenance, Inc. v. Prime Computer, Inc. “the Sixth 
Circuit denied a petition for rehearing asking the court to adopt 
a harmless-error exception.” 11 F.3d 660, 667 (6th Cir. 1993). 
Virtual Maintenance did not mention the harmless error rule, 
and the rule the Sixth Circuit actually rejected – that a general 
verdict is valid “if the evidence is sufficient with respect to any 
one of the acts charged” – does not resemble the harmless error 
rule because it does not require a finding that the error in 
submitting a claim to the jury was harmless. See id. (refusing to 
extend Griffin v. United States, 502 U.S. 46, 56-57 (1991)). 
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Circuit has confirmed unequivocally that it applies 
the harmless error rule in such situations.  

Yet, the general verdict rule does not man-
date reversal in all circumstances. We have 
specifically recognized the possibility of ap-
plying harmless error analysis where appro-
priate to avoid the usual course of reversal 
and new trial. Harmless error arises when 
we are sufficiently confident that the verdict 
was not influenced by an error in the jury 
charge. 

Bruneau ex rel. Schofield v. S. Kortright Cent. Sch. 
Dist., 163 F.3d 749, 759-60 (2d Cir. 1998).  

 Petitioners’ assertion that the Third Circuit 
rejects the harmless error rule in the general verdict 
context similarly has no merit. As the Third Circuit 
unmistakably held in Hurley v. Atlantic City Police 
Department: 

We concede the general correctness of the 
dissent’s proposition that faulty instructions 
on which a general verdict could have been 
based require reversal. The foundational 
case of Maryland v. Baldwin addressed itself 
equally to faulty instructions and to errone-
ous admission of evidence, and announced 
that such errors require reversal. It has long 
been acknowledged, however, that Baldwin 
does not speak to the harmless error situa-
tion. Evidentiary errors are subject to harm-
less error analysis, and the same is true for 
errors in instruction.  
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174 F.3d 95, 121 (3d Cir. 1999) (citations omitted); see 
also Pivirotto v. Innovative Sys., Inc., 191 F.3d 344, 
357 (3d Cir. 1999) (applying harmless error rule to 
uphold a defense verdict despite submission of an 
invalid defense to the jury because “in light of the 
total record here, we are satisfied that no jury would 
have found” for the defendant “solely on the basis of 
the [erroneous] instruction.”). 

 The other Courts of Appeals that Petitioners 
contend are in conflict with the Fourth Circuit like-
wise have expressly acknowledged that the harmless 
error rule applies to a general verdict when a claim 
subsequently is rejected. See Watts v. Mack Trucks, 
Inc., 491 F.2d 601, 602 (6th Cir. 1974) (applying 
harmless error analysis to uphold general verdict on 
contract and negligence claims despite a challenge to 
the validity of the contract claim because the record 
established that “the jury based its decision on a 
finding of negligence”); Michigan Abrasive Co., Inc. v. 
Poole, 805 F.2d 1001, 1008 (11th Cir. 1986) (holding 
that error in submitting express and implied contract 
claims to the jury was harmless where plaintiff “only 
advanced the third-party beneficiary theory at trial” 
and “[g]iven the facts that the evidence supports the 
third-party beneficiary theory and that there is little 
if any possibility that the express and implied con-
tract instructions prejudiced appellant, we conclude 
that any error which may have occurred is harm-
less”); United States v. Safavian, 528 F.3d 957, 967 
(D.C. Cir. 2008) (holding that where “the jury ren-
dered a general verdict of guilty” on a count for 
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obstruction of justice based on two theories, and one 
of the theories was alleged to be infirm, “reversal is 
still required unless the court’s ruling constituted 
harmless error”). 

 Accordingly, although not relevant here because 
this case involved a special verdict, there is no con-
flict among the Courts of Appeals regarding applica-
tion of the harmless error rule to general verdicts 
that warrants this Court’s review. 

 
D. The Fourth Circuit Applied the Harm-

less Error Rule Correctly to Uphold 
the Damages the Jury Awarded in the 
Special Verdict. 

 As an initial matter, this Court and Congress 
required the Fourth Circuit to apply the harmless 
error rule in this case. As noted in McDonough Power 
Equipment, Inc. v. Greenwood, 464 U.S. 548, 553 
(1984), this Court adopted Federal Rule of Civil 
Procedure 61, which by its plain terms applies not 
only to evidentiary errors, but also to “any other error 
by the court or a party.” See Fed. R. Civ. P. 61. Al-
though Rule 61 technically applies only to district 
courts, this Court confirmed in McDonough that “it is 
well-settled that the appellate courts should act in 
accordance with the salutary policy embodied in Rule 
61.” 464 U.S. at 554. Congress likewise required the 
Fourth Circuit to apply the harmless error rule in 28 
U.S.C. § 2111, which provides: “On the hearing of any 
appeal or writ of certiorari in any case, the court shall 
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give judgment after an examination of the record 
without regard to errors or defects which do not affect 
the substantial rights of the parties.”  

 As required, the Fourth Circuit applied the 
harmless error rule, and it applied the rule correctly. 
There is no uncertainty regarding whether the jury’s 
damages award is fully sustained by the jury’s copy-
right infringement verdict. Any error by the district 
court in also submitting trademark infringement and 
other claims to the jury therefore was harmless.  

 At trial, the only measure of damages that Re-
spondents sought was disgorgement of the Petition-
ers’ profits from sales of the infringing tires. Pet. App. 
107. As the district court noted, “because plaintiffs 
did not seek actual damages in this case, the jury was 
instructed only as to disgorgement.” Id. at 105. Re-
spondents presented “credible evidence at trial [that] 
was sufficient to allow the jury to conclude that all of 
defendants’ tires infringed on plaintiffs’ copyrights.” 
Id. at 107. In proving the amount of damages, Re-
spondents “presented expert testimony concerning 
defendants’ profits on the infringing tires,” and Peti-
tioners “failed to rebut this testimony with specific 
evidence” showing that portions of their profits “were 
not attributable to their infringing conduct.” Id. 

 Once Respondents proved that all of the Petition-
ers’ mining tires infringed Respondents’ copyrights, 
Respondents became entitled to recover all of Peti-
tioners’ profits from sales of the infringing tires, 
regardless of whether Respondents also could prove 
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trademark infringement. The federal Copyright Act 
provides that “[t]he copyright owner is entitled to 
recover . . . any profits of the infringer that are at-
tributable to the infringement and are not taken into 
account in computing the actual damages.” 17 U.S.C. 
§ 504(b) (emphasis added). The Lanham Act contains 
substantively the same damages provision, and thus 
entitles Respondents to no damages beyond those 
granted by the Copyright Act, stating: “the plaintiff 
shall be entitled, subject to [certain] provisions . . . 
and . . . principles of equity, to recover (1) defendant’s 
profits. . . .” 15 U.S.C. § 1117(a) (emphasis added). 

 Moreover, if Petitioners thought that some of 
their sales were due only to the infringement of 
Respondents’ trademarks but not to the infringement 
of Respondents’ copyrights, they had the burden of 
presenting such evidence at trial. The Copyright Act 
provides that “[i]n establishing the infringer’s profits, 
the copyright owner is required to present proof only 
of the infringer’s gross revenue, and the infringer is 
required to prove his or her deductible expenses and 
the elements of profit attributable to factors other 
than the copyrighted work.” 17 U.S.C. § 504(b). As the 
district court noted, Petitioners failed to present any 
such evidence. Pet. App. 107.  

 In short, the Fourth Circuit’s decision to uphold 
the special verdict in this case is free of error as well 
as consistent with the decisions of this Court and the 
other Courts of Appeals. Accordingly, this Court 
should deny the petition. 
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II. The Fourth Circuit’s Application of the 
Long-Settled Predicate Act Doctrine to 
Uphold the Verdict for Respondents Un-
der the Copyright Act Does Not Warrant 
Review. 

 For 73 years, courts – including the Fourth 
Circuit below – unanimously have recognized that the 
Copyright Act applies to infringements completed 
abroad that flow from and exploit a predicate viola-
tion within the United States. Judge Learned Hand 
first recognized the predicate act doctrine in Sheldon 
v. Metro-Goldwyn Pictures Corp. to disgorge profits 
made from the distribution of a film abroad from a 
negative that had been copied illegally in the United 
States, holding:  

The Culver Company made the negatives in 
this country, or had them made here, and 
shipped them abroad, where the positives 
were produced and exhibited. . . . The plain-
tiffs acquired an equitable interest in them 
as soon as they were made, which attached 
to any profits from their exploitation. 

106 F.2d 45, 52 (2d Cir. 1939).  

 Since Sheldon, numerous courts have applied the 
predicate act doctrine to hold that the Copyright Act 
imposes liability for violations completed abroad 
“when the type of infringement [in the United States] 
permits further reproduction abroad – such as the 
unauthorized manufacture of a copyrighted material 
in the United States.” Update Art, Inc. v. Modin 
Publ’g Ltd., 843 F.2d 67, 73 (2d Cir. 1988); see also, 
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e.g., Los Angeles News Serv. v. Reuters Television Int’l, 
Ltd., 149 F.3d 987, 992 (9th Cir. 1998); Litecubes, LLC 
v. N. Light Prods., 523 F.3d 1353, 1371 (Fed. Cir. 
2008); Subafilms, Ltd. v. MGM-Pathe Comm. Co., 24 
F.3d 1088, 1096 (9th Cir. 1994); Liberty Toy Co., Inc. v. 
Fred Silber Co., No. 97-3177, 1998 WL 385469, at *3 
(6th Cir. June 29, 1998). No court has rejected the 
predicate act doctrine, and Petitioners do not suggest 
otherwise.  

 As discussed below, the Fourth Circuit’s applica-
tion of the Copyright Act’s predicate act doctrine does 
not warrant this Court’s review. Petitioners have 
failed to preserve the issue they ask this Court to 
review. In fact, the Fourth Circuit applied the same 
construction of the predicate act doctrine that Peti-
tioners requested in their proposed jury instructions. 
Even if the Petitioners had preserved the issue, the 
decision below neither creates a conflict with a deci-
sion of this Court or another Court of Appeals, nor 
presents an issue of public importance that could 
justify this Court’s review. 

 
A. The Invited Error Doctrine Precludes 

Petitioners from Challenging the Le-
gitimacy of the Predicate Act Doctrine 
in this Case. 

 As an initial matter, Petitioners have failed to 
preserve for review their challenge to the legitimacy 
of the predicate act doctrine because at trial they 
affirmatively requested a jury instruction regarding 
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the doctrine, and the district court delivered in sub-
stance the instruction that Petitioners requested. As 
this Court held in dismissing a writ of certiorari as 
improvidently granted in City of Springfield, Mass. v. 
Kibbe: “We ordinarily will not decide questions not 
raised or litigated in the lower courts. That rule has 
special force where the party seeking to argue the 
issue has failed to object to a jury instruction. . . .” 
480 U.S. 257, 259 (1987). 

 During the argument before the district court 
regarding jury instructions, Petitioners did not chal-
lenge the legitimacy of the predicate act doctrine. To 
the contrary, Petitioners in Defendants’ Jury Instruc-
tion No. 27 asked the district court to instruct the 
jury as follows:  

If you find that Defendants did infringe one 
or more of Plaintiffs’ copyrights in the United 
States, then you may also consider whether 
Plaintiffs proved any acts of infringement of 
those copyrights outside the United States 
that were a consequence of the infringement 
in the United States.6 

The Court gave the Petitioners’ requested instruction 
almost verbatim:  

[C]opyright laws generally do not apply to in-
fringement that occurs outside of the United 

 
 6 Excerpts from Defendants’ Revised Proposed Jury Instruc-
tions, Instruction No. 27, In re: Outsidewall Tire Litig., 1:09-cv-
1217 (E.D. Va., July 12, 2010), Opp. App. 12. 
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States. However, if you find that plaintiffs 
proved that the infringing acts outside of the 
United States were a consequence or result 
of predicate infringing acts that occurred in-
side the United State[s], then you may con-
sider those infringing acts that occurred out-
outside the United States. 

Pet. App. 11. Likewise, Petitioners successfully asked 
the Court, in Defendants’ Jury Instruction No. 28, to 
instruct the Jury that it “must consider each infring-
ing sale of a mining tire . . . to be a separate act.”7 
The Court ultimately instructed the jury that “each 
tire sold by defendants is potentially a separate act 
of infringement on plaintiffs’ copyrighted work.” 
C.A.J.A. 1108. These legally correct jury instructions, 
which Petitioners requested, required the jury to 
apply the predicate act doctrine and to find that 
foreign acts of infringement violate the Copyright Act 
if they exploit a predicate infringement in the United 
States. 

 Additionally, Petitioners’ failure to address 
Morrison v. National Australia Bank Ltd., 130 S. Ct. 
2869 (2010) in substance below belies their assertion 
(at 28) that “this Court’s strengthening of the pre-
sumption against any extraterritorial reach of federal 
statutes” in Morrison creates an issue worthy of 
certiorari in this case. In their principal brief to the 
Fourth Circuit, Petitioners argued that Morrison was 

 
 7 Id., Opp. App. 13. 
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relevant to Respondents’ Copyright Act claim only in 
a single two-sentence footnote.8 Petitioners’ current 
attempt to elevate an argument that occupied such 
insignificant discussion in the briefing below to 
justify certiorari is inconsistent with this Court’s 
practice of reviewing only those issues that are devel-
oped in the lower courts. As this Court held when 
refusing to review an issue under similar circum-
stances in Lytle v. Household Mfg., Inc., “[a]pplying 
our analysis in [a prior decision] to the facts of a 
particular case without the benefit of a full record or 
lower court determinations is not a sensible exercise 
of this Court’s discretion.” 494 U.S. 545, 551 n.3 
(1990). 

 
B. This Court’s Decision Regarding the 

Exchange Act in Morrison Does Not 
Warrant Review of the Fourth Cir-
cuit’s Application of the Copyright 
Act’s Predicate Act Doctrine. 

 Petitioners ask this Court to grant certiorari to 
review the legitimacy of the predicate act doctrine 
even though no court during the doctrine’s 73-year 
history has rejected the doctrine. Contrary to Peti-
tioners argument, this Court’s decision in Morrison, 
130 S. Ct. at 2869, does not warrant such review. 
Morrison addressed the Exchange Act, not the 

 
 8 See Principal Brief of Defendants-Appellants at 14 n.1, 
Tire Eng’g & Dist., LLC v. Shandong Linglong Rubber Co., Ltd., 
Nos. 10-2271, 10-2273, 10-2321 (4th Cir. Mar. 28, 2011). 
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Copyright Act. Id. In Morrison, this Court held that 
fraud involving “only transactions in securities listed 
on domestic exchanges, and domestic transactions in 
other securities” can violate Section 10(b), explaining 
that “Section 10(b) does not punish deceptive conduct, 
but only deceptive conduct ‘in connection with the 
purchase or sale of any security registered on a 
national securities exchange or any security not so 
registered.’ ” Morrison, 130 S. Ct. at 2884. In so 
holding, this Court rejected the argument that “some 
domestic conduct” not rising to the level of a violation 
could be sufficient for § 10(b) of the Exchange Act to 
apply. Id.  

 The predicate act doctrine is consistent with 
Morrison because the doctrine requires a completed 
violation in the United States, and not even substan-
tial conduct that falls short of a violation can justify 
application of the Copyright Act. For example in 
Robert Stigwood Group Ltd. v. O’Reilly, the Second 
Circuit held that Canadian performances of a play 
did not violate the Copyright Act even though the 
actors rehearsed in the U.S. See 530 F.2d 1096 (2d 
Cir. 1976). The Second Circuit explained that the 
predicate act doctrine requires a violation in the U.S., 
and that rehearsals were not a violation and were not 
“predicate” in that they did not “permit[ ]  further 
reproduction abroad.” Id. at 1101. Thus, the predicate 
act doctrine ensures respect for the presumption 
against extraterritoriality in precisely the manner 
that this Court required in Morrison by requiring an 
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actual domestic violation, and not merely “some 
conduct,” to justify application of the Copyright Act. 

 The predicate act doctrine also does not create 
the kinds of uncertainty that this Court addressed in 
Morrison. There, this Court noted that the then-
applied tests for how much domestic conduct was 
required for a 10(b) violation “were not easy to admin-
ister” and that “ ‘[a]lthough the circuits seem to agree 
that there are some transnational situations to which 
the antifraud provisions of the securities laws are 
applicable, agreement appears to end at that point.’ ” 
Morrison, 130 S. Ct. at 2879-80. In contrast, the 
predicate act doctrine imposes an unambiguous 
bright line for Copyright Act liability – a completed 
violation in the United States that enables foreign 
exploitation – that has been applied without conflict 
or disagreement for 73 years. Accordingly, there is no 
conflict between the decision below and Morrison that 
warrants this Court’s review. 

 
C. The Fourth Circuit’s Application of the 

Predicate Act Doctrine Does Not Con-
flict with a Decision of Another Court 
of Appeals. 

 Petitioners’ assertion that the Fourth Circuit’s 
application of the predicate act doctrine in this case 
conflicts with decisions of the Second and Ninth 
Circuits is without merit and cannot justify certiorari. 
As this Court held in dismissing a writ of certiorari as 
improvidently granted in Rice v. Sioux City Memorial 
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Park Cemetery, “it is very important that we be 
consistent in not granting the writ of certiorari except 
in cases involving principles the settlement of which 
is of importance to the public, as distinguished from 
that of the parties, and in cases where there is a real 
and embarrassing conflict of opinion and authority 
between the Circuit Courts of Appeals.” 349 U.S. 70, 
79 (1955).  

 Here, the conflict that Petitioners assert is illuso-
ry. No court has refused to apply the predicate act 
doctrine to foreign exploitation of a domestic violation 
of the Copyright Act merely because the exploitation 
occurred more than three years after the domestic 
violation. Petitioners do not even purport to cite a 
case in which the Second or Ninth Circuits, or any 
other court, has issued such a holding.  

 Instead, Petitioners seek to manufacture the 
appearance of a conflict by asserting that “prior to 
this case, every court that has authorized recovery for 
acts abroad has rested such recovery on a claim 
arising from an actionable, domestic act of infringe-
ment within the limitations period.” Pet. 24-25 n.7. 
Even if this statement were true – the Fourth Circuit 
examined the cases Petitioners cite and found that 
none discuss a statute of limitations or its effect on 
the predicate act doctrine (Pet. App. 32) – the state-
ment could not establish a conflict. Assuming for 
argument that the Fourth Circuit was the first court 
to hold that foreign acts that exploit domestic viola-
tions are independent infringing acts, each governed 
by its own three-year statute of limitations, there is 
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no conflict because no other court has addressed those 
facts and held otherwise. Moreover, Petitioners’ 
allegation that the Fourth Circuit is the first court in 
the 73-year history of the predicate act doctrine to 
confront this issue only confirms that this case does 
not warrant review because it does not “involv[e] 
principles the settlement of which is of importance to 
the public.” See Rice, 349 U.S. at 79.  

 Petitioners also parse the language of two Ninth 
Circuit decisions (although notably no Second Circuit 
decision) to argue that the Ninth and Fourth Circuits 
view the predicate act doctrine differently. In the 
absence of an actual conflict in how courts apply the 
doctrine, such differing views could not justify certio-
rari because “[t]his Court ‘reviews judgments, not 
statements in opinions.’ ” California v. Rooney, 483 
U.S. 307, 311 (1987). Here, however, the alleged 
difference between the Fourth and Ninth Circuits’ 
views of the predicate act doctrine is a figment of 
Petitioners’ creation.  

 The Ninth Circuit, like every other court that has 
applied the predicate act doctrine, has held that the 
doctrine requires a domestic Copyright Act violation. 
Yet, Petitioners seek to contort the Ninth Circuit’s 
statements of this unremarkable premise in two cases 
into statements that foreign exploitation must occur 
within the limitations period of the domestic violation 
to support a claim. As the Fourth Circuit correctly 
recognized, Petitioners’ argument is not supported by 
the cases they cite:  
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We are not persuaded by [Petitioners’] crea-
tive interpretation of applicable case law. It 
may be true that, in each of the cases in 
which a court has invoked the predicate-act 
doctrine, the plaintiff would have been eligi-
ble to receive a damages award based solely 
on a domestic infringement. But courts as-
cribed no relevance to this observation, never 
discussing the statute of limitations and its 
effect on the predicate act doctrine. 

See Pet. App. 32.  

 First, Petitioners point to the Ninth Circuit’s 
statement in Los Angeles News, that “a party becomes 
liable for extraterritorial damages only when an act 
of infringement occurs within the United States, 
subjecting it to liability as an infringer.” See Pet. at 
23-24 (citing 149 F.3d at 992) (emphasis added by 
Petitioners). Yet, the Ninth Circuit’s intent in making 
the referenced statement in Los Angeles News is 
clarified unmistakably by its citation to the Second 
Circuit’s decision in Robert Stigwood Group Ltd., 530 
F.2d at 1100-01, in support. Together with the cita-
tion, which Petitioners omit, the Ninth Circuit’s 
intent merely to convey the requirement for a domes-
tic predicate violation is clear: 

Under the Second Circuit’s rule, by contrast, 
a party becomes liable for extraterritorial 
damages only when an act of infringement 
occurs within the United States, subjecting it 
to liability as an infringer (or contributory 
infringer) under the Copyright Act. Cf. Rob-
ert Stigwood Group Ltd. v. O’Reilly, 530 F.2d 
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1096, 1100-01 (2d Cir. 1976) (copyright hold-
ers cannot recover for unauthorized perfor-
mances of copyrighted work in Canada 
merely because performers may have assem-
bled and arranged all necessary elements in 
the United States). 

Los Angeles News, 149 F.3d 992 (further citations 
omitted).  

 Second, Petitioners similarly misplace reliance 
upon the Ninth Circuit’s statement in Subafilms that 
the “domestic act must be one that would have been 
actionable even if the subsequent foreign distribution 
that stemmed from that use never took place.” See 
Pet. at 24 (citing 24 F.3d at 1094). As an initial mat-
ter, any comments by the Ninth Circuit in Subafilms 
regarding the operation of the predicate act doctrine 
are dicta, and thus not evidence of a conflict, because 
the Ninth Circuit held that the predicate act doctrine 
did not apply in that case. See Subafilms, 24 F.3d 
at 1095. Moreover as in Los Angeles News, the 
Subafilms panel cited a case in support for the refer-
enced statement, Famous Music Corp. v. Seeco Rec-
ords, Inc., 201 F. Supp. 560, 568-69 (S.D.N.Y. 1961), 
that addressed only the requirement of a predicate 
domestic violation and not any statute of limitations 
related issues. See Subafilms, 24 F.3d at 1094. The 
Ninth Circuit in Subafilms likewise never mentioned 
the Copyright Act’s statute of limitations, much less 
discussed its purported effect on the predicate act 
doctrine. Id. 
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 Finally, Petitioners ignore that the cases they cite 
held that overseas exploitation of domestic infringe-
ment constitutes independent, actionable violations of 
the Copyright Act and not merely damages for the 
predicate act. In Update Art, the Second Circuit held 
that an Israeli newspaper’s publication in Israel of a 
picture taken in the United States of a copyrighted 
poster constituted “illegal infringement in the Israeli 
newspapers.” 843 F.2d at 73. Likewise, the Ninth 
Circuit in Los Angeles News held that international 
distribution of a news video illegally copied in the 
United States constituted “overseas infringing uses.” 
149 F.3d at 992 (emphasis added).  

 Because the Second and Ninth Circuits, like the 
Fourth Circuit and Petitioners’ own proposed jury 
instructions, have stated that foreign exploitation of a 
domestic violation constitutes infringement, estab-
lished precedents require the Second and Ninth 
Circuits to apply a separate limitations period to each 
act of exploitation. Like the Fourth Circuit, the 
Second and Ninth Circuits recognize that each in-
fringement is a distinct harm giving rise to an inde-
pendent claim for relief subject to its own three-year 
limitations period. Compare Hotaling v. Church of 
Jesus Christ of Latter-Day Saints, 118 F.3d 199, 204 
(4th Cir. 1997) (“Each act of infringement is a distinct 
harm giving rise to an independent claim for re-
lief. . . . [and] a copyright holder may recover for 
infringements that occurred within three years before 
suit was filed, even if earlier claims were not pur-
sued.”); and Lyons P’ship, L.P. v. Morris Costumes, 
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Inc., 243 F.3d 789, 797 (4th Cir. 2001) (same); with 
Kwan v. Schlein, 634 F.3d 224, 228 (2d Cir. 2011) 
(“[A]n infringement action may be commenced within 
three years of any infringing act, regardless of any 
prior acts of infringement; we have applied the three-
year limitations period to bar only recovery for in-
fringing acts occurring outside the three-year peri-
od.”); and Roley v. New World Pictures, Ltd., 19 F.3d 
479, 481 (1994) (“In a case of continuing copyright 
infringements, an action may be brought for all acts 
that accrued within the three years preceding the 
filing of the suit.”) As a result, if someday the Second 
and Ninth Circuits actually confront the issue that 
the Fourth Circuit decided below, those Courts will be 
bound by their precedents to agree with the Fourth 
Circuit. 

 In short, the petition should be denied because 
the Fourth Circuit’s application of the predicate act 
doctrine does not conflict with a decision of this Court 
or another Court of Appeals, and this case raises no 
issue of public importance that warrants this Court’s 
review.  

---------------------------------  --------------------------------- 
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CONCLUSION 

 For the foregoing reasons, the Court should deny 
the petition for a writ of certiorari. 
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