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Despite respondents’ attempt to confuse and 
recast the issues, the central question presented here 
is whether courts can convert an alleged oral 
agreement to convey an exclusive license into a grant 
of a nonexclusive license, thus circumventing Section 
204(a)’s writing requirement.  They cannot.  Under 
Section 204(a), an oral agreement to convey exclusive 
rights—or, as alleged here, an oral agreement to 
renew a written exclusive license—is an oxymoron 
and a nullity.  That should have been the end of 
respondents’ effort to escape liability.  Indeed, as the 
Petition explained, that would be the result in the 
majority of circuits which recognize implied 
nonexclusive licenses only in the narrow 
circumstances first articulated by the Ninth Circuit 
in Effects Associates, Inc. v. Cohen, 908 F.2d 555, 557 
(9th Cir. 1990).  Not so in the Fifth Circuit.  The Fifth 
Circuit awards an implied nonexclusive license as a 
kind of consolation prize for parties that actually 
intended what Section 204(a) forbids, i.e., an oral 
exclusive license.  The Fifth Circuit did so not 
because it concluded that the parties actually 
intended a nonexclusive arrangement (they did not; 
and what they allegedly intended—the oral renewal 
of an exclusive license—is verboten), but only to 
evade Section 204(a)’s writing requirement. 

Nothing in respondents’ brief remotely justifies 
this circumvention of congressional intent or 
undermines the need for this Court’s review.  As an 
initial matter, the factual claims in respondents’ brief 
are remarkably and tellingly devoid of any citation to 
the record.  The distortions are too numerous to 
recount, but as examples: Respondents misleadingly 
suggest that Baisden received royalties arising out of 
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the disputed DVD sales, but the $44,145 check they 
describe related solely to performance seat sales and 
was issued well over a year before distribution of the 
DVDs at issue.  App.5.  Respondents likewise mis-
leadingly describe evidence of Baisden’s cooperation 
with earlier DVD sales under the original but expired 
exclusive written agreement to give the mis-
impression that Baisden acquiesced to the February 
2007 DVD sales well after the exclusive written 
agreement had expired.  Opp.13; App.3-5.     

In all events, respondents’ distortions are devoid 
not only of citation, but of relevance to the question 
presented.  As explained with citation in the Petition, 
the question presented arises out of a particular 
dispute over whether respondents infringed 
Baisden’s copyrights when in February 2007—almost 
three years after the parties’ written agreement 
expired and more than a year after the second tour 
ended—respondents began to distribute en masse 
DVD recordings of the stageplay.  Pet.3-4.  It is 
undisputed that the DVDs used Baisden’s 
copyrighted material, that Baisden received no 
compensation for the DVD sales, and that 
respondents’ defense is their own disputed testimony 
that Baisden orally agreed to renew a written 
exclusive license, which by its terms had expired.  
App.10-18. 

Respondents do not contest that the Copyright 
Act requires transfers of exclusive rights to occur in 
writing, nor that no such writing covers the 2007 
distribution of DVDs.  Instead, they wholeheartedly 
endorse the Fifth Circuit’s holding that although the 
alleged (and vigorously disputed) oral agreement to 
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renew the written exclusive license could not have 
validly conveyed exclusive rights, there is “nothing to 
suggest” that respondents would not have accepted 
nonexclusive merchandising rights over no rights at 
all, and therefore the “totality of the parties’ conduct” 
is sufficient to grant IRP an implied nonexclusive 
license to distribute the DVDs without compensating 
Baisden.  Opp.9-15; App.10-18. 

Respondents attempt to avoid this Court’s review 
by portraying the holding as unremarkable,1 but do 
so only by profoundly mischaracterizing the case law 
and overlooking the decision’s utter incompatibility 
with Section 204(a)’s writing requirement.  The 
majority of courts view Effects Associates and its 
three-prong test as the sole basis for establishing an 
implied nonexclusive license.  That a few of those 
courts may look to “the totality of the circumstances” 
in deciding whether the third prong is satisfied is a 
far cry from the Fifth Circuit’s freewheeling, 
congressional-intent-nullifying approach where the 
totality of the circumstances is the only inquiry. 

                                            
1 Notwithstanding their current efforts to minimize the 
decision, respondents’ counsel previously trumpeted its 
importance, explaining that it “helps define a very significant 
issue within copyright law,” in particular whether, “if there is 
not an exclusive license, there may still be an implied non-
exclusive license that can be created based on all the facts and 
circumstances.”  See “Fifth Circuit Upholds Haynes and Boone 
Win for I’m Ready Productions Copyright Lawsuit: Court 
Clarifies Copyright Jurisprudence in Opinion” (Sept. 5, 2012), 
available at http://www.prweb.com/releases/2012/9/prweb98682 
91.htm (last viewed Feb. 9, 2013). 
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Finally, respondents’ effort to create vehicle 
problems where none exists actually underscores 
that the jury here was expressly instructed, over 
petitioner’s objection, that an oral agreement to 
renew a written exclusive license could convey a 
nonexclusive license.  The resulting license is 
“nonexclusive” not because that is what the parties 
intended, but because what respondents argued the 
parties actually intended—an oral exclusive license—
is flatly inconsistent with Section 204(a).  The Fifth 
Circuit’s blessing of this blatant circumvention of 
Congress’ intent merits this Court’s review.    
I. The Fifth Circuit’s Totality Of The 

Circumstances Test Is Wrong And Directly 
Conflicts With The Decisions Of At Least 
Four Other Courts Of Appeals 
As the Petition explains, the purpose of Section 

204(a)’s writing requirement is to enhance 
predictability in copyright ownership by protecting 
copyright holders from mistaken or fraudulent claims 
that they orally transferred their rights.  Pet.12-19.  
Until the decision below, no court recognized an 
implied nonexclusive license as a means to 
circumvent Section 204(a)’s writing requirement.  
But that is what happened here.  Respondents, by 
their own admission, insisted there was an oral 
agreement to extend an exclusive written agreement.  
Under Section 204(a), that agreement is a nullity.  
Yet the Fifth Circuit found that agreement “more 
than sufficient” to award an implied nonexclusive 
license.  App.12.  No other Circuit would count-
enance that result. 
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To the contrary, in other Circuits, such implied 
nonexclusive licenses are limited to the narrow 
circumstance where the copyright owner created the 
work at the licensee’s request and then handed the 
work over to the licensee with the intention that the 
licensee copy and distribute it.  This exception is both 
strictly limited to work-for-hire licenses and comports 
with the parties’ likely intent as it is probable that 
the copyright owner and the licensee who is the 
raison d’etre for the work both expected to retain 
nonexclusive rights.  

The Fifth Circuit radically departed from this 
precedent, holding that although respondents could 
not satisfy the narrow work-for-hire exception 
applied by “other circuits,” App.13, they could convert 
an alleged oral agreement to renew a written 
exclusive license into a nonexclusive license based on 
the “totality of the parties’ conduct.”  That holding 
cannot be understood as an effort to discern the 
parties’ actual intent—DVDs would typically be 
licensed exclusively or not at all, and by respondents’ 
own account the parties sought to renew an exclusive 
license.  There was no evidence that the parties 
actually intended a nonexclusive agreement.  The 
Fifth Circuit’s opinion can only be understood as a 
direct assault on Congress’ judgment that transfers 
of exclusive rights must be in writing and an oral 
attempt to renew an exclusive written license is a 
nullity. 

Respondents can only characterize the Fifth 
Circuit’s test as “long-established,” Opp.9-11, 17-21, 
by profoundly mischaracterizing the case law.  First, 
respondents’ claim that the First and Fourth Circuits 



6 

 

also apply the Fifth Circuit’s “totality of the parties’ 
conduct” test, see Opp.10-11, is wholly belied by the 
very cases they cite, which plainly reject the 
possibility of a nonexclusive license outside the 
circumstances identified in Effects Associates.  At 
most, those cases consider the totality of the 
circumstances in deciding whether the third prong of 
the Effect Associates test is satisfied, but that is a far 
cry from a freewheeling “totality of the 
circumstances” inquiry without regard to whether 
the first two prongs have been satisfied, which is 
what the Fifth Circuit alone has now sanctioned.  

Nelson-Salabes, Inc. v. Morningside Develop-
ment, LLC, 284 F.3d 505 (4th Cir. 2002) involved an 
infringement claim brought by an architectural firm 
against a building developer that used drawings the 
firm had produced for a different developer.  In 
analyzing the claim, the Fourth Circuit explained 
that it would “apply[] the Effects Associates test” used 
by “several of our sister circuits.”  Id. at 514-15.  
After finding the “first two prongs … satisfied,” id. at 
515, the Fourth Circuit considered the third prong—
i.e., whether the licensor intended the licensee to 
copy and distribute the work.  Only in applying this 
third prong did the Fourth Circuit look to “the 
totality of the circumstances surrounding [the 
plaintiff’s] conduct.”  Id. at 515-16.  And, after 
determining that the third prong was not satisfied, 
the Fourth Circuit did not open up a broader “totality 
of the circumstances” inquiry untethered to the 
three-prong test.  To the contrary, the Fourth Circuit 
plainly viewed the Effects Associates test as the 
exclusive mechanism for establishing an implied 
license, in direct conflict with the decision below.        
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Likewise, in John G. Danielson, Inc. v. 
Winchester-Conant Properties, Inc., 322 F.3d 26 (1st 
Cir. 2003), the “non-exhaustive factors” identified by 
the First Circuit were not independent from the 
Effect Associates test, but factors to consider in 
evaluating the third-prong of that test.  Like the 
Fourth, and contrary to the Fifth, the First Circuit 
analyzed the defendant’s implied license claim solely 
under the “three-part test originally derived from 
Effects Associates,” and, finding the claim lacking 
under that test, rejected the defense.  Id. at 41-42.  
The First Circuit’s subsequent decision in Estate of 
Hevia v. Portrio Corp., 602 F.3d 34 (1st Cir. 2010) 
does nothing to undermine that holding because 
there too, unlike here, the first two prongs of the 
Effects Associates test were easily satisfied, leaving 
the “intent” prong as the sole focus.  Id. at 41. 

There is obviously a world of difference between 
an inquiry into intent once the first two prongs of the 
Effects Associates test (which limit any exception to 
the work-for-hire context) are satisfied, and the Fifth 
Circuit’s unbounded “totality of the circumstances” 
inquiry.  Thus, the First and Fourth Circuits stand in 
stark conflict with the Fifth Circuit.  Moreover, 
respondents barely dispute that the Second and Sixth 
Circuits also conflict with the Fifth—the Sixth 
Circuit has specifically declined to find a 
nonexclusive license where the Effects Associates 
requirements are not satisfied, see Johnson v. Jones, 
149 F.3d 494, 500-02 (6th Cir. 1998), and the Second 
Circuit has explicitly stated that an implied 
nonexclusive license may be found “only in [the] 
‘narrow’ circumstances” identified in Effects 
Associates, SmithKline Beecham Consumer Health-
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care L.P. v. Watson Pharms., Inc., 211 F.3d 21, 25 (2d 
Cir. 2000); see also Weinstein Co. v. Smokewood 
Entm’t Grp., LLC, 664 F. Supp. 2d 332, 345 n.9 
(S.D.N.Y. 2009) (“a nonexclusive license [does not] 
function as a sort of consolation prize for [a party’s] 
failure to successfully secure an exclusive license”).  
And, as noted in the Petition, district courts in the 
Seventh and Ninth Circuits have also understood the 
Effects Associates test to be the exclusive mechanism 
for establishing an implied nonexclusive license 
under their circuit precedent.  Pet.21-22. 

Indeed, despite respondents’ claim that the Fifth 
Circuit’s test is “well-established,” they fail to 
identify a single other decision finding an implied 
nonexclusive license where the Effects Associates test 
is unsatisfied.  Respondents attempt to portray the 
Ninth Circuit as agreeing with the Fifth, Opp.20-21, 
but neither of the cited cases supports their 
argument.  Evergreen Safety Council v. RSA 
Network, Inc., 697 F.3d 1221 (9th Cir. 2012) 
considered whether the district court erred in 
applying laches to reject the copyright owner’s claim 
for enhanced damages for willful infringement.  
Neither laches nor willfulness is remotely related to 
the question presented here.  And in Foad Consulting 
Group, Inc. v. Musil Govan Azzalino, 270 F.3d 821 
(9th Cir. 2001), the Ninth Circuit applied the Effects 
Associates test to find an implied nonexclusive 
license.  The case involved a work-for-hire dispute 
where the first two prongs were satisfied and the 
third turned on a choice-of-law question.  It does not 
in any way detract from the split with the Fifth 
Circuit which recognizes an implied nonexclusive 
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license where the first two prongs are indisputably 
unsatisfied.   
II. This Court’s Review Is Necessary To 

Vindicate Section 204(a)’s Writing Require-
ment  
What makes this split and the Fifth Circuit’s 

unique “totality of the circumstances” test truly 
intolerable is that the “circumstance” that caused the 
Fifth Circuit to find an implied nonexclusive license 
here is respondents’ uncorroborated testimony that 
the parties “orally agreed to continue their 
relationship under the terms of” a written exclusive 
license.  App.12.  Sanctioning that result is a direct 
assault on Section 204(a)’s writing requirement. 
There was no testimony that the parties actually 
intended to convey a “nonexclusive” license.  None.  
And what was alleged—an oral agreement to renew a 
written exclusive license—is a nullity.  Treating it 
instead as the basis for awarding the infringer an 
implied nonexclusive license as a consolation prize is 
a result so antithetical to Congress’ intent it requires 
this Court’s intervention. 

The purpose of the writing requirement is to 
“protect authors from those claiming, contrary to the 
author’s view of the facts, that he or she transferred 
rights in the work.”  William F. Patry, 2 PATRY ON 
COPYRIGHT § 5:106 (2011).  But under the Fifth 
Circuit’s holding, every failed negotiation over a 
written exclusive agreement will be a potential basis 
for finding an implied nonexclusive license that 
excuses infringement.  Unlike the narrow band of 
works implicated by the Effects Associates test, the 
decision below puts the entire universe of 
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copyrighted works at risk.  The only limit suggested 
by the Fifth Circuit—whether there is anything 
suggesting that the alleged infringer would not 
accept a nonexclusive license—is, in reality, no limit 
at all.  The alleged infringer will always prefer an 
implied nonexclusive license to liability. 
III. The Vehicle Problems Asserted By 

Respondents Are Meritless 
Respondents make two attempts to manufacture 

vehicle problems.  The first (forfeiture) is meritless, 
while the second, which emphasizes the critical 
instruction that asked the jury whether there was an 
oral contract to renew the exclusive written 
agreement, affirmatively backfires, because it 
underscores the threat to Section 204(a)’s writing 
requirement. 

The issue presented here was both pressed and 
passed on below.  Petitioner’s opening appellate brief 
plainly argues that the district court erroneously: 
(1) allowed respondents to argue that Baisden orally 
conveyed an exclusive license to IRP, Appellant’s Br. 
(docketed Sept. 27, 2011) 37-38; and (2) refused 
petitioner’s requested jury instruction that “[a]n 
implied license was created only if IRP [satisfies the 
three-prong test],” id. at 55-56.  Respondents 
countered that the jury verdict was supported by 
evidence that “the totality of the parties’ conduct” 
demonstrated that Baisden granted respondents an 
oral exclusive license or, in the alternative, an 
implied nonexclusive license.  Appellees’ Br. 
(docketed Nov. 30, 2011) 25-27.  Petitioner then 
replied that respondents’ exclusive oral license claim 
was squarely foreclosed by Section 204(a), and that 
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respondents’ alternative nonexclusive license claim 
failed both under “the three-part test for implied 
licenses” and because respondents themselves 
testified that the alleged oral agreement sought to 
convey exclusive distribution rights.  Appellant’s 
Response and Reply Br. (docketed Jan. 2, 2012) 25-
32.  In short, the parties fully briefed the issues 
relating to the question presented.  The 
incompatibility of respondents’ position with Section 
204(a) was presented more sharply in the reply brief, 
but only because respondents’ brief as appellee below 
defended the verdict by suggesting the jury found an 
exclusive oral license. 

In any event, the Fifth Circuit plainly ruled on 
all the issues raised in the petition.2  App.11-18.  
This Court may properly grant review of a question 
“passed upon” by the court below regardless whether 
it was pressed by the parties.  See, e.g., United States 
v. Williams, 504 U.S. 36, 40-44 (1992).  Here, the 
issues were pressed and passed upon below.    

Respondents’ second effort to identify a vehicle 
problem—that the decision below may be affirmed on 
the alternative ground that IRP had an “express oral 
license”—is not only wrong but underscores that this 
case raises the question presented as cleanly as any 
case ever will.  While respondents accuse petitioner 
of conflating express oral licenses and implied 
nonexclusive licenses, it is respondents who are 
confused.  The Fifth Circuit awarded respondents an 
                                            
2 The Fifth Circuit’s lengthy discussion of these issues cannot be 
dicta; the court did not even identify which arguments it 
believed were belated and which were timely raised.  App.12-13.   
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“implied nonexclusive oral license” not because the 
disputed oral discussions about renewing the written 
exclusive license were insufficiently explicit, but 
because an express oral agreement for an exclusive 
license is forbidden by Section 204(a).   

Thus, when respondents emphasize that jury 
question 23 “asked the jury whether Baisden and 
IRP entered into an oral agreement in the summer or 
fall of 2005 to renew or extend their written 2001 
Men Cry agreement” and defends the jury’s finding of 
an “express oral license,” Opp.23, it only highlights 
how fundamentally incompatible both the jury 
verdict and the Fifth Circuit decision are with 
Section 204(a).  No one disputes that the “written 
2001 Men Cry agreement” was an exclusive license.  
Thus, “an oral agreement to renew or extend it” is 
clearly forbidden by the writing requirement in 
Section 204(a).  Thus, this purported vehicle problem 
only underscores how clearly this case presents the 
issue.  The jury should have never been given 
question 23 (to which petitioner objected, R.4623-24).   

The bottom line is that, as respondents 
themselves highlight, the Fifth Circuit found an oral 
agreement to renew an exclusive license, which 
Section 204(a) treats as a nullity, to be “more than 
sufficient.”  App.12.  That decision is entirely 
antithetical to Section 204(a) and Congress’ 
considered imposition of a writing requirement.  The 
parties were deemed to enter a nonexclusive license 
not because that is what they intended, but because 
what respondents contend they intended (an oral 
renewal of an exclusive license) is flatly forbidden by 
Section 204(a).  That kind of direct circumvention of 
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Congress’ intent is alarming, and especially in light 
of the Circuit split, fully merits this Court’s review.       

CONCLUSION 
The Court should grant the petition. 

Respectfully submitted, 

 PAUL D. CLEMENT 
  Counsel of Record 
KELSI BROWN CORKRAN 
BANCROFT PLLC 
1919 M St., NW, Suite 470 
Washington, DC 20036 
pclement@bancroftpllc.com 
(202) 234-0090 
AUBREY “NICK” PITTMAN 
THE PITTMAN LAW FIRM, P.C. 
100 Crescent Ct., Suite 700 
Dallas, TX 75201 
(214) 459-3454 

Counsel for Petitioner 

February 19, 2013 


	I. The Fifth Circuit’s Totality Of The Circumstances Test Is Wrong And Directly Conflicts With The Decisions Of At Least Four Other Courts Of Appeals
	II. This Court’s Review Is Necessary To Vindicate Section 204(a)’s Writing Require-ment 
	III. The Vehicle Problems Asserted By Respondents Are Meritless

