
 

No. 12-960 
 

 

IN THE 

Supreme Court of the United States 
__________ 

 
AKAMAI TECHNOLOGIES, INC. AND 

THE MASSACHUSETTS INSTITUTE OF TECHNOLOGY, 
Cross-Petitioners, 

v. 
 

LIMELIGHT NETWORKS, INC., 
Cross-Respondent. 

__________ 
 

On Cross-Petition for a Writ of Certiorari 
to the United States Court of Appeals 

for the Federal Circuit 
__________ 

 
BRIEF FOR CROSS-RESPONDENT 

IN OPPOSITION 
__________ 

 
ALEXANDER F. MACKINNON 
KIRKLAND & ELLIS LLP 
333 South Hope Street 
Los Angeles, CA 90071 
(213) 680-8400 
 
DION MESSER 
SR. IP CORPORATE COUNSEL 
LIMELIGHT NETWORKS, INC. 
222 South Mill Avenue 
8th Floor 
Tempe, AZ 85281 
(602) 850-4833 
 
May 6, 2013

 
AARON M. PANNER 
   Counsel of Record 
JOHN CHRISTOPHER  
   ROZENDAAL 
MICHAEL E. JOFFRE 
KELLOGG, HUBER, HANSEN, 
   TODD, EVANS & FIGEL, 
   P.L.L.C. 
1615 M Street, N.W.  
Suite 400 
Washington, D.C. 20036 
(202) 326-7900 
(apanner@khhte.com) 
 

 



 

QUESTION PRESENTED 

Whether the performance of the steps of a patented 
method by multiple independent entities infringes            
the patent under 35 U.S.C. § 271(a), when no entity 
performs all the steps of the method either directly or          
vicariously. 
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CORPORATE DISCLOSURE STATEMENT 

Pursuant to Rule 29.6 of the Rules of this Court, 
cross-respondent Limelight Networks, Inc. states the 
following: 

Limelight Networks, Inc. is a publicly held com-
pany that has no parent company.  As of March 31, 
2013, Goldman, Sachs & Co. and related entities 
owned 30.7% of the shares of Limelight, and that 
ownership interest has not materially changed.   

 



 

 

iii 

TABLE OF CONTENTS 
Page 

QUESTION PRESENTED .......................................... i 

CORPORATE DISCLOSURE STATEMENT ............ ii 

TABLE OF AUTHORITIES ........................................ v 

STATEMENT .............................................................. 3 

REASONS FOR DENYING THE CROSS-
PETITION ................................................................... 7 

I. THIS COURT CAN DECIDE THAT           
LIABILITY FOR INDUCING IN-
FRINGEMENT UNDER § 271(b)          
REQUIRES PROOF OF DIRECT           
INFRINGEMENT UNDER § 271(a) 
WITHOUT RECONSIDERING SET-
TLED DIRECT-INFRINGEMENT LAW ........ 7 

A. Full Consideration and Resolution           
of the Question Presented in Lime-
light’s Petition Does Not Call for          
Reconsideration of the Federal Cir-
cuit’s Construction of § 271(a) .................... 7 

B. In the Event this Court Reverses        
the Federal Circuit, a Remand to        
the Federal Circuit Would Be the       
Appropriate Course .................................. 11 

II. AKAMAI’S CHALLENGE TO SET-
TLED FEDERAL CIRCUIT LAW GOV-
ERNING DIRECT INFRINGEMENT IS 
NOT WORTHY OF REVIEW ........................ 12 

A. The Rule That a Party Infringes              
a Method Patent Only if the Party 
Performs Every Step of the Method 
Is Correct ................................................... 12 



 

 

iv

B. No Appellate Decision Casts Doubt 
on the Correctness of the Federal 
Circuit’s Treatment of Direct Infringe-
ment Under § 271(a) ................................. 17 

C. Akamai Provides No Justification for 
Altering Ordinary Rules of Patent 
Infringement To Enhance the Value 
of So-Called “Interactive” Patents ........... 19 

CONCLUSION .......................................................... 23 

 

 



 

 

v 

TABLE OF AUTHORITIES 
Page 

CASES 

Aguirre v. Turner Constr. Co., 501 F.3d 825 
(7th Cir. 2007) ...................................................... 15 

Akamai Techs., Inc. v. Cable & Wireless Internet 
Servs., Inc., 344 F.3d 1186 (Fed. Cir. 2003) .....3, 4, 5 

Aro Mfg. Co. v. Convertible Top Replacement 
Co., 365 U.S. 336 (1961) .................................. 1, 13 

Bailey v. United States, 133 S. Ct. 1031 (2013) ......... 9 

BMC Res., Inc. v. Paymentech, L.P., 498 F.3d 
1373 (Fed. Cir. 2007) ...................... 8, 14, 16, 18, 20 

Carbice Corp. of Am. v. American Patents Dev. 
Corp., 283 U.S. 27 (1931) ............................... 14-15 

Cimiotti Unhairing Co. v. American Fur Ref. 
Co., 198 U.S. 399 (1905) ...................................... 20 

Clark v. Capital Credit & Collection Servs., 
Inc., 460 F.3d 1162 (9th Cir. 2006) ..................... 16 

Crawford v. Metropolitan Gov’t of Nashville & 
Davidson Cnty., 555 U.S. 271 (2009) .................... 9 

Deepsouth Packing Co. v. Laitram Corp.,          
406 U.S. 518 (1972) ........................................22, 23 

Depositors Ins. Co. v. Wal-Mart Stores, Inc., 
506 F.3d 1092 (8th Cir. 2007) ............................. 16 

District Attorney’s Office v. Osborne, 557 U.S. 
52 (2009) ................................................................ 9 

E.I. DuPont de Nemours & Co. v. Monsanto 
Co., 903 F. Supp. 680 (D. Del. 1995), aff’d 
mem., Nos. 95-1537 et al., 1996 WL 403285 
(Fed. Cir. July 17, 1996) (judgment noted at 
92 F.3d 1208) ....................................................... 18 



 

 

vi

eBay Inc. v. MercExchange, L.L.C., 547 U.S. 
388 (2006) ............................................................ 14 

Faroudja Labs., Inc. v. Dwin Elecs., Inc.,           
No. 97-20010 SW, 1999 WL 111788 (N.D. 
Cal. Feb. 24, 1999) ............................................... 18 

Festo Corp. v. Shoketsu Kinzoku Kogyo Kabu-
shiki Co., 535 U.S. 722 (2002) ............................. 19 

First English Evangelical Lutheran Church of 
Glendale v. County of Los Angeles, 482 U.S. 
304 (1987) .............................................................. 9 

Fry v. Pliler, 551 U.S. 112 (2007) ............................... 9 

General Foods Corp. v. Studiengesellschaft 
Kohle mbH, 972 F.2d 1272 (Fed. Cir. 1992) ....... 13 

Givens v. Mullikin ex rel. Estate of McElwaney, 
75 S.W.3d 383 (Tenn. 2002) ................................ 16 

Gleason v. Seaboard Air Line Ry. Co., 278 U.S. 
349 (1929) ............................................................ 15 

Global-Tech Appliances, Inc. v. SEB S.A.,          
131 S. Ct. 2060 (2011) ......................................... 15 

Glover v. United States, 531 U.S. 198 (2001) ........... 11 

Graham Cnty. Soil & Water Conservation Dist. 
v. United States ex rel. Wilson, 130 S. Ct. 
1396 (2010) ............................................................ 9 

Granite Rock Co. v. International Bhd. of 
Teamsters, 130 S. Ct. 2847 (2010) ........................ 9 

Janus Capital Group, Inc. v. First Derivative 
Traders, 131 S. Ct. 2296 (2011) .......................... 16 

KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398 
(2007) ..................................................................... 5 

Laperriere v. Vesta Ins. Group, Inc., 526 F.3d 
715 (11th Cir. 2008) ............................................. 15 



 

 

vii 

Maruho Co. v. Miles, Inc., 13 F.3d 6 (1st Cir. 
1993) ..................................................................... 16 

McClain v. Ortmayer, 141 U.S. 419 (1891) .............. 20 

Meyer v. Holley, 537 U.S. 280 (2003) ....................... 15 

Mobil Oil Corp. v. Filtrol Corp., 501 F.2d 282 
(9th Cir. 1974) ...................................................... 18 

Muniauction, Inc. v. Thomson Corp., 532 F.3d 
1318 (Fed. Cir. 2008) ........................................... 16 

NASA v. Nelson, 131 S. Ct. 746 (2011) ...................... 9 

Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 
2005) ..................................................................... 19 

Prouty v. Draper, Ruggles & Co., 41 U.S. (16 Pet.) 
336 (1842) ....................................................... 13-14 

Rio Mar Assocs., LP v. UHS of Puerto Rico, 
Inc., 522 F.3d 159 (1st Cir. 2008) ........................ 15 

Sage Prods., Inc. v. Devon Indus., Inc., 126 F.3d 
1420 (Fed. Cir. 1997) ........................................... 20 

Schumacher v. Cornell, 96 U.S. 549 (1878) ........ 13-14 

Setser v. United States, 132 S. Ct. 1463 (2012) ...... 8-9 

Sony Corp. of Am. v. Universal City Studios, 
Inc., 464 U.S. 417 (1984) ..................................... 22 

United States v. Booker, 543 U.S. 220 (2005) ............ 9 

Warner-Jenkinson Co. v. Hilton Davis Chem. 
Co., 520 U.S. 17 (1997) ........................................ 13 

 
 
 



 

 

viii

STATUTES AND RULES 

Patent Act (35 U.S.C.) .............................................. 18 

 35 U.S.C. § 271 .................................................... 14 

 35 U.S.C. § 271(a) ............................ 1, 2, 7, 8, 9, 10, 
11, 12, 13, 17, 18, 19 

 35 U.S.C. § 271(b) ....................... 1, 2, 7, 8, 9, 10, 12 

Sup. Ct. R. 10 ............................................................ 17 
 
 
 
OTHER MATERIALS 

Christopher J. Buchko, Patent Strategies           
Following the Federal Circuit’s Response to 
the Rise of Divided Infringement, in THE 

IMPACT OF RECENT PATENT LAW CASES AND 

DEVELOPMENTS (2012 ed.), 2011 WL 6742511 ...... 21 

Robert C. Faber, Faber on Mechanics of Patent 
Claim Drafting (6th ed. 2012) ............................. 21 

Mark A. Lemley et al., Divided Infringement 
Claims, 6 Sedona Conf. J. 117 (2005) ................. 21 

Janice M. Mueller, Patent Law (3d ed. 2009) .......... 20 

Michael M. Murray & Jeffrey W. Lesovitz, 
Managing the Minefield of Method Claims:  
A Guide to Recent Decisions for Litigators, 
Prosecutors, and In-House Counsel, 26 Corp. 
Counsel’s Q. No. 2 (Apr. 2010) ............................ 21 

Restatement (Third) of Agency (2006) ..................... 16 

 

 



 

Akamai accused Limelight of directly infringing a 
patent that requires, as one step of each of the as-
serted method claims, the modification of a uniform 
resource locator (“URL”) to redirect requests for             
certain website content.  It was proven at trial that 
Limelight did not perform any such step.  And, while 
Akamai asserted that Limelight’s customers modified 
URLs (though in a manner that the Federal Circuit 
indicated is nowhere claimed in the patent), Akamai 
had no evidence that those customers did so under 
circumstances that would allow their conduct to be 
attributed to Limelight for purposes of establishing 
vicarious liability.  Because Limelight did not carry 
out all steps of the claimed method, the district court 
granted judgment to Limelight, and the Federal Cir-
cuit panel unanimously affirmed.   

After granting en banc review, the Federal Circuit 
did not disturb the holding that Akamai failed to 
prove that Limelight directly infringed its patent.  
Instead, a fractured en banc court held that Akamai 
should be given the opportunity to prove that Lime-
light indirectly infringed under § 271(b) even though 
no one directly infringed under § 271(a).  The slim         
en banc majority’s incorrect holding conflicts with this 
Court’s precedents and unsettles important patent-
law principles, prolonging litigation and undermin-
ing innovation and competition.  This Court should 
grant Limelight’s petition for certiorari (No. 12-786) 
and reaffirm that “if there is no direct infringement 
of a patent there can be no [indirect] infringement.”  
Aro Mfg. Co. v. Convertible Top Replacement Co., 365 
U.S. 336, 341 (1961).   

By contrast, the holding that Akamai seeks to          
challenge in its conditional cross-petition – that a          
defendant is not liable for direct infringement unless 
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it performs each step of a patented method either          
directly or vicariously – does not merit this Court’s      
review.  Contrary to Akamai’s claim, the Court need 
not reconsider the Federal Circuit’s construction of 
§ 271(a) to resolve that court’s holding concerning the 
scope of § 271(b).  The more appropriate course, if the 
holding below were to be reversed, would be to leave 
that issue for the en banc Federal Circuit in the first           
instance.   

Furthermore, the panel’s construction of § 271(a), 
left unaltered by the en banc court, is not worthy          
of review in its own right.  The Federal Circuit’s         
understanding of § 271(a) reflects decades of uniform 
treatment by the courts:  Akamai cites no case that 
has allowed imposition of liability under § 271(a) 
where the defendant did not carry out every step of 
the claimed method, directly or vicariously.  The rule 
has not generated significant disagreement among 
the judges of the Federal Circuit:  to the contrary, 
though Akamai challenged the rule in its en banc 
briefing, only one judge agreed with Akamai.  Fur-
thermore, the rule of law that Akamai seeks to chal-
lenge is correct.  This Court accordingly should deny 
the cross-petition and resolve the question cleanly 
presented in Limelight’s petition.   
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STATEMENT 
The legal, factual, and procedural background of 

this case is set forth in the petition in No. 12-786            
(at 2-14).  We respond here to Akamai’s description of 
its invention and Limelight’s accused method. 

1. Akamai’s cross-petition could be read to           
suggest that Akamai invented and patented content 
delivery networks.  See Cross-Pet. 5-6.  It did not.  
See A368:63 (admission by co-inventor that he and            
the other co-inventor “weren’t the first ones to invent 
a content delivery network”).   

As discussed in Limelight’s petition, Akamai’s ’703 
patent had already been the subject of a previous 
lawsuit before this case was filed.  See Akamai 
Techs., Inc. v. Cable & Wireless Internet Servs., Inc., 
344 F.3d 1186 (Fed. Cir. 2003).  In that earlier case, 
the Federal Circuit held that claims 1 and 3 of             
Akamai’s patent were invalid because every element 
of Akamai’s claimed content delivery network (or 
“CDN”) could be found in a prior patent, U.S. Patent 
No. 6,185,598, which was owned by the defendant in 
that case.  Those principal claims of Akamai’s patent 
were not novel – they described a system that was 
already known when the patent application was 
filed. 

Indeed, the techniques described in the claims of 
Akamai’s patent that were held to be valid in the 
2003 decision were themselves not new.  Akamai 
gives the impression that it invented the concept of 
“positioning a large number of computer servers with 
special properties in multiple locations,” each of 
which could serve web content to nearby end users.  
Cross-Pet. 5.  It states that this method would allevi-
ate Internet congestion by redirecting users’ requests 
for Internet content to alternate servers, the number 
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of which “var[ied] depending on the level of demand 
for that content and where that demand originated.”  
Id.  This procedure – known as “load balancing” – is 
“designed to locate the optimum origin servers and 
alternate servers for the quickest and most efficient 
delivery” of web content.  Akamai, 344 F.3d at 1189.  
But “[l]oad balancing software was also known prior 
to the ’703 patent.”  Id.  For example, the “Distributed 
Director” product sold by Cisco Systems, Inc. before 
the priority date of the ’703 patent “included server 
selection software that located the optimum server to 
provide requested information.”  Id.  Similarly, Cable 
& Wireless (the defendant) had practiced its own ’598 
patent by marketing and selling a product called 
“Footprint,” which provided load balancing.  Id. at 
1190-91.   

The Federal Circuit held that the sole difference 
between any of the ’703 patent claims that Akamai 
asserted and the defendant’s ’598 patent is the            
location of that load-balancing software.  See id. at 
1193.  Specifically, claims 5 and 9 of the ’703 patent 
require that the load balancing or selection of the          
alternate servers take place on the domain name         
server.  See id. at 1196.  Domain name servers                
are used throughout the Internet to direct traffic; 
they translate user-friendly domain names, such as 
www.supremecourt.gov, into an Internet protocol          
address, like 63.235.37.191, that computers use to 
identify one another on the network.  Other prior art 
systems, including the Cisco “Distributed Director,” 
had included load balancing in the domain name 
server.  See id.  They had not, however, included all 
the other details of the CDN described in the ’598          
patent.  Cable & Wireless argued that the claims            
asserted against it by Akamai (other than claims              
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1 and 3) were obvious in light of the combination of 
the “Distributed Director” and the ’598 patent.  But, 
relying on its then-prevailing test for obviousness, 
the Federal Circuit held that there was not sufficient 
“motivation to combine” these two prior art systems 
to render the claims invalid.  Id.1  To the extent that 
Akamai’s ’703 patent claims anything new, it is 
simply the idea of placing previously known technol-
ogy on a widely used name server.2    

2. Akamai argues (at 8) that the patent specified 
that content providers would perform the “tagging” 
step in the claims, that is, would modify the embed-
ded object URLs in the manner described in the            
patent.  But the patent does not state that content 
providers would perform the “tagging” step.  Akamai 
bases this assertion on a single sentence from the           
patent specification:  “It is thus a more general object 
of this invention . . . to enable Content Providers            
to retain control of their content.”  A268, 3:1-3; see 
Cross-Pet. 8.  There is no indication in the patent 
that this statement has anything to do with the “tag-
                                                 

1 This Court struck down the Federal Circuit’s motivation-to-
combine test in KSR International Co. v. Teleflex Inc., 550 U.S. 
398 (2007), out of concern that “[g]ranting patent protection to 
advances that would occur in the ordinary course without real 
innovation retards progress and may, in the case of patents 
combining previously known elements, deprive prior inventions 
of their value or utility.”  Id. at 419.   

2 Akamai refers in its Statement to other supposedly novel 
features, but those features are not found in the ’703 patent 
claims.  For example, Akamai argues (at 7) that its invention 
uses a “CDN virtual hostname.”  But, as Akamai’s expert admit-
ted, that “CDN virtual hostname doesn’t appear” in the patent.  
A775:122.  Akamai also claims (at 7) that the “second aspect of 
the invention” is a “CDN intelligent Domain Name System.”  
Again, Akamai’s expert admitted that “intelligent DNS” did not 
appear in the body of the patent or in the claims.  A775:122. 
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ging” step recited in the claims.  Rather, as the next 
paragraph of the patent makes clear, the content 
provider always provides (and therefore controls) the 
“base” webpage (such as www.cnn.com) into which 
objects, such as video or pictures, are embedded.  
A268, 3:9-14.  The CDN serves these embedded            
objects, not the base webpage.  “By serving the base 
HTML document from the Content Provider’s site, 
the Content Provider maintains control over the con-
tent.”  Id. 3:14-16 (emphasis added).  But the content 
provider always serves the base webpage regardless 
of whether a CDN is used.3  Akamai’s citation to          
content providers retaining control over their content 
therefore does not support its assertion that the 
claims require the content provider to carry out the 
“tagging” step. 

3. Although Akamai asserts that Limelight’s           
customers are “contractually obligated to perform the 
tagging” (Cross-Pet. 11), the Federal Circuit panel 
specifically found that the form contract that Akamai 
introduced at trial “does not obligate Limelight’s           
customers to perform any of the method steps.”  App. 
115a.  The en banc court implicitly reaffirmed that 
finding when it noted that “the trial court correctly 
held that Limelight did not direct and control the          
actions of the content providers as those terms have 
been used in this court’s direct infringement cases.”  
App. 30a.  Limelight does not require its customers 
to perform any part of its content delivery method on 
Limelight’s behalf.   

                                                 
3 One of the claims that Akamai asserted below did not even 

include the serving of the base webpage as a step.  See Claim 34 
(A276, 20:32-51).   
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REASONS FOR DENYING THE 
CROSS-PETITION 

This Court should deny Akamai’s conditional cross-
petition because the question it seeks to present is 
not necessary to the resolution of the issue decided 
by the Federal Circuit’s en banc ruling and raised in 
Limelight’s petition for certiorari; nor is it indepen-
dently worthy of this Court’s review.   
I. THIS COURT CAN DECIDE THAT LIA-

BILITY FOR INDUCING INFRINGEMENT 
UNDER § 271(b) REQUIRES PROOF OF           
DIRECT INFRINGEMENT UNDER § 271(a) 
WITHOUT RECONSIDERING SETTLED 
DIRECT-INFRINGEMENT LAW 

A. Full Consideration and Resolution of           
the Question Presented in Limelight’s          
Petition Does Not Call for Reconsidera-
tion of the Federal Circuit’s Construction 
of § 271(a) 

1. For reasons set out in Limelight’s petition for 
certiorari, the Federal Circuit’s holding – that a 
plaintiff may establish liability for inducing infringe-
ment of a method claim when no one infringes the 
claim directly – incorrectly decides an issue of un-
disputed importance.  This Court can resolve that         
issue by reaffirming its prior holdings that proof of      
inducement to infringe under § 271(b) requires proof 
that some party has directly infringed under 
§ 271(a).  The Court need not address the question           
of what constitutes direct infringement of a method 
claim under § 271(a) to do so.   

The decision below makes that much clear.  The 
Federal Circuit initially granted Akamai’s petition 
for en banc rehearing to consider “under what circum-
stances” parties would be liable for direct infringe-
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ment “[i]f separate entities each perform separate 
steps of a method claim.”  App. 196a.  But, after full 
briefing, the court did not address that question           
other than to leave in place prior decisions (including 
the panel decision in this case) holding that, because 
a party must “perform or use each and every step or 
element of a claimed method or product” to be liable 
for direct infringement, no party can be held liable 
for direct infringement of a method claim unless            
it performs, directly or vicariously, each step of            
that claim.  BMC Res., Inc. v. Paymentech, L.P., 498 
F.3d 1373, 1378 (Fed. Cir. 2007); see App. 6a.  The            
en banc court expressly held that the district court 
had correctly determined, under that standard, that 
Akamai failed to present evidence that Limelight            
directly infringed Akamai’s patent.  See App. 30a. 

Despite that understanding, the Federal Circuit 
went on to hold that, in the case of a method claim,          
a defendant may be held liable for inducing patent 
infringement even though it does not induce anyone 
to infringe the patent under § 271(a).  That is, the 
Federal Circuit held that, if a defendant performs 
some steps of a patented method itself and, with 
knowledge of the patent, induces some other inde-
pendent person to perform other steps, the defendant 
may be liable for inducing infringement under 
§ 271(b) – even though no one has directly infringed 
the patent. 

This Court can consider Limelight’s challenge to 
that holding without addressing the separate ques-
tion whether the Federal Circuit’s construction of 
§ 271(a) was correct.  Indeed, this Court routinely          
decides cases without addressing legal issues that 
are in some sense logically prior to the question pre-
sented.  See, e.g., Setser v. United States, 132 S. Ct. 
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1463, 1472 & n.7 (2012) (evaluating reasonableness 
of sentence under United States v. Booker, 543 U.S. 
220 (2005), without deciding whether such review 
applies); NASA v. Nelson, 131 S. Ct. 746, 751 (2011) 
(assuming, without deciding, that the Constitution 
protects a privacy right in avoiding disclosure of per-
sonal matters); District Attorney’s Office v. Osborne, 
557 U.S. 52, 72 (2009) (assuming, without deciding, 
that claim of “actual innocence” gives rise to federal 
constitutional claim); Fry v. Pliler, 551 U.S. 112, 116 
& n.1 (2007).  Likewise, this Court routinely declines 
to address issues that would remain open for the            
respondent to argue on remand.  See, e.g., Bailey v. 
United States, 133 S. Ct. 1031, 1043 (2013) (noting 
that court of appeals could consider alternative 
grounds for affirmance on remand); Granite Rock Co. 
v. International Bhd. of Teamsters, 130 S. Ct. 2847, 
2863 n.15 (2010); Graham Cnty. Soil & Water Con-
servation Dist. v. United States ex rel. Wilson, 130 S. 
Ct. 1396, 1411 (2010); Crawford v. Metropolitan Gov’t 
of Nashville & Davidson Cnty., 555 U.S. 271, 280 
(2009).  And there is nothing that prevents this Court 
from addressing a legal issue actually decided by a 
court of appeals even if the premise underlying the 
issue would be open for reconsideration on remand.  
See First English Evangelical Lutheran Church of 
Glendale v. County of Los Angeles, 482 U.S. 304, 312-
13 (1987). 

The granting of Limelight’s petition, by itself, thus 
would not provide any good reason to grant Akamai’s 
cross-petition.  The en banc Federal Circuit’s con-
struction of § 271(b) is not “inextricably intertwined” 
(Cross-Pet. 3) with the panel’s holding that Limelight 
did not directly infringe Akamai’s patent under 
§ 271(a):  to the contrary, under the reasoning of the 
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en banc court, it is not necessary to determine 
whether any party directly infringed a method patent 
under § 271(a) to decide whether a defendant in-
duced infringement within the meaning of § 271(b).  
Full consideration of the validity of the Federal Cir-
cuit’s reasoning and holding – which was based on 
the understanding that Akamai had failed to make 
out a case of direct infringement against any defend-
ant – does not require addressing the § 271(a) ques-
tion.  If this Court disagrees with the Federal Cir-
cuit’s construction of § 271(b), it will presumably            
vacate its decision and remand for further proceed-
ings – the scope of which will be for the Federal Cir-
cuit to determine.  (Indeed, if this Court were to hold, 
consistent with its prior precedent, that a showing 
that there has been direct infringement under 
§ 271(a) is a prerequisite to liability for inducement 
to infringe under § 271(b), the Federal Circuit would 
be free to determine on remand that the panel opin-
ion affirming the district court should simply be left 
in place.  This case would then be over.) 

2. Contrary to Akamai’s claim (at 20), Lime-
light’s arguments before the en banc Federal Circuit 
do not “demonstrate[ ]” that this Court should ad-
dress the Federal Circuit panel’s direct-infringement 
holding now.  It is no surprise that, in addressing the 
en banc question on which the Federal Circuit grant-
ed review in this case – a question concerning direct 
infringement, not indirect infringement – Limelight 
addressed the proper construction of § 271(a), includ-
ing by discussing how that provision fits with other 
provisions governing infringement claims.  The Fed-
eral Circuit, however, resolved the issue presented by            
extending the reach of § 271(b), not by altering its        
interpretation of § 271(a).  This Court should address 
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and resolve the issue that split the en banc Federal 
Circuit; it need not take up an issue that was not the 
subject of any significant disagreement in the deci-
sion below.   

B. In the Event this Court Reverses the            
Federal Circuit, a Remand to the Federal 
Circuit Would Be the Appropriate Course 

Not only would denial of Akamai’s cross-petition 
permit the complete resolution of the question pre-
sented in Limelight’s petition; it would also promote 
the more orderly resolution of the question that            
Akamai seeks to present by allowing the en banc 
Federal Circuit a further opportunity to decide 
whether and how to address the issue.  

Although the parties briefed the proper standard 
for infringement of method claims under § 271(a) at 
length in their en banc submissions, the Federal Cir-
cuit majority declined to address the issue other than 
to leave in place the prior panel treatment of that 
question.  (Four dissenting judges who did address 
the question confirmed that they would have adopted 
the panel’s standard.  See App. 90a-96a.  Only Judge 
Newman disagreed.  See App. 37a-44a.)  This is not              
a case where a party seeks this Court’s resolution of 
an issue that was not passed on by the lower court, 
cf., e.g., Glover v. United States, 531 U.S. 198, 205 
(2001), because the Federal Circuit panel did resolve 
the § 271(a) question and the en banc court explicitly 
left that holding in place.  But it is a case in which 
further proceedings by the lower court may provide 
useful insight into the proper resolution of an issue 
and, indeed, whether the issue merits this Court’s 
review at all.   

If Limelight’s petition is granted and the en banc 
Federal Circuit’s decision is reversed, the Federal 
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Circuit could then determine whether further en 
banc consideration is warranted.  If the en banc            
Federal Circuit declines to take the issue up again, 
the district court’s prior judgment ending the case 
would be intact, and, for the reasons described             
further below, there would be no good reason for          
further proceedings in this Court.  Alternatively, if 
the Federal Circuit determines that it should revisit 
the interpretation of § 271(a), its eventual decision 
may provide a more appropriate basis for this Court 
to evaluate the need for further review.  In either 
event, giving the Federal Circuit the first opportunity 
would be the better course. 
II. AKAMAI’S CHALLENGE TO SETTLED 

FEDERAL CIRCUIT LAW GOVERNING 
DIRECT INFRINGEMENT IS NOT WORTHY 
OF REVIEW  

Unlike the en banc majority’s interpretation of 
§ 271(b) – which expands potential patent infringe-
ment liability in unprecedented and unpredictable 
ways – the panel applied settled law to affirm the 
judgment against Akamai on its claim of direct           
infringement under § 271(a).  That decision raises no 
issue worthy of this Court’s review.    

A. The Rule That a Party Infringes a Method 
Patent Only if the Party Performs Every 
Step of the Method Is Correct 

The Federal Circuit’s rule governing direct infringe-
ment of method claims requires a patent plaintiff           
to prove that the accused infringer performed every 
step of the method claim, either directly or vicari-
ously.  In determining whether the actions of a third 
party may be attributed to a defendant for purposes 
of establishing liability, the Federal Circuit relies on 
standards with deep roots in the common law.  Any 
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looser standard of liability under § 271(a) would be 
inconsistent with the strict-liability nature of direct 
infringement and raise unacceptable risks of liability 
for innocent parties.   

1. A defendant directly infringes if, without            
authority, it “uses . . . within the United States . . . 
any patented invention.”  35 U.S.C. § 271(a) (in rele-
vant part).  “Each element contained in a patent 
claim is deemed material to defining the scope of the 
patented invention.”  Warner-Jenkinson Co. v. Hilton 
Davis Chem. Co., 520 U.S. 17, 29 (1997).  Unless a 
defendant has performed each step of the patented 
method, therefore, it has not used the invention, and 
it has not directly infringed.  See Aro Mfg. Co. v. 
Convertible Top Replacement Co., 365 U.S. 336, 344 
(1961) (“For if anything is settled in the patent law, 
it is that the combination patent covers only the          
totality of the elements in the claim and that no          
element, separately viewed, is within the grant.”); see 
also, e.g., General Foods Corp. v. Studiengesellschaft 
Kohle mbH, 972 F.2d 1272, 1274 (Fed. Cir. 1992) 
(Rich, J.) (“a claim to a process comprising the step A 
followed by step B followed by step C defines, as a 
matter of law, only the A-B-C process and one cannot 
properly speak of any single step as being ‘claimed’, 
for it is not”).  The claim that two parties each car-
ried out some but not all steps of a patented method, 
without some basis for attributing the conduct of one 
party to the other, fails to allege direct infringe-
ment.4  See Schumacher v. Cornell, 96 U.S. 549, 554 

                                                 
4 In many cases, none of the steps of the method is individu-

ally patentable.  To find infringement based on performance of 
only certain steps of a patented method would, by definition, 
expand the scope of the patentee’s right to exclude beyond what 
the Patent and Trademark Office granted.  See also Prouty v. 
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(1878) (“A combination is always an entirety. . . . If 
more or less than the whole of his ingredients are 
used by another, such party is not liable as an               
infringer, because he has not used the invention or 
discovery patented.”). 

This does not mean that only the actions of a single 
party can be considered in determining whether 
there has been direct infringement:  to the contrary, 
the Federal Circuit’s cases make clear that the con-
duct of a third party may sometimes be attributed           
to a defendant for purposes of determining whether 
the defendant directly infringed.  See, e.g., BMC Res., 
498 F.3d at 1379 (rejecting the argument that the 
rules governing direct infringement “provide a loop-
hole for a party to escape infringement by having a 
third party carry out one or more of the claimed steps 
on its behalf”).  The rule simply means that, unless 
some party has performed all the steps of a patented 
method, directly or by attribution, no party has            
directly infringed.   

2. In determining whether the conduct of a third 
party can be attributed to a defendant, the Federal 
Circuit appropriately applies common-law principles 
governing vicarious liability.5  Patent infringement 
under § 271 is a species of statutory tort.  See Carbice 
                                                                                                     
Draper, Ruggles & Co., 41 U.S. (16 Pet.) 336, 341 (1842) (“The 
patent is for a combination . . . . None of the parts referred to 
are new, and none are claimed as new; nor is any portion of the 
combination, less than the whole, claimed as new[.]”).   

5 Although Akamai (at 23) criticizes the Federal Circuit for 
employing a “rigid bright-line rule,” that rule is based squarely 
on general common-law principles; it is not particular to patent 
law.  That is as it should be:  patent-law standards should not 
depart from general legal rules without clear guidance in the 
statute.  See eBay Inc. v. MercExchange, L.L.C., 547 U.S. 388, 
391-92 (2006).   
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Corp. of Am. v. American Patents Dev. Corp., 283 
U.S. 27, 33 (1931).  “[W]hen Congress creates a tort 
action, it legislates against a legal background of            
ordinary tort-related vicarious liability rules and        
consequently intends its legislation to incorporate 
those rules.”  Meyer v. Holley, 537 U.S. 280, 285 
(2003).  Direct infringement is a strict-liability tort:  
that is, it “has long been understood to require no 
more than the unauthorized use of a patented inven-
tion. . . . [A] direct infringer’s knowledge or intent           
is irrelevant.”  Global-Tech Appliances, Inc. v. SEB 
S.A., 131 S. Ct. 2060, 2065 n.2 (2011).6  Accordingly, 
any basis for attributing third-party conduct to an 
alleged direct infringer must be based on a conduct-
attribution rule that applies irrespective of any                
fault on the part of the defendant – that is, “[p]ure 
vicarious liability.”  Laperriere v. Vesta Ins. Group, 
Inc., 526 F.3d 715, 722 (11th Cir. 2008) (per curiam); 
see also, e.g., Gleason v. Seaboard Air Line Ry. Co., 
278 U.S. 349, 356 (1929) (discussing “liability of the 
principal without fault of his own”); Rio Mar Assocs., 
LP v. UHS of Puerto Rico, Inc., 522 F.3d 159, 165-66 
(1st Cir. 2008) (distinguishing “vicarious liability” from 
“joint tortfeasor liability”); Aguirre v. Turner Constr. 
Co., 501 F.3d 825 (7th Cir. 2007) (same). 

Under deeply rooted principles of tort and agency 
law, vicarious liability for the acts of a third party 
attaches only if the defendant “direct[s], command[s], 
or knowingly authorize[s]” the acts in question.             
                                                 

6 Akamai relied on the “strict liability” nature of direct             
infringement in making its case before the district court:  it 
asked for and received an instruction that “infringement . . . 
does not have to be intentional.  It can occur even if the person 
who is said to infringe doesn’t know that he or she is infringing, 
doesn’t even know about the patent.  So, there’s no need to 
prove intentional infringement.”  A818:19. 
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Givens v. Mullikin ex rel. Estate of McElwaney, 75 
S.W.3d 383, 395 (Tenn. 2002); see also, e.g., Restate-
ment (Third) of Agency §§ 1.01, 7.04 (2006).7  Under 
this standard, attribution of the conduct to the defen-
dant is based on the legal right to control or direct 
the action of the third party, such that it is proper            
to treat such conduct as that of the defendant.  See 
Maruho Co. v. Miles, Inc., 13 F.3d 6, 11 (1st Cir. 
1993) (Breyer, C.J.) (“[t]he theories of vicarious liabil-
ity that [the plaintiff ] argues . . . all require [the 
plaintiff ] to show that [the defendant] had the legal 
right to control” the allegedly tortious conduct); see 
also Janus Capital Group, Inc. v. First Derivative 
Traders, 131 S. Ct. 2296, 2302 (2011) (“Without con-
trol, a person or entity can merely suggest what to 
say, not ‘make’ a statement in its own right.”).   

The Federal Circuit applies this common-law-based 
standard to evaluate claims that a defendant has            
directly infringed a method claim.  See BMC Res., 
498 F.3d at 1379 (“[T]he law imposes vicarious liabil-
ity on a party for the acts of another in circumstances 
showing that the liable party controlled the conduct 
of the acting party.”); Muniauction, Inc. v. Thomson 
Corp., 532 F.3d 1318, 1329 (Fed. Cir. 2008) (“where 
the actions of multiple parties combine to perform 
every step of a claimed method, the claim is directly 

                                                 
7 See Depositors Ins. Co. v. Wal-Mart Stores, Inc., 506 F.3d 

1092, 1097 (8th Cir. 2007) (defendants not “vicariously liable            
or joint tortfeasors” where “[n]either . . . shared control over               
the other’s manufacturing operation”); Clark v. Capital Credit 
& Collection Servs., Inc., 460 F.3d 1162, 1173 (9th Cir. 2006) 
(“Under general principles of agency – which form the basis of 
vicarious liability under the [Fair Debt Collection Practices Act] 
– to be liable for the actions of another, the ‘principal’ must         
exercise control over the conduct or activities of the ‘agent.’ ”)         
(citation omitted). 
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infringed only if one party exercises ‘control or direc-
tion’ over the entire process such that every step is 
attributable to the controlling party”).  While indi-
vidual cases will, of course, turn on their particular 
facts, such vicarious-liability rules provide an estab-
lished framework for evaluating claims of direct           
infringement.     

3. Akamai does not explain what alternative              
to the vicarious-liability standard it would have this 
Court adopt to govern claims of “divided” direct              
infringement.  It argues (at 24) for a “fact-based      
analysis that balances the concerns of expanding          
direct infringement against the unfairness of allow-
ing competitors to split up the steps of a method 
claim,” but it provides no way for courts (and poten-
tial defendants) to strike that balance except by          
reference to the very “tort-related vicarious liability 
rules” that the Federal Circuit has applied.  See App. 
95a-96a (Linn, J., dissenting) (“The well established 
doctrine of vicarious liability is the proper test for         
establishing direct infringement liability in the multi-
actor context.”).  To the extent Akamai is arguing 
that the Federal Circuit panel incorrectly applied            
vicarious-liability rules in its own case, it is merely        
arguing that the court of appeals erred in the appli-
cation of a correct legal standard to a specific set of 
facts – a question that does not warrant review.  See 
Sup. Ct. R. 10.     

B. No Appellate Decision Casts Doubt on              
the Correctness of the Federal Circuit’s 
Treatment of Direct Infringement Under 
§ 271(a) 

Akamai cites no case to suggest that the Federal 
Circuit’s construction of § 271(a) departs from any 
prior understanding.  In particular, Akamai cites no 
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case – from the Federal Circuit or from any other 
court of appeals, under the 1952 Act or from before – 
that imposes liability for direct infringement of a 
method claim where the defendant did not perform 
every step of the patented method.  (And, for what             
it is worth, only Judge Newman took issue with the 
Federal Circuit’s more recent cases in her dissent 
from the en banc majority.)  There is little indication 
that this Court’s attention is needed to resolve any 
uncertainty concerning the proper construction of 
§ 271(a).8 

Instead, Akamai argues (at 22) that the “numerous 
cases” that the Federal Circuit cited do not adequately 
support its conclusion that “direct infringement of a 
method claim [is restricted] to only a single entity.”  
Akamai, however, acknowledges (at 23) that “the 
practice of each and every step of the method” is 

                                                 
8 Other cases before BMC Resources recognized that the          

performance of all the steps of a patented method by multiple 
independent parties does not suffice to establish direct infringe-
ment.  See, e.g., Mobil Oil Corp. v. Filtrol Corp., 501 F.2d 282, 
291-92 (9th Cir. 1974) (“We question whether a method claim 
can be infringed when two separate entities perform different 
operations and neither has control of the other’s activities.”); 
Faroudja Labs., Inc. v. Dwin Elecs., Inc., No. 97-20010 SW, 
1999 WL 111788, at *3-*4 (N.D. Cal. Feb. 24, 1999) (noting 
that, because “infringement of a method claim occurs only when 
the accused infringer carries out every step as set forth in the 
claim,” a defendant “does not directly infringe any claim” of the 
patent at issue where the defendant did not itself carry out              
at least one step of claimed methods); E.I. DuPont de Nemours 
& Co. v. Monsanto Co., 903 F. Supp. 680, 735 (D. Del. 1995)        
(noting absence of precedent for the proposition that a “third 
party who performs one step of a patented process and then 
sells the resulting product to the direct infringer . . . is . . . liable 
as a direct infringer under § 271(a)”), aff’d mem., Nos. 95-1537 
et al., 1996 WL 403285 (Fed. Cir. July 17, 1996) (judgment noted 
at 92 F.3d 1208 (table)). 
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what “constitutes direct infringement of a method 
claim.”  In light of this, Akamai does not explain how 
a defendant can be liable for direct infringement 
when that defendant has not performed each and 
every step of the patent, either directly or vicariously.  
And that is all the so-called “single entity rule” 
means.   

C. Akamai Provides No Justification for           
Altering Ordinary Rules of Patent Infringe-
ment To Enhance the Value of So-Called 
“Interactive” Patents  

The claim that the Federal Circuit’s construction            
of § 271(a) leaves a “gap in the protection of method 
patents” (Cross-Pet. 25) both is unsupported and, in 
any event, provides no justification for expanding          
liability rules.  To the contrary, maintaining the            
integrity of standards for direct infringement is          
important for the just administration of the patent 
system and threatens no unfairness to patentees.   

1. “It is a bedrock principle of patent law that the 
claims of a patent define the invention to which the 
patentee is entitled the right to exclude.”  Phillips v. 
AWH Corp., 415 F.3d 1303, 1312 (Fed. Cir. 2005) (en 
banc) (internal quotations omitted).  Enforcement of 
patents in conformity with their claims is “essential 
to promote progress, because it enables efficient           
investment in innovation.  A patent holder should 
know what he owns, and the public should know 
what he does not.”  Festo Corp. v. Shoketsu Kinzoku 
Kogyo Kabushiki Co., 535 U.S. 722, 730-31 (2002). 

The patent application process gives an inventor 
the ability to establish the boundaries of the inven-
tor’s property right; a patentee cannot legitimately 
complain if a competitor achieves the same result 
without intruding on the inventor’s exclusive domain.  
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See Sage Prods., Inc. v. Devon Indus., Inc., 126             
F.3d 1420, 1425 (Fed. Cir. 1997) (“[A]s between the             
patentee who had a clear opportunity to negotiate 
broader claims but did not do so, and the public at 
large, it is the patentee who must bear the cost of its 
failure to seek protection for [a] foreseeable altera-
tion of its claimed structure.”); see also Cimiotti Un-
hairing Co. v. American Fur Ref. Co., 198 U.S. 399, 
410 (1905).  If a patentee claims a method comprising 
several steps and the defendant does not perform one 
or more of those steps – either itself or through its 
agent or a contractor acting pursuant to its direction 
– there has been no infringement of the claimed 
method.  See BMC Res., 498 F.3d at 1381 (“[T]his 
court will not unilaterally restructure the claim or 
the standards for joint infringement to remedy these 
ill-conceived claims.”).   

The disclosure that is required in exchange for the 
patent right to exclude promotes competing efforts to 
design around the patent.  See Janice M. Mueller, 
Patent Law 26-27 (3d ed. 2009) (“As soon as the            
application is published, members of the public . . . 
may . . . attempt to ‘invent around’ the patent; that 
is, they develop alternative devices or methods that 
accomplish the same purpose as the patented inven-
tion but that are sufficiently different to avoid in-
fringement.”).  The answer to any patentee who “may 
have been unfortunate in the language he has chosen 
to express his actual invention” is that the courts 
“are not at liberty . . . to construe . . . claims to include 
more than their language fairly imports.”  McClain v. 
Ortmayer, 141 U.S. 419, 423 (1891). 

Consistent application of these principles does not 
mean that inventors are unable to secure meaning-
ful protection for their inventions.  Because “[m]ost           
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inventions that involve cooperation of multiple enti-
ties can be covered using claims drafted in unitary 
form simply by focusing on one entity,” “appropriate 
refinements to claiming strategies are often straight-
forward.”  Mark A. Lemley et al., Divided Infringe-
ment Claims, 6 Sedona Conf. J. 117, 124 (2005).9  
Claims drafted in this form provide clear notice of 
the scope of the protected invention and do not impli-
cate fact-specific questions related to the extent of 
one party’s control over a third party where neither 
infringes on its own.   

On the other hand, a new “flexible” test for direct 
infringement would chill competition and innovation 
by threatening liability for non-infringing conduct.  
As the patent at issue here illustrates, a patented 
method may be considered novel even though it            
involves simply combining known techniques in a 

                                                 
9 The leading treatises advise patent practitioners to draft 

claims “to focus on steps to be performed by a single entity.”  
Robert C. Faber, Faber on Mechanics of Patent Claim Drafting 
§ 7:3, at 7-7 (6th ed. 2012); see id. (“Advice by this author for 
drafting a method claim remains as previously.  Draft at least 
some of the method claims to focus on steps to be performed            
by a single entity.”); Michael M. Murray & Jeffrey W. Lesovitz, 
Managing the Minefield of Method Claims:  A Guide to Recent 
Decisions for Litigators, Prosecutors, and In-House Counsel,              
26 Corp. Counsel’s Q. No. 2 (Apr. 2010) (“[W]hen drafting method 
claims involving a consumer device such as a camera, cellular 
phone or music player, the drafter should focus at least certain 
claims on only those steps carried out at the location of the          
device.”); Christopher J. Buchko, Patent Strategies Following the 
Federal Circuit’s Response to the Rise of Divided Infringement, 
in THE IMPACT OF RECENT PATENT LAW CASES AND DEVELOP-

MENTS (2012 ed.) (“[P]ractitioners should be drafting claims 
from the point of view of the different parties in a multi-party 
setting.  They should draft claims with the service provider as 
the single entity and the user as the environment, and vice-
versa where possible.”), 2011 WL 6742511, at *9. 
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new way.  Akamai, however, did not invent anything 
that Limelight or its customers did.  And neither 
Limelight nor its customers performed the method 
that Akamai claimed to have invented.  In these             
circumstances, the argument that both Limelight 
and its customers should be held liable for direct           
infringement conflicts with the basic terms of the          
patent-law bargain.   

2. Even if careful claim drafting were not the           
solution to any supposed patent-protection concern, 
there would be no force to the argument that new         
Internet-based technologies can best be protected          
by allowing claims of direct infringement against       
multiple independent parties.  This Court has recog-
nized that “Congress has the constitutional authority 
and the institutional ability to accommodate fully the 
varied permutations of competing interests that are 
inevitably implicated by such new technology.”  Sony 
Corp. of Am. v. Universal City Studios, Inc., 464 U.S. 
417, 431 (1984).  If there were any sound basis for 
expanding direct-infringement law to facilitate claims 
involving activity by multiple parties, Congress alone 
has the power to make that change. 

This Court’s decision in Deepsouth Packing Co. v. 
Laitram Corp., 406 U.S. 518 (1972), illustrates the 
point.  In that case, the defendant manufactured                      
a shrimp-deveining machine and exported the not-
yet-fully-assembled machine to customers overseas 
who completed the assembly.  Although only the fully 
assembled machine infringed, lower courts, treating 
the absence of direct infringement in the United 
States as a technicality, enjoined the activity.  This 
Court reversed, noting that it “would require a clear 
and certain signal from Congress before approving 
the position of a litigant who . . . argues that the 
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beachhead of privilege is wider, and the area of               
public use narrower, than courts had previously 
thought.”  Id. at 531.  The same reasoning should 
foreclose Akamai’s argument here.  

CONCLUSION 
The cross-petition for a writ of certiorari should be 

denied.
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