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INTEREST OF THE AMICUS CURIAE 

 Amicus curiae Tessera Technologies, Inc. (“Tessera”) 
is a leading provider of miniaturization technologies 
for the electronics industry. Tessera and its affiliates 
presently have over 1,463 issued United States 
patents, over 559 pending United States patent ap-
plications, and more than twenty licensees in the 
area of semiconductor chip packaging technology, 
including the world’s top component companies such 
as Intel, Samsung, SK hynix, Sharp, Toshiba and 
Texas Instruments. 

 Tessera’s continuing innovation depends on its 
ability to license its technology and enforce its license 
agreements. Consequently, Tessera’s interest in this 
matter is twofold. First, as a frequent licensor, it has 
an obvious interest in the burden of persuasion 
question at issue on the merits. But second, and more 
importantly, Tessera seeks to fulfill a quintessential 
amicus curiae role by calling to the Court’s attention 
jurisdictional issues overlooked by the parties.1 

---------------------------------  --------------------------------- 
 

SUMMARY OF ARGUMENT 

 This Court has granted certiorari to determine who 
has the burden of persuasion when a non-repudiating 

 
 1 No person other than Tessera and its counsel made a 
monetary contribution to the preparation or submission of this 
brief, or authored any part of it. The parties have consented to 
this filing; the consents are on file with the Court. 
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licensee seeks a declaration that because its products 
do not infringe certain licensed patents, they do not 
fall within the scope of a patent license agreement 
and thus do not trigger a royalty payment obligation. 
The Court should not reach the merits of this ques-
tion for two independent reasons. 

 First, because the district court lacked exclusive 
federal question patent jurisdiction in this case, the 
Federal Circuit lacked appellate jurisdiction. The par-
ties had established a comprehensive contractual 
royalty dispute resolution procedure that permitted 
the licensee to file a nested declaratory judgment 
action of noninfringement, invalidity and unenforce-
ability while maintaining its license and escrowing 
contested royalties, and to obtain a refund if it pre-
vailed. Consequently, the licensee did not, when it 
filed this action, face the usual choice between, on the 
one hand, continuing to pay royalties while litigating 
and risking inability to recoup those payments, and, 
on the other, ceasing to pay royalties and risking 
termination of the license and subsequent freestand-
ing patent litigation entailing potentially far greater 
damages and injunctive relief. Because there was 
simply no chance that the licensee suddenly would 
abandon the contractual dispute resolution procedure 
after nearly twenty years when it could resolve the 
very same patent issues within the contractual 
framework, and when both licensed patents were, in 
any event, set to expire within a year, a coercive 
patent infringement action by the licensor cannot 
reasonably be said to have been anticipated or 
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threatened at the time of the initial filing. Conse-
quently, exclusive federal question patent jurisdiction 
cannot be established on that basis. Nor can the 
licensor’s potential contractual coercive action (as-
serting that because the licensee’s products infringed 
the licensed patents and thus fell within the scope of 
the license, royalties were owed and should have been 
paid over to the licensor rather than into escrow) 
provide a basis for exclusive federal question patent 
jurisdiction in view of Gunn v. Minton, 555 U.S. ___, 
___, 133 S.Ct. 1059, 1066-68 (2013). Thus the Federal 
Circuit’s judgment should be vacated, and the case 
remanded with instructions to transfer the appeal to 
the Third Circuit. 

 Second, even assuming, arguendo, that the latter 
type of federal question jurisdiction properly was 
invoked in this case notwithstanding Gunn, vacatur 
and remand nonetheless are appropriate. Under 
this Court’s long-standing precedents, the burden of 
persuasion is substantive for vertical-choice-of-law 
purposes. Because the question of whether certain 
products fall within the scope of a patent license, and 
thus incur a royalty payment obligation, is, under 
Lear, Inc. v. Adkins, 395 U.S. 653, 661-62 (1969), a 
matter of state law – even when the scope of that 
license is defined in terms of noninfringement – the 
burden of persuasion on that issue also ordinarily is a 
matter of state law. Remand therefore is necessary 
for the lower courts to consider, in the first instance, 
whether the parties contracted out of the default 
state-law rule as a consequence of the choice-of-law 
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clauses they included in their agreements, and, if 
they did not, what the allocation of the burden of 
persuasion would be under the applicable state law. 

---------------------------------  --------------------------------- 
 

ARGUMENT 

I. BECAUSE THE DISTRICT COURT LACKED 
FEDERAL QUESTION JURISDICTION UN-
DER 28 U.S.C. §1338(a), THE FEDERAL 
CIRCUIT LACKED APPELLATE JURIS-
DICTION 

 It is axiomatic that this Court has an independent 
obligation to examine both the basis for its own 
subject-matter jurisdiction, and that of the courts 
below. See, e.g., Bender v. Williamsport Area Sch. Dist., 
475 U.S. 534, 541 (1986). The parties and the lower 
courts in this matter proceeded on the assumption 
that subject-matter jurisdiction properly was invoked 
in the district court based on the existence of a federal 
question under 28 U.S.C. §§ 1331 and 1338(a).2 Pet. 
App. 22a. That assumption, for the reasons that fol-
low, was incorrect. In the absence of exclusive federal 

 
 2 Section 1331 provides that the “district courts shall have 
original jurisdiction of all civil actions arising under the Consti-
tution, laws, or treaties of the United States.” 
 Section 1338(a) provides, in relevant part, that the “district 
courts shall have original jurisdiction of any civil action arising 
under any Act of Congress relating to patents. . . . ” and that 
“[n]o State court shall have jurisdiction over any claim for relief 
arising under any Act of Congress relating to patents. . . .” 
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question patent jurisdiction under §1338(a) in the 
district court, the Federal Circuit lacked appellate 
jurisdiction under 28 U.S.C. §1295(a)(1).3 See Chris-
tianson v. Colt Indus. Operating Corp., 486 U.S. 800, 
807 (1988). Consequently, the Federal Circuit’s judg-
ment should be vacated, and the case remanded with 
instructions to transfer the appeal to the Third Cir-
cuit to determine whether another jurisdictional basis 
in the district court, such as diversity, existed, and to 
decide the appeal on the merits if it did. 

 
A. The District Court Lacked Exclusive 

Federal Question Subject-Matter Juris-
diction 

 A district court’s exclusive federal question juris-
diction under 28 U.S.C. §1338(a) can properly be in-
voked in one of two ways.4 The first and most common 
category, which this brief calls “Type-1,” is one where 
“federal law creates the cause of action asserted.” 

 
 3 The version of section 1295(a)(1) that applies to this case 
provided, in relevant part, that “the Federal Circuit shall have 
exclusive jurisdiction . . . of an appeal from a final decision of a 
district court . . . if the jurisdiction of that court was based, in 
whole or in part, on section 1338.” 
 4 It is unnecessary separately to discuss subject-matter 
jurisdiction under §1331 in view of this Court’s observation that 
“adhering to the demands of linguistic consistency, we have 
interpreted the phrase ‘arising under’ in both sections identical-
ly, applying our §1331 and §1338(a) precedents interchangeably.” 
Gunn, 133 S.Ct. at 1064 (quotation marks and alterations 
omitted). If jurisdiction is absent under §1338(a), it is necessar-
ily also absent under §1331. 
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Gunn, 133 S.Ct. at 1064. The second “special and 
small category of cases,” which this brief calls “Type-
2,” is one in which, under certain circumstances, 
“arising under jurisdiction still lies” despite the fact 
that the claim asserted “finds its origins in state 
rather than federal law.” Id. at 1064-65 (quotation 
marks omitted). 

 In suits brought under the Declaratory Judgment 
Act, such as the one here, the existence of either 
Type-1 or Type-2 federal question subject-matter 
jurisdiction may, in turn, be demonstrated in one 
of two ways. With respect to those counts of the 
complaint that seek “ ‘in essence to assert a [federal] 
defense to an impending or threatened’ ” action, “ ‘it is 
the character of the threatened action, and not of 
the defense, which will determine whether there is 
federal-question jurisdiction in the District Court.’ ” 
Franchise Tax Bd. of Cal. v. Constr. Laborers Vacation 
Trust for S. Cal., 463 U.S. 1, 16 & n.14, 19 (1983) 
(quoting Pub. Serv. Comm’n of Utah v. Wycoff Co., 344 
U.S. 237, 248 (1952) (“Wycoff ”)). With respect to those 
counts of the complaint that seek affirmative relief, 
on the other hand, the jurisdictional inquiry applies 
directly. See Skelly Oil Co. v. Phillips Petroleum Co., 
339 U.S. 667, 672 (1950); see also 10B CHARLES A. 
WRIGHT, ARTHUR R. MILLER & MARY KAY KANE, FED-

ERAL PRACTICE AND PROCEDURE §2767 at 650 (3d ed. 
1998 & Supp. 2013) (“The complaint in a declaratory 
judgment action may be judged on its own merits; if 
it reveals a federal claim, then jurisdiction will ex-
ist. . . . The alternative is to say that the declaratory 
action may be entertained in federal court only if the 
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coercive action that would have been necessary, absent 
the declaratory-judgment procedure, might have been 
so brought.”). 

 Our analysis therefore must begin with an exam-
ination of Medtronic’s declaratory judgment com-
plaints. In order to understand the nature of those 
pleadings, however, it is first necessary to consider 
the parties’ various license agreements. 

 
1. The Parties’ Agreements And The 

Contractual Nature Of Medtronic’s 
Declaratory Judgment Complaints 

a. The Parties’ Agreements Created 
A Contractual Royalty Dispute 
Resolution Procedure With Nested 
Determination Of Patent Issues 

 The licensing relationship between Medtronic and 
Mirowski Family Ventures, LLC (“MFV”) is governed 
by several key agreements – the 1991 License Agree-
ment (“1991 License”) (JA7-18), the various 2003 
Letter Agreements, and the 2006 Litigation Tolling 
Agreement (“LTA”) (JA19-29). See also Medtronic, 
Inc. v. Boston Scientific Corp., 587 F. Supp. 2d 648, 
651-53 (D. Del. 2008) (“Medtronic I”) (describing 
agreements). 

 Under these agreements, MFV must identify the 
claims of the licensed patents that it believes are 
infringed by any new Medtronic products so as to 
fall within the scope of the license and trigger a 
royalty payment obligation. JA13; JA23-24 (§7(c)). If 
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Medtronic disagrees, it has the right, “while main-
taining its sublicense under the License Agreement, 
. . . to challenge the validity and enforceability of any 
patent under the Mirowski license . . . [and the] 
assertion of infringement of any of the Mirowski 
patents through a Declaratory Judgment action.” 
JA13; see also JA20; JA24 (§8). During the course of 
any such declaratory judgment litigation, Medtronic 
also has the right to escrow contested royalties, and 
may obtain a complete or partial refund of such 
royalties if it prevails in whole or in part. JA13; JA19; 
JA27-28 (§§ 10(a) & 11).5 MFV, on the other hand, is 
contractually prohibited, in any such declaratory 
judgment proceeding, from requesting damages, 
treble damages, or injunctive relief against Medtron-
ic; only contractual royalties may be sought. JA13.6 
Finally, the agreements contain two claim preclusion 
clauses. If MFV fails to follow the specified contrac-
tual procedures for identifying Medtronic products, 
no royalty is owed even if noninfringement by such 
products of the licensed patents is never actually 

 
 5 See also Medtronic I, 587 F. Supp. 2d at 652, 653 & n.8, 
657. 
 6 See also JA13 (“In any such litigation, if Medtronic is 
found not to have any royalty obligations with respect to the 
products in dispute then it shall be considered the winning 
party.”); Medtronic I, 587 F. Supp. 2d at 657 (“If Medtronic wins, 
it can recover the portion of the escrow corresponding to non-
infringing products. If MFV wins, Medtronic must continue to 
pay royalties. . . . No damages are contemplated. Even if MFV 
had initiated the present action, it would seek only to compel 
royalties due under the parties’ contract.”). 
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litigated. JA23-24 (§7(c)). Conversely, those products 
with respect to which Medtronic fails to follow the 
specified contractual procedures become subject to 
the royalty obligation without further adjudication. 
JA24 (§8). 

 These provisions, taken together, make clear that 
the parties have established a comprehensive and 
contractual royalty dispute resolution procedure that 
permits nested determination of all relevant patent 
issues under the aegis of their agreements while 
affording Medtronic privileges that it would not, or at 
least may not, possess in conventional patent liti-
gation. Under Federal Circuit precedent, declaratory 
judgment plaintiff-licensees have no right to escrow 
royalties,7 and their right to recoupment of any royal-
ties paid during the course of the litigation is un-
clear.8 Additionally, in conventional patent litigation, 
damages, enhanced damages, and injunctive relief 
are, of course, available in appropriate cases. See 35 
U.S.C. §§ 283 & 284. Finally, under Federal Circuit 
precedent, noninfringement claim preclusion does not 

 
 7 See Cordis Corp. v. Medtronic, Inc., 780 F.2d 991, 995 
(Fed. Cir. 1985). 
 8 See Intermedics Infusaid, Inc. v. Regents of the Univ. of 
Minn., 804 F.2d 129, 133 (Fed. Cir. 1986) (describing issue as 
unsettled); see also Studiengesellschaft Kohle, M.B.H. v. Shell 
Oil Co., 112 F.3d 1561, 1568 (Fed. Cir. 1997) (“[A] licensee . . . 
cannot invoke the protection of the Lear doctrine until it (i) ac-
tually ceases payment of royalties, and (ii) provides notice to the 
licensor that the reason for ceasing payment of royalties is be-
cause it has deemed the relevant claims to be invalid.”). 
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attach as a matter of course to products that were not 
at issue in a prior case.9 The parties’ dispute resolution 
procedure therefore envisions litigation about patent 
issues connected to the royalty obligation that differs 
dramatically both from patent litigation between 
parties with no prior contractual relationship, and 
from the overwhelming majority of patent disputes 
between licensees and licensors. 

 
b. The Declaratory Complaints Are 

Contractual In Nature 

 Medtronic’s declaratory judgment complaints 
are directed to the parties’ special contractual dis- 
pute resolution procedure, and do not purport to 
initiate conventional freestanding patent litigation.10 

 
 9 See Acumed LLC v. Stryker Corp., 525 F.3d 1319, 1324-26 
(Fed. Cir. 2008). 
 10 Medtronic filed an initial Complaint in this action on 
December 17, 2007, followed by a First Amended Complaint on 
November 5, 2008. JA1 (Dkt. 1); JA34-36; Pet. App. 21a (Dkt. 
84). On January 23, 2009, both of the licensed patents at issue 
expired. Pet. App. 30a; Pet. Br. 13 n.6. Medtronic then filed a 
superseding Second Amended Complaint on February 10, 2009. 
JA1 (Dkt. 108); JA40-46. 
 The question of which of these pleadings is the jurisdictionally-
relevant one is discussed in Section I.A.3.iii., infra. For now, 
both the initial and the Second Amended Complaints are 
described together. 
 The parties’ Joint Appendix does not reproduce these plead-
ings in full. Consequently, where necessary, Tessera has cited to 
the original documents in the record. The First Amended and 

(Continued on following page) 
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The complaints recite the existence of the various 
license agreements;11 note that MFV has identified 
certain Medtronic “Accused Devices” pursuant to the 
procedure in those agreements as allegedly infringing 
certain “Asserted Claim[s]” of the licensed patents so 
as to trigger a royalty payment obligation;12 and con-
clude that “[u]nder the terms of the [LTA], the parties 
agreed that . . . after receiving notice of infringement 
from Mirowski . . . , Medtronic may initiate a Final 
DJ action . . . , challenging infringement, unenforcea-
bility and/or validity of the [licensed patents].” JA42 
(¶25); JA36 (¶23).13 The Initial Complaint concludes 
with two counts seeking a declaratory judgment of 
noninfringement and two counts seeking a declara-
tory judgment of invalidity; the First and Second 
Amended Complaints add two counts seeking a de-
claratory judgment of unenforceability.14 

 It is apparent, however, that what is really being 
sought is a declaration that because Medtronic’s 

 
Second Amended Complaints also are available on Westlaw, at 
2008 WL 5588205 and 2009 WL 1347257, respectively. 
 11 See Second Amended Complaint ¶¶ 12 & 19; JA34-35 
(¶¶ 12 & 19). 
 12 See JA41 (¶15); Second Amended Complaint ¶20; id. 
¶¶ 21-24 & 27-28 (partially JA41-42); Initial Complaint ¶¶ 15 & 
20-22 & 25-26 (partially JA35-36). 
 13 See also JA41 (¶15); Second Amended Complaint ¶29; 
JA35-36 (¶¶ 15 & 26). 
 14 See Initial Complaint ¶¶ 24-25 & 27-40; First Amended 
Complaint ¶¶ 24-26 & 28-49; Second Amended Complaint ¶¶ 26-
28 & 30-51 (partially JA42-45). 
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products do not infringe the licensed patents, they do 
not fall within the scope of the license agreements 
and thus do not trigger a royalty payment obligation, 
or, alternatively, that Medtronic may escape its roy-
alty payment obligation because those licensed pat-
ents are invalid and/or unenforceable. See Lear, 
395 U.S. at 661, 674 (royalty payment obligation 
may be avoided due to patent invalidity or, if the 
license so provides, noninfringement); MedImmune, 
Inc. v. Genentech, Inc., 549 U.S. 118, 122 n.1 & 135 
(2007) (noting licensee’s assertion “that the contract 
. . . does not require the payment of royalties because 
the patents do not cover its products and are invalid 
[and unenforceable]”). The noninfringement counts 
are directed solely to the “Accused Devices” identified 
by MFV pursuant to the contractual procedure as 
triggering a royalty payment obligation; the invalid-
ity and unenforceability counts are, similarly, di-
rected solely at the “Asserted Claim[s]” identified by 
MFV pursuant to the same procedure. Initial Com-
plaint ¶¶ 24-25 & 27-40; Second Amended Complaint 
¶¶26-28 & 30-51 (partially JA42-45). The requested 
noninfringement relief is phrased in the past and 
present continuous tense, seeking a “declaration that 
Medtronic has not infringed and is not infringing.” 
Initial Complaint at 8 (¶1); JA45 (¶1). The complaints 
make no mention of any fear of future termination of 
the agreements if Medtronic were to cease payment of 
royalties, or any anticipation of freestanding patent 
litigation with exposure to damages, treble damages, 
or injunctive relief upon any such termination. (Of 
course, the Second Amended Complaint could not do 
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so in any event, as the patents already had expired 
while the license was still in effect. Pet. Br. 13 n.6.) 

 With the contractual nature of Medtronic’s de-
claratory complaints clearly in mind, we turn to the 
question of subject-matter jurisdiction. 

 
2. Federal Question Jurisdiction Cannot 

Be Based Directly On Any Anticipatory 
Defenses Pled In The Complaints 

 As an initial matter, the counts seeking a decla-
ration of invalidity and unenforceability cannot serve 
as a direct basis for federal question jurisdiction 
because each such count simply recites a federal 
defense. See Christianson, 486 U.S. at 809 (“[A] 
case raising a federal patent-law defense does not, 
for that reason alone, ‘arise under’ patent law, even if 
the defense is anticipated in the plaintiff ’s com-
plaint. . . .”) (quotation marks omitted). With respect 
to these counts, “ ‘it is the character of the threatened 
action, and not of the defense, which will determine 
whether there is federal-question jurisdiction in the 
District Court.’ ” Franchise Tax Bd., 463 U.S. at 16 
& n.14, 19 (quoting Wycoff, 344 U.S. at 248). 

 Whether the counts seeking a declaration of 
noninfringement similarly are defensive in nature, or 
instead seek affirmative relief, is, of course, at the 
heart of the parties’ dispute on the proper allocation 
of the burden of persuasion. There is no need to 
resolve this issue for jurisdictional purposes. To the 
extent that the noninfringement counts are viewed 
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as defensive, they cannot serve as a direct basis for 
federal question jurisdiction for the same reason as 
the invalidity and unenforceability counts, and must 
be analyzed in the same way. To the extent that 
the noninfringement counts are viewed as seeking 
affirmative relief, their jurisdictional significance is 
discussed in Section I.A.3.b., infra. 

 
3. The District Court Lacked Type-1 

Federal Question Jurisdiction 

a. The Threatened Coercive Actions 
Do Not Establish Type-1 Jurisdic-
tion Over Any Defensive Count 

 We turn, next, to the question of what “ ‘impend-
ing or threatened’ ” “coercive” actions by the declara-
tory judgment defendant MFV can be said to have 
been “anticipated” by the invalidity and unenforce-
ability declaratory counts of Medtronic’s complaints, 
and by the noninfringement counts to the extent that 
such counts are considered defensive. Franchise Tax 
Bd., 463 U.S. at 16 n.14, 19 & n.19 (partially quoting 
Wycoff, 344 U.S. at 248). 

 This Court has observed that “federal courts have 
consistently adjudicated suits by alleged patent in-
fringers to declare a patent invalid, on the theory that 
an infringement suit by the declaratory judgment de-
fendant would raise a federal question over which the 
federal courts have exclusive jurisdiction.” Franchise 
Tax Bd., 463 U.S. at 19 n.19 (emphasis added). Suits 
brought by patent licensees under an existing license, 
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however, seeking a declaration that the license agree-
ment does not require payment of royalties because 
their products do not infringe the licensed patents 
and/or that the royalty payment obligation may be 
avoided because those licensed patents are invalid 
and unenforceable, have not proven amenable to such 
a straightforward per se rule in favor of federal ques-
tion jurisdiction. 

 Rather, the Courts of Appeals consistently have 
emphasized that, in such cases, the jurisdictional 
analysis is highly fact-specific. Some decisions, see 
n.17, infra, have found Type-1 jurisdiction lacking 
because, under the facts presented, the sole coercive 
action threatened as of the relevant filing date was a 
contractual claim to enforce the royalty obligation,15 
to which the declaratory counts were anticipatorily 
pled16 as defenses.17 Other decisions, see n.19, infra, 

 
 15 See Luckett v. Delpark, Inc., 270 U.S. 496, 502 (1926) 
(contractual cause of action to enforce patent royalty obligation 
is not created by federal law). 
 16 See Lear, 395 U.S. at 661, 674 (royalty payment obligation 
may be avoided due to patent invalidity or, if the license so 
provides, noninfringement); MedImmune, 549 U.S. at 122 n.1 & 
135 (noting licensee’s assertion “that the contract . . . does not 
require the payment of royalties because the patents do not 
cover its products and are invalid [and unenforceable]”). 
 17 See, e.g., Milprint, Inc. v. Curwood, Inc., 562 F.2d 418, 420-
22 (7th Cir. 1977) (licensee under existing license sought declar-
atory judgment of invalidity and determination that no royalties 
were owed while refusing to pay royalties; circumstances did not 
indicate that “licensee’s nonpayment of royalties gave it reason 
to fear [that] the licensor would declare a forfeiture and sue for 
infringement,” and thus only a contractual coercive “suit to 

(Continued on following page) 
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have found Type-1 jurisdiction to exist because, 
under the facts presented, a forward-looking patent 
infringement coercive claim in the event of future 
license termination, to which such declaratory judg-
ment counts were anticipatorily pled as defenses,18 
could also be said to have been threatened as an 
alternative to a forward-looking contractual coercive 
claim that would be assertable absent termination.19 

 
enforce payment of royalties” could be said to be “ ‘impending or 
threatened’ ”) (quoting Wycoff, 344 U.S. at 248); Thiokol Chem. 
Corp. v. Burlington Indus., Inc., 448 F.2d 1328, 1330-31 & n.2 (3d 
Cir. 1971) (licensee under existing license sought declaratory judg-
ment of invalidity, noninfringement and determination that no 
royalties were owed while refusing to pay royalties; circumstances 
indicated that licensor had not “proposed or threatened” to “termi-
nate the license and then move against plaintiff and its vendees 
as infringers,” and thus only a coercive “suit by the defendants 
charging . . . [the] licensee with breach of contract to pay agreed 
sums for the licensed use of certain patents” could be said to have 
been “threatened”); Product Eng’g & Mfg., Inc. v. Barnes, 424 F.2d 
42, 43-44 (10th Cir. 1970) (licensee under existing license sought 
declaratory judgment of invalidity and noninfringement while refus-
ing to pay royalties; circumstances indicated that only a contractual 
coercive “action to enforce payment of royalties” could be said to 
be “‘impending or threatened’”) (quoting Wycoff, 344 U.S. at 248). 
 18 See 35 U.S.C. §282(b) (listing invalidity, noninfringement 
and unenforceability as “defenses in any action involving the 
validity or infringement of a patent”). 
 19 See, e.g., Warner-Jenkinson Co. v. Allied Chem. Corp., 567 
F.2d 184, 186-87 (2d Cir. 1977) (licensee under existing license 
sought declaratory judgment of invalidity and requested court 
permission to breach license and begin depositing “royalty pay-
ments in escrow pendente lite” following licensor’s refusal to 
lower royalty rate; circumstances indicated “anticipation” of two 
“impending” alternative coercive actions, “a contract action for 
royalties” and “a patent infringement action”); C.R. Bard, Inc. v. 

(Continued on following page) 
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The collective teaching of these decisions is that iden-
tification of the anticipated or threatened coercive 

 
Schwartz, 716 F.2d 874, 878-82 (Fed. Cir. 1983) (five-judge panel) 
(licensee under existing license sought declaratory judgment of 
invalidity, unenforceability, and declaration that license agree-
ment was void and that no royalties were due while refusing to 
pay royalties and thereby committing “a material breach of the 
agreement that . . . enabled [licensor] to terminate”; “totality of 
the circumstances” indicated that licensee could anticipate not only 
a “state court contract action” but also, “under the facts of this 
case, . . . an infringement suit even though the license agreement 
was still in effect”); Cordis Corp. v. Medtronic, Inc., 835 F.2d 859, 
862-63 (Fed. Cir. 1987) (licensee under existing license sought 
declaratory judgment of noninfringement, unenforceability, and 
declaration of rights under license agreement while refusing to 
pay royalties as to certain products following threats by licensor 
to terminate license and sue for infringement; circumstances indi-
cated that licensee could anticipate not only “a state contract action 
brought by a licensor to enforce a license agreement,” but also “being 
sued for patent infringement”); Foster v. Hallco Mfg. Co., Inc., 
947 F.2d 469, 473-74 n.3 (Fed. Cir. 1991) (licensee under existing 
license sought declaratory judgment of noninfringement, invalidity, 
and unenforceability while refusing to pay royalties as to certain 
products following licensor’s “overtures that it would terminate 
the license and sue for infringement if the royalties were not 
paid”; circumstances indicated that licensee could anticipate suit 
for patent infringement as one alternative coercive action not-
withstanding fact that licensor “had not terminated the license 
agreement at the time [licensee] brought its declaratory judg-
ment action”); ABB Inc. v. Cooper Indus., LLC, 635 F.3d 1345, 
1347, 1348, 1350 (Fed. Cir. 2011) (licensee under existing license 
sought declaratory judgment of noninfringement and declaration 
of rights under license agreement after having been accused of 
“material breach” for outsourcing manufacturing and implicitly 
threatened with suit “for induced infringement”; circumstances 
indicated that licensee could anticipate not only a state contract 
action brought by licensor to enforce license agreement, but also 
an alternative coercive “patent infringement suit”). 
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claims in declaratory judgment actions brought by 
patent licensees under an existing license turns on 
the “totality of the circumstances.” C.R. Bard, 716 
F.2d at 880. 

 
i. There Was No Type-1 Jurisdic-

tion As Of The Initial Filing 
Date Over Any Defensive Count 
Because Only A Contractual 
Coercive Claim Was Antici-
pated Or Threatened 

 Under the specific circumstances of this case, the 
only coercive claim by MFV that can reasonably be 
said to have been anticipated, impending, or threat-
ened as of the filing date of the initial complaint is a 
contractual one asserting that because the “Accused 
Devices” identified pursuant to the contractual proce-
dure fell within the scope of the “Asserted Claim[s]” 
identified pursuant to the same procedure, they were 
also within the scope of the license, and royalties 
were owed and should be paid over to MFV rather 
than being deposited into escrow. 

 This is so because, as explained in Section I.A.1., 
supra, the parties had established a comprehensive 
and contractual royalty dispute resolution mechanism 
that permitted nested determination of all relevant 
patent issues under the aegis of their agreements, 
and had adhered to this procedure for nearly two 
decades, including several years of active litigation. 
See Second Amended Complaint ¶¶ 16-18; Initial Com-
plaint ¶¶ 16-18. This contractual procedure afforded 
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Medtronic special privileges that were not, or at least 
likely were not, possessed by other patent licensees 
under an existing license seeking similar declaratory 
relief, such as the right to escrow contested royalties, 
to obtain a complete or partial refund of such royal-
ties if it prevailed in whole or in part in the declara-
tory litigation, and to absolve its products from the 
royalty obligation if MFV failed to follow specified 
contractual procedures. See Section I.A.1., supra. 

 As a result, Medtronic did not, as of the initial 
filing date, face the patent licensee’s usual choice 
between, on the one hand, continuing to pay royalties 
while litigating its declaratory judgment action and 
risking inability to recoup those payments, and, on 
the other, ceasing to pay royalties and risking termi-
nation of the license and subsequent freestanding 
patent litigation entailing potentially far greater 
damages and injunctive relief. Medtronic could have 
its cake and eat it too. There therefore was simply no 
chance that Medtronic suddenly would abandon the 
contractual dispute resolution procedure after nearly 
twenty years by ceasing to pay royalties when it could 
resolve the very same patent issues within the con-
tractual framework, and when it knew that both of 
the licensed patents would, in any event, expire 
within a year. Pet. App. 30a; Pet. Br. 13 n.6. Indeed, 
Medtronic’s own brief confirms that “Medtronic did 
not wish to repudiate” the license at the time it 
initially filed suit. Pet. for Cert. 14 n.3. That is why, 
of course, its initial complaint was addressed entirely 
to the contractual dispute resolution mechanism, was 
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phrased in the past and present continuous tense, 
and made no mention of any fear of future termination 
of the agreements if Medtronic were to cease payment 
of royalties, or any anticipation of freestanding patent 
litigation with exposure to damages, treble damages, 
or injunctive relief upon any such termination. 

 Consequently, on the specific and unusual facts of 
this case, a forward-looking patent infringement 
coercive action by MFV in the event of a future elec-
tion to terminate the license cannot reasonably be 
said to have been anticipated, impending or threat-
ened as of the initial filing date, and Type-1 federal 
question jurisdiction therefore cannot be established 
over any defensive count of the initial complaint on 
that basis. See Speedco, Inc. v. Estes, 853 F.2d 909, 
912-13 (Fed. Cir. 1988) (no Type-1 jurisdiction in suit 
by assignee under existing assignment seeking decla-
ration of rights with respect to assigned patent be-
cause coercive patent infringement claim would have 
required “a complete renouncement of the assign-
ment” by the plaintiff assignee, and was thus highly 
improbable even if theoretically possible; “contract 
action to enforce the terms of the contract” was the 
only realistically “threatened” coercive action).20 

 
 20 In the three decisions overturned by this Court in Med-
Immune, 549 U.S. at 132 & n.11, the Federal Circuit assumed, 
with no substantive discussion, with the apparent consent of all 
parties, and in apparent contradiction to its own prior and 
subsequent opinions, see n.19, supra, that it had appellate 
jurisdiction under §1295(a)(1), and thus the district court must 

(Continued on following page) 



21 

ii. Alternatively, There Was No 
Type-1 Jurisdiction As Of The 
Initial Filing Date Over Any 
Defensive Count Because A 
Patent Infringement Coercive 
Claim Was Not Necessarily 
Anticipated Or Threatened 

 Furthermore, even assuming, arguendo, that a 
patent infringement coercive action by MFV can 
reasonably be said also to have been anticipated, 
impending or threatened as of the filing date of the 

 
have had exclusive federal question jurisdiction under §1338(a), 
see Section I.B., infra, in suits brought by licensees under an 
existing license seeking a declaratory judgment of noninfringe-
ment, invalidity, unenforceability, and declaration of rights 
under the license agreement, even though, in each case, there 
was no “reasonable apprehension on the part of the declaratory 
judgment plaintiff,” as of the relevant filing date, “that it will 
face an infringement suit.” See MedImmune, Inc. v. Genentech, 
Inc., 427 F.3d 958, 964, 968-69 (Fed. Cir. 2005), rev’d and re-
manded, 549 U.S. 118 (2007); MedImmune, Inc. v. Centocor, Inc., 
409 F.3d 1376, 1378-79 (Fed. Cir. 2005), vacated and remanded, 
549 U.S. 1163 (2007); Gen-Probe, Inc. v. Vysis, Inc., 359 F.3d 
1376, 1378, 1380 (Fed. Cir. 2004), overruled by MedImmune, 549 
U.S. at 132 & n.11; see also First Amended Complaint, 
MedImmune, Inc. v. Genentech, Inc., No. 2:03-cv-2567 (C.D. Cal. 
Aug. 13, 2003), 2003 WL 25539433; Second Amended Complaint, 
MedImmune, Inc. v. Centocor, Inc., No. 8:02cv1135 (D. Md. July 
30, 2003), 2003 WL 25579553. 
 As this Court has explained, however, sub silentio “jurisdic-
tional rulings of this sort . . . have no precedential effect.” Steel 
Co. v. Citizens for a Better Env’t, 523 U.S. 83, 91 (1998); see also 
Lewis v. Casey, 518 U.S. 343, 352 n.2 (1996) (“[W]e have repeat-
edly held that the existence of unaddressed jurisdictional defects 
has no precedential effect.”). 
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initial complaint, Type-1 jurisdiction still could not be 
based on any defensive count. 

 This Court has explained that “[f]ederal courts 
have regularly taken original jurisdiction over de-
claratory judgment suits in which, if the declaratory 
judgment defendant brought a coercive action to 
enforce its rights, that suit would necessarily present 
a federal question.” Franchise Tax Bd., 463 U.S. at 19 
(emphasis added). The natural corollary of this obser-
vation is that no Type-1 federal question jurisdiction 
exists where, as here, at least one possible coercive 
action is created by state law, and thus, in at least 
one alternative, a federally-created coercive claim 
would be entirely absent. Cf. Christianson, 486 U.S. 
at 810, 813 (“[A] claim supported by alternative 
theories in the complaint may not form the basis for 
[Type-2] §1338(a) jurisdiction unless patent law is 
essential to each of those theories.”). 

 This Court’s decision in Holmes Group, Inc. v. 
Vornado Air Circulation Systems, Inc., 535 U.S. 826 
(2002), is fully consistent with this view of Type-1 
jurisdiction. In Holmes, the plaintiff sought “a declar-
atory judgment that its products did not infringe 
respondent’s trade dress” under the Lanham Act. Id., 
535 U.S. at 828. At the time the complaint was filed, 
the declaratory judgment defendant had already 
initiated an ITC action claiming patent and trade 
dress infringement by the declaratory judgment 
plaintiff, and, consequently, both a coercive action 
for trade dress infringement, and one for patent in-
fringement, could reasonably be said to have been 
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anticipated, impending or threatened. Id. Yet this 
Court concluded that the declaratory “complaint did 
not assert any claim arising under federal patent 
law.” Id. at 830. The most logical explanation for this 
holding is that §1338(a) federal question jurisdiction 
was absent because at least one possible alternative 
coercive action was not for patent infringement, and 
thus such an action would not necessarily have been 
presented.21 See also La Chemise Lacoste v. Alligator 
Co., 506 F.2d 339, 346 (3d Cir. 1974) (no Type-1 federal 
question jurisdiction “where federal relief was only 
one of three available avenues of [coercive] litigation” 
by the declaratory judgment defendant, as the “ ‘char-
acter of the threatened action’ was not necessarily 
federal in nature”) (quoting Wycoff, 344 U.S. at 248).22 

 

 
 21 Holmes has since been statutorily overruled on other 
grounds, but that amendment is irrelevant here. See n.23, infra. 
 22 To be sure, the Eleventh Circuit expressly has rejected 
this approach to Type-1 jurisdiction, albeit without any dis-
cussion of Holmes. See Household Bank v. JFS Group, 320 F.3d 
1249, 1254-59 (11th Cir. 2003). Four other Courts of Appeals also 
have reached results inconsistent with this approach, albeit 
without any explicit discussion of the issue, and, again, without 
any mention of Holmes. See Fina Oil & Chem. Co. v. Ewen, 123 
F.3d 1466, 1472 (Fed. Cir. 1997); Cardtoons, L.C. v. Major 
League Baseball Players Ass’n, 95 F.3d 959, 964-95 (10th Cir. 
1996); Great Clips, Inc. v. Hair Cuttery of Greater Boston, L.L.C., 
591 F.3d 32, 34-35 (1st Cir. 2010); PHC, Inc. v. Pioneer Health-
care, Inc., 75 F.3d 75, 77-79 (1st Cir. 1996); and the Second and 
Federal Circuit cases set out in n.19, supra. 
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iii. Alternatively, The District 
Court Was Divested Of Type-
1 Jurisdiction Over All De-
fensive Counts By The Time 
Medtronic Filed Its Second 
Amended Complaint After 
Patent Expiration 

 Finally, even assuming, arguendo, that the dis-
trict court properly had exercised Type-1 jurisdiction 
over Medtronic’s initial complaint, it was divested of 
that jurisdiction by the time Medtronic filed its 
Second Amended Complaint. 

 Both of the licensed patents involved in this case 
expired by operation of law on January 23, 2009. Pet. 
App. 30a; Pet. Br. 13 n.6; 35 U.S.C. §251. On that 
date, when its obligation to pay the royalties at issue 
ceased, Medtronic was still a licensee in good stand-
ing. On February 10, 2009, Medtronic filed its Second 
Amended Complaint, JA1 (Dkt. 108); JA40-46, which 
superseded all prior pleadings. See Pac. Bell Tel. Co. 
v. Linkline Commc’ns, Inc., 555 U.S. 438, 456 n.4 
(2009). By that point, however, because the relevant 
patents had expired, a nonfrivolous forward-looking 
patent infringement coercive action by MFV had be-
come impossible; the only coercive claim left to MFV 
was a backward-looking contract action to recover 
royalties that had been paid into escrow prior to 
patent expiration. As a consequence, the district court 
lost any Type-1 federal question jurisdiction it might 
originally have had. See Steel Co. v. Citizens for a 
Better Env’t, 523 U.S. 83, 89 (1998) (federal question 
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jurisdiction cannot be based on “wholly insubstantial 
and frivolous” claim) (quotation marks omitted); cf. 
Arizonans for Official English v. Arizona, 520 U.S. 43, 
67 (1997) (“To qualify as a case fit for federal-court 
adjudication, an actual controversy must be extant at 
all stages of review, not merely at the time the com-
plaint is filed.”) (internal quotation marks omitted). 

 The so-called time-of-filing rule does not suggest 
a different result. It is true that, when “subject-
matter jurisdiction [is] premised upon diversity of 
citizenship,” this Court “measures all challenges” to 
diversity “against the state of facts that existed at the 
time of filing.” Grupo Dataflux v. Atlas Global Group, 
L.P., 541 U.S. 567, 571 (2004). The time-of-filing rule, 
however, is animated by concerns that parties may 
manipulate federal court jurisdiction by engaging in a 
“postfiling salvage operation.” Id. Consequently, this 
Court also has held that, in non-removal federal ques-
tion cases, where such concerns are not implicated, 
the time-of-filing rule should not reflexively be ap-
plied, and that “when a plaintiff files a complaint in 
federal court and then voluntarily amends the com-
plaint, courts look to the amended complaint to 
determine jurisdiction.” Rockwell Int’l Corp. v. United 
States, 549 U.S. 457, 473-74 & n.6 (2007). 

 The rationale of Rockwell applies to this case. 
Both parties knew, when the initial complaint was 
filed, that the two patents at issue would expire a 
year later, on January 23, 2009. See 35 U.S.C. § 251. 
This “state of facts” never changed, and was, indeed, 
beyond the parties’ power to change – expiration 
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simply came about with the passage of time. The new 
allegations in the Second Amended Complaint related 
to letters MFV had sent in 2008 identifying, pursuant 
to the contractual procedure, additional “Accused 
Devices” as falling within the scope of the “Asserted 
Claim[s].” See JA41-42 (¶¶ 23-24); Second Amended 
Complaint ¶¶ 26-27. Medtronic could have filed an 
amended complaint with allegations about these 
letters prior to January 23, 2009 to avoid the patent 
expiration issue. But it did not; the Second Amended 
Complaint was executed by counsel on the exact date 
of patent expiration, January 23, 2009, and filed 
thereafter. See Second Amended Complaint at 10. 
Having chosen to file a superseding pleading at the 
time it knew the relevant patents to have expired, 
Medtronic must live with the consequences of that 
act. See Rockwell, 549 U.S. at 473-74. 

 
b. There Is Also No Type-1 Jurisdic-

tion Over The Noninfringement 
Counts If Viewed As Seeking 
Affirmative Relief 

 As the preceding discussion of the parties’ con-
tractual dispute resolution mechanism shows, see Sec-
tion I.A.1., supra, the noninfringement declaratory 
counts of Medtronic’s complaints, if viewed as seeking 
affirmative relief, are contractual in nature – Med-
tronic effectively asks for a declaration that because 
its products do not infringe, they do not fall within 
the scope of the royalty payment obligation under the 
license. Indeed, Medtronic’s own brief concedes this, 
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stating that what Medtronic seeks is a declaration 
that “ ‘the agreement does not call for royalties be-
cause [its] product does not infringe the patent.’ ” Pet. 
for Cert. 2 (quoting MedImmune, and then noting 
that “Medtronic filed just such an action”); Pet. Br. 42 
n.18. Such a contractual cause of action is not created 
by federal law, see Luckett v. Delpark, Inc., 270 U.S. 
496, 502 (1926), and thus does not support Type-1 
federal question jurisdiction. 

 
4. The District Court Also Lacked Type-

2 Federal Question Jurisdiction 

 Furthermore, neither MFV’s contractual coercive 
claim, nor the royalty-avoiding noninfringement de-
claratory counts of Medtronic’s complaints (if viewed 
as seeking affirmative relief), can sustain the exercise 
of Type-2 federal question jurisdiction. To the extent 
that the parties and the lower courts assumed other-
wise, that assumption did not survive this Court’s 
recent decision in Gunn. 

 To analyze this issue, it is helpful first to review 
this Court’s venerable decision in Lear. The state 
court in Lear interpreted the license agreement as 
covering any product that infringed certain patent 
claims, undertook a conventional infringement analy-
sis, and ultimately concluded that “when the claims 
of the patent are interpreted in the manner set forth 
above,” the “record demonstrates, without substantial 
conflict, that Lear utilized the apparatus patented by 
Adkins throughout the period in question” and was 
thus required to pay royalties under the license. 
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Adkins v. Lear, Inc., 435 P.2d 321, 332, 337-41 (Cal. 
1968). This Court, in turn, after quoting this con-
clusion, noted that “the California Supreme Court’s 
construction of the 1955 licensing agreement is solely 
a matter of state law.” Lear, 395 U.S. at 661-62. Lear, 
then, teaches that in a case such as this one, the 
noninfringement determination is effectively a type of 
case within a case, a sub-issue governed by federal 
law nested within a broader determination as to the 
scope of the license and the attendant royalty pay-
ment obligation that is ultimately governed by state 
law. 

 With the holding of Lear in mind, we now return 
to the jurisdictional analysis and Gunn. Type-2 
“federal jurisdiction over a state law claim will lie if a 
federal issue is: (1) necessarily raised, (2) actually 
disputed, (3) substantial, and (4) capable of resolution 
in federal court without disrupting the federal-state 
balance approved by Congress.” Gunn, 133 S.Ct. at 
1065 (citing Grable & Sons Metal Prods., Inc. v. 
Darue Eng’g & Mfg., 545 U.S. 308, 313-14 (2005)). 

 Here, as in Gunn, the federal law noninfringe-
ment case-within-a-case sub-issue is both “necessarily 
raised” and “actually disputed,” for the determination 
of the scope of the parties’ license and the attendant 
royalty payment obligation, in both MFV’s contractual 
coercive claim and the royalty-avoiding noninfringe-
ment declaratory counts (if viewed as seeking affirm-
ative relief), turns on whether Medtronic’s products 
do or do not infringe the licensed patents. Id. Yet, 
here, as in Gunn, Type-2 jurisdiction nonetheless is 
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absent because the third and fourth Grable factors 
are not met. 

 As this Court emphasized in Gunn, “it is not 
enough,” with respect to the third Grable factor, “that 
the federal issue be significant to the particular 
parties in the immediate suit; that will always be 
true when the state claim necessarily raises a dis-
puted federal issue. . . .” Id. at 1066 (emphasis in 
original; quotation marks and alterations omitted). 
Rather, the substantiality inquiry focuses on “the im-
portance of the issue to the federal system as a 
whole.” Id. And here, as in Gunn, such system-wide 
importance is missing – “even assuming that a state 
court’s case-within-a-case adjudication [of infringe-
ment or noninfringement] may be preclusive under 
some circumstances, the result would be limited to 
the parties and patents that had been before the state 
court. Such fact-bound and situation-specific effects 
are not sufficient to establish federal arising under 
jurisdiction.” Id. at 1067-68 (quotation marks omitted); 
see also MDS (Can.), Inc. v. Rad Source Techs., Inc., 
___ F.3d ___, No. 11-15145, 2013 WL 3285447, at *6 
(11th Cir. July 1, 2013) (per curiam) (no Type-2 fed-
eral question jurisdiction over licensee’s contractual 
cause of action regarding scope of patent license that 
incorporated an infringement issue – “[i]n the light of 
the fact-bound nature of the question, the small 
likelihood that the resolution of the issue would 
impact future cases, and the weak interest of the 
government in federal adjudication of this action, we 
cannot conclude that the issue of patent infringement 
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presented by [the licensee] is a ‘substantial question’ 
of federal law” under Gunn); Albright v. Teas, 106 
U.S. 613, 616-18 (1883) (no Type-2 federal question 
jurisdiction in suit for royalties under contract simply 
because, in assessing scope of royalty obligation, court 
would have to address “incidental and collateral” 
issue of whether “certain goods manufactured by [the 
assignees] . . . embody the invention covered by the 
. . . [assignor’s] patents”). Additionally, here, as in 
Gunn, the noninfringement case-within-a-case sub-
issue also is entirely “backward-looking,” as the rele-
vant patents have expired, further bolstering the 
conclusion that the third Grable factor is not met. 
Gunn, 133 S.Ct. at 1066-67. 

 The fourth Grable requirement similarly is not 
satisfied in this case for essentially the same reasons 
as in Gunn. State courts have, for two centuries, been 
understood by this Court to have the authority to 
adjudicate patent license contractual disputes, even 
when such disputes subsumed case-within-a-case in-
fringement sub-issues governed by federal law. See 
Lear, 395 U.S. at 661-62. Undoing this historical 
prerogative certainly would disrupt “the federal-state 
balance approved by Congress,” for here, as in Gunn, 
there is “no reason to suppose that Congress – in 
establishing exclusive federal jurisdiction over patent 
cases – meant to bar” such disputes “from state 
courts.” Gunn, 133 S.Ct. at 1068; see also MDS, 2013 
WL 3285447, at *6 (“To hold that all questions of pat-
ent infringement are substantial questions of federal 
law for the purposes of federal patent jurisdiction 
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would sweep a number of state-law claims into fed-
eral court.”). 

 Consequently, the district court also lacked Type-
2 federal question jurisdiction. 

 
B. The Federal Circuit Lacked Appellate 

Jurisdiction 

 The version of section 1295(a)(1) applicable to 
this case23 bases the Federal Circuit’s appellate juris-
diction on the existence of section 1338(a) jurisdiction 
in the district court. See Christianson, 486 U.S. at 807. 
Thus, because the district court, as demonstrated in 
Section I.A., supra, lacked subject-matter jurisdiction 
under section 1338(a), the Federal Circuit lacked 
appellate jurisdiction under section 1295(a)(1). Con-
sequently, the Federal Circuit’s judgment should be 
vacated, and the case remanded with instructions to 
transfer the appeal to the Third Circuit pursuant to 
28 U.S.C. §1631 to determine whether another juris-
dictional basis in the district court, such as diversity, 
existed, and to decide the appeal on the merits if it 
did. See Christianson, 486 U.S. at 819. 

 

 
 23 Section 1295(a)(1) was amended, for actions filed on or 
after September 16, 2011, to overrule this Court’s decision in 
Holmes. See Leahy-Smith America Invents Act, Pub. L. No. 112-
29, sec. 19(b), (e), 125 Stat. 284, 331-33 (2011). That amendment 
is irrelevant here. 
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II. ALTERNATIVELY, VACATUR AND REMAND 
ARE APPROPRIATE BECAUSE THE BUR-
DEN OF PERSUASION IN THIS CASE MAY 
BE GOVERNED BY STATE, NOT FEDERAL, 
LAW 

 Even assuming, arguendo, that Type-2 exclusive 
federal question jurisdiction properly was invoked in 
this case, vacatur and remand nonetheless are appro-
priate for another, independent, reason. The parties 
and the courts below assumed that the burden of 
persuasion issue was governed by federal law. As the 
following discussion shows, that is not necessarily the 
case. 

 
A. The Burden Of Persuasion As To The 

Scope Of A Patent License, Even One 
Defined In Terms Of Noninfringement, 
Is Ordinarily A Matter Of State Law 

 Vertical-choice-of-law analysis is a matter en-
tirely independent of the basis for the federal courts’ 
subject-matter jurisdiction. See, e.g., O’Melveny & 
Myers v. F.D.I.C., 512 U.S. 79, 85 (1994) (undertaking 
vertical-choice-of-law analysis and holding that state 
law governed issue in case where subject-matter 
jurisdiction was conferred by federal statute, 12 
U.S.C. §1819(b)(2)).24 Consequently, even assuming 

 
 24 See also 19 CHARLES A. WRIGHT, ARTHUR R. MILLER & 
EDWARD H. COOPER, FEDERAL PRACTICE AND PROCEDURE §4520 at 
635 (2d ed. 1996 & Supp. 2013) (“[I]t is the source of the right 
sued upon, and not the ground on which federal jurisdiction over 

(Continued on following page) 
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the presence of Type-2 jurisdiction, the vertical-choice-
of-law issue remains. 

 As discussed in Section I.A.4., supra, this Court 
has held that when the coverage of a patent license is 
defined in terms of noninfringement of the licensed 
patents, the noninfringement determination is a type 
of case within a case, a sub-issue governed by federal 
law nested within a broader determination as to the 
scope of the license and the attendant royalty pay-
ment obligation that is ultimately governed by state 
law. See Lear, 395 U.S. at 661-62. 

 Additionally, this Court consistently has held that 
the burden of persuasion is substantive for vertical-
choice-of-law purposes, and thus, if a state rule of 
decision governs a particular issue, the burden of 
persuasion on that issue also is defined by state law. 
See Raleigh v. Ill. Dep’t of Revenue, 530 U.S. 15, 20-21 
(2000) (“Given its importance to the outcome of cases, 
we have long held the burden of proof to be a ‘sub-
stantive’ aspect of a claim.”).25 

 
the case is founded, which determines the governing law.”) (em-
phasis in original, quotation marks omitted). 
 25 See also Dick v. N.Y. Life Ins. Co., 359 U.S. 437, 446 
(1959) (“Under the Erie rule, presumptions (and their effects) 
and burden of proof are ‘substantive’. . . .”); Palmer v. Hoffman, 
318 U.S. 109, 117 (1943) (burden of persuasion is “a question of 
local law”); Cities Serv. Oil Co. v. Dunlap, 308 U.S. 208, 212 
(1939) (burden of persuasion entailed “a substantial right,” and 
was governed “by the local rule.”). 
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 Combining these two premises, it follows that the 
ultimate burden of persuasion on whether certain 
products fall within the scope of a patent license, and 
thus incur a royalty payment obligation, presumptive-
ly must also be a matter of state law – even when the 
scope of that license is defined in terms of a nested 
noninfringement issue that must, case-within-a-case 
fashion, be analyzed under federal law. 

 Why presumptively? Because one further matter 
must be considered. Lear explains that a state rule of 
decision otherwise applicable to patent licenses must 
give way to a federal common law rule in those rare 
situations where the application of state law would 
work “a substantial impairment of overriding federal 
policy.” Lear, 395 U.S. at 673. As this Court’s recent 
decision in Gunn makes clear, however, no such 
“overriding federal policy” is at work here. 

 In Gunn, the case-within-a-case issue was one of 
patent invalidity. See Gunn, 133 S.Ct. at 1062-63. In 
ordinary patent infringement litigation, invalidity is 
an affirmative defense on which the accused infringer 
bears the burden of persuasion as a matter of 
statutory command. See 35 U.S.C. §282(a). Yet this 
Court was entirely untroubled by the fact that, in the 
state-law-based malpractice action, it was the patent-
ee who would have to bear the burden of persuasion 
on this issue, and would have to show that his patent 
would have been found valid. See Gunn, 133 S.Ct. at 
1065 (“To prevail on his legal malpractice claim, 
therefore, Minton must show that he would have 
prevailed in his federal patent infringement case if 
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only petitioners had timely made an experimental-
use argument on his behalf.”). 

 If no overriding federal policy in Gunn required 
displacement of the state-law-imposed reversal of the 
burden of persuasion on invalidity, even in the face 
of the statutory command of section 282(a), then, 
à fortiori, no such overriding federal policy exists in 
this case, given the absence of any generally-
applicable statute governing the burden of persuasion 
on the issue of infringement in ordinary patent 
litigation.26 Consequently, the default rule remains – 
the ultimate burden of persuasion as to whether 
certain products fall within the scope of a patent 
license, and thus incur a royalty payment obligation, 
ordinarily is a matter of state law. 

 
 
 
 

 
 26 Indeed, the only statute that has anything to say on the 
matter requires the accused infringer to prove noninfringement 
under certain circumstances in ordinary patent litigation. See 35 
U.S.C. §295 (under recited conditions, “the burden of establish-
ing that the product was not made by the [patented] process 
shall be on the party asserting that it was not so made.”); 
Nutrinova Nutrition Specialties & Food Ingredients GmbH v. 
Int’l Trade Comm’n, 224 F.3d 1356, 1359-60 (Fed. Cir. 2000) 
(Section 295 “requires the alleged infringer to disprove in-
fringement.”). But see Pet. Br. 37-38 (omitting key statutory 
language from quotation and arguing that section 295 merely 
shifts burden of production). 
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B. Remand Is Necessary To Determine If 
The Parties Contracted Out Of The 
Default Rule, And, If Not, What State 
Law Provides 

 In this case, however, the default rule is not the 
final word, because the parties’ agreements contain 
potentially applicable choice-of-law clauses. 

 The 1991 License provides, in relevant part, that 
“[a]ll matters affecting the interpretation, form, 
validity, and performance of The Agreement shall be 
decided under the laws of the state of Minnesota, 
including its procedural laws. . . .” JA14. Thus, in the 
agreement that initially provided for a declaratory 
judgment action by Medtronic in which it could, while 
maintaining its license, seek a determination that no 
royalties were owed because a particular product did 
not infringe a licensed patent, the parties did not 
purport to contract out of the default rule, other than 
to specify that Minnesota law governed. 

 The 2006 Litigation Tolling Agreement, however, 
while restating the declaratory judgment action pro-
visions, altered the choice-of-law clause to read that 
“[t]his Agreement shall be interpreted and construed, 
and the legal relations created herein shall be deter-
mined, in accordance with the laws of the State of 
Minnesota and the United States.” JA29 (emphasis 
added). 

 The lower courts in this case – in addition to not 
acknowledging the default choice-of-law rule on the 
burden of persuasion – never addressed the question 
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of whether the inclusion of federal law in the choice-
of-law clause in this latter agreement was intended 
by the parties to alter that default rule. Consequently, 
vacatur and remand are necessary for the lower 
courts to consider, in the first instance, whether the 
parties contracted out of the default choice-of-law rule 
on the burden of persuasion, and, if they did not, 
what the allocation of the burden of persuasion would 
be in this case under Minnesota law. See O’Melveny, 
512 U.S. at 89 (declining to decide, in the first in-
stance, issue of state law not addressed by lower 
courts, and remanding for decision on that issue). 

*    *    * 

 A final thought. Parties choose to define the 
scope of patent licenses in a wide variety of ways. 
Some licenses, like the one at issue here, focus on 
infringement of the licensed patents; others on a 
particular contractual definition of the licensed 
technology. Pet. Br. 42 n.18. If the Court is inclined to 
reach the merits and create a federal common law 
rule of decision on the burden of persuasion issue, it 
should carefully limit that rule to licenses where the 
scope is defined in terms of infringement and that, 
like the one here, specifically contemplate declaratory 
litigation of patent issues by the licensee under the 
aegis of the agreement. Other types of licenses pre-
sent issues that have not been briefed and argued. 

---------------------------------  --------------------------------- 
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CONCLUSION 

 For the foregoing reasons, the Federal Circuit’s 
judgment should be vacated, and the case remanded 
with instructions to transfer the appeal to the Third 
Circuit. Alternatively, the case should be remanded 
for consideration of the vertical-choice-of-law issue on 
the allocation of the burden of persuasion. 
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