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QUESTIONS PRESENTED 

1. Whether alternative holdings, each 
independently sufficient to sustain a judgment, all 
have preclusive effect in subsequent proceedings, as 
the Second, Third, Ninth, Eleventh, and D.C. 
Circuits hold, or whether none of them do, as the 
Fourth, Seventh, Tenth, and Federal Circuits hold. 

2.  Whether the mandate rule bars a party from 
relitigating an issue in the same case that was 
within the scope of a decision that was unequivocally 
affirmed. 
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PARTIES INVOLVED 

Cisco Systems, Inc., SAS Institute Inc., Oracle 
America, Inc. (formerly known as Sun Microsystems, 
Inc.), Oracle Corporation, PayPal, Inc., SAP America, 
Inc., SAP, AG, Sybase, Inc., Software AG, and 
Software AG, Inc. are petitioners here and were 
defendants-appellees below.   

TecSec, Inc. is respondent here and was plaintiff-
appellant below. 

Adobe Systems, Inc. was a defendant-appellee 
below but is not a petitioner here. 

International Business Machines Corporation 
(IBM) was a defendant below but did not participate 
in TecSec’s latest appeal because the Federal Circuit 
previously affirmed the district court’s decision in 
IBM’s favor in an earlier appeal, and IBM and 
TecSec thereafter settled their remaining disputes, 
including IBM’s then-pending motion for attorney 
fees.  

eBay Inc. (eBay) was also a defendant below, but 
the district court dismissed TecSec’s claims against 
eBay without prejudice in an August 2010 order 
unrelated to this petition. 
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CORPORATE DISCLOSURE 

No publicly held company is the parent or owns 
10 percent or more of the stock of Petitioner Cisco 
Systems, Inc., or Petitioner SAS Institute Inc. 

Petitioner Oracle Corporation is the parent of 
Petitioner Oracle America, Inc.  No other publicly 
held company is the parent or owns 10 percent or 
more of the stock of either Oracle Corporation or 
Oracle America, Inc. 

eBay, Inc. is the parent of Petitioner PayPal, Inc.  
No other publicly held company is the parent or owns 
10 percent or more of the stock of either eBay, Inc. or 
PayPal, Inc. 

Petitioner SAP, AG is a publicly traded German 
company and is the parent of Petitioner SAP 
America, Inc., which is the parent of Petitioner 
Sybase, Inc.  No other publicly held company is the 
parent or owns 10 percent or more of the stock of 
SAP, AG, SAP America, Inc., or Sybase, Inc. 

Petitioner Software AG is the parent of Petitioner 
Software AG, Inc.  No other publicly held company is 
the parent or owns 10 percent or more of the stock of 
either Software AG or Software AG, Inc. 
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PETITION FOR WRIT OF CERTIORARI 

This petition presents questions of substantial 
importance to the management of complex litigation 
involving multiple appeals: the application of 
collateral estoppel and the mandate rule to a prior 
district court decision with multiple, independently 
dispositive holdings, which was affirmed in full on 
appeal.  Surprisingly, the courts of appeals are 
deeply divided on this question, with a minority—
including the court below—determining that 
alternative holdings have no collateral estoppel 
effect, and are binding under the mandate rule only 
if the prior affirmance expressly says so, even within 
the same case. 

It is well-settled that where a judgment rests on a 
single ground collateral estoppel ensures it has 
preclusive effect on the parties.  Where a court 
renders alternative holdings in support of a 
judgment, those holdings also should each have 
preclusive effect—particularly in the very same 
case.  But a panel of the Federal Circuit held 
otherwise and deepened a divide among the circuits 
by applying a rule that a decision issued by a district 
court or a court of appeals resting on multiple, 
independently sufficient grounds has no preclusive 
effect in the same case or others.  Under its 
approach, a party which loses for multiple reasons is 
better off than a party that loses for just one.  That 
makes no sense. 

Only this Court can resolve the entrenched circuit 
split on this issue.  In its decision below, the Federal 
Circuit applied the minority approach, joining the 
Fourth, Seventh, and Tenth Circuits in rejecting any 
preclusive effect for alternative holdings, while the 
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Second, Third, Ninth, Eleventh, and D.C. Circuits 
have reached the opposite conclusion.   

The minority rule is inconsistent with the 
reasoning of this Court’s prior rulings addressing 
collateral estoppel, particularly Parklane Hosiery Co. 
v. Shore, 439 U.S. 322, 328 (1979), and 
fundamentally “fail[s] to recognize the obvious 
difference in position between a party who has never 
litigated an issue and one who has fully litigated and 
lost.”  Id. at 327.  The Federal Circuit’s ruling will 
undermine the interests in finality and efficiency 
that collateral estoppel protects. And it does so in an 
asymmetric way that systematically favors plaintiffs 
over defendants because a defense win is more likely 
to rest on multiple grounds, each independently 
sufficient to support the judgment. The holding 
below will also raise the cost of litigation by giving 
losing parties the opportunity to relitigate issues 
after already having a full and fair opportunity to do 
so, and by encouraging collateral disputes over 
whether an earlier judgment rested on one or 
multiple grounds. 

Not only does this reward parties that lose on 
multiple grounds by allowing them to relitigate the 
same issues in subsequent cases, but it frustrates the 
ability of  courts to efficiently manage their heavy 
dockets by deciding all the disputed issues in a case 
at the same time.  The rule will encourage piecemeal 
decision-making and seriatim appeals.  Given the 
deep, intractable circuit split, only this Court can 
bring uniformity by granting review and resolving 
this issue once and for all. 

In addition, the Federal Circuit held that the 
mandate rule did not bar TecSec from taking a 
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second appeal in the same case on issues in the same 
district court order it had already appealed and lost.  
That approach radically departs from precedent 
applying the mandate rule—a rule that, unlike 
collateral estoppel, is intended specifically to prevent 
courts from reconsidering over and over again in the 
same case an issue that was already resolved in a 
previously appealed judgment and that the previous 
appellate panel did not remand back to the district 
court. Under the Federal Circuit’s reasoning, a lower 
court’s holdings are not binding on remand unless 
expressly foreclosed from reconsideration. That will 
significantly undermine the finality of judgments in 
patent cases because the Federal Circuit resolves 
almost 30% of its patent appeals through one-word 
summary affirmances.   

The Federal Circuit has the mandate rule exactly 
backwards.  There is a default presumption of 
finality that is overcome only if the appellate court 
indicates otherwise.  In other words, as this Court 
and the majority of circuits recognize, when a 
decision is appealed and affirmed, all aspects of that 
decision become final and binding unless reserved.    
Any other approach would encourage parties to hold 
back, hoping to take multiple shots on appeal before 
different panels at different times.  But when a party 
loses in district court and on appeal, unless an issue 
was remanded or otherwise reserved, it should not be 
able to bring a second appeal challenging the same 
issue on which it previously lost.  This Court should 
grant review to dispel the confusion among the 
circuits and confirm that this common sense 
principle is the law.   
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OPINIONS BELOW 

The court of appeals issued two decisions below.  
The first (Pet. App. 42a), summarily affirming a 
district court order containing alternative holdings, 
is reported at 466 F. App’x 882.  The second (Pet. 
App. 1a), refusing to give the earlier decision 
preclusive effect and going the opposite way on the 
merits is reported at 731 F.3d 1336.  The opinion of 
the district court granting summary judgment to 
IBM (Pet. App. 43a) is reported at 769 F. Supp. 2d 
997. 

JURISDICTION 

This Court has jurisdiction under 28 U.S.C. 
§ 1254(1).  The court of appeals entered judgment on 
October 2, 2013, Pet. App. 2a-3a, and denied 
Petitioners’ timely-filed rehearing petition on 
December 26, 2013.  Pet. App. 39a-41a. 

STATEMENT OF THE CASE 

Petitioners are ten of the leading technology 
companies in the country. They were sued in this 
case for alleged patent infringement arising out of 
their internet servers and related software, and in 
some cases computer hardware, products. 

Respondent TecSec, Inc. is a Virginia company 
that holds several patents related to encryption.  
Founded by a retired CIA cryptologist with no 
previous private-sector experience, TecSec’s attempt 
to develop commercially viable products did not 
succeed.  TecSec’s business strategy today consists of 
asserting its patents, including the four patents at 
issue here—United States Patent Nos. 5,369,702; 
5,680,452; 5,717,755; and 5,898,781—against 
successful technology companies.  Those four patents 
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are referred to in the record collectively as the 
“DCOM” patents, or the “’702 patent family.”  Every 
asserted claim of all four patents contains the 
limitation “multi-level multimedia security.”  Thus, 
any accused product or process that does not have 
“multi-level multimedia security”—as that limitation 
is properly construed—does not infringe. 

A. District Court Proceedings 

In 2010, TecSec sued thirteen mostly unrelated 
defendants, alleging infringement of the four DCOM 
patents, as well as seven others, and accusing dozens 
of products.  Court of Appeals Joint Appendix, Case 
No. 12-1415 (“CA App.”) A2648-2730.  In response to 
case management motions, the district court ordered 
TecSec to proceed first against IBM and stayed 
TecSec’s claims against the other defendants.  Pet. 
App. 5a, 45a n.2.  After discovery, IBM moved for 
summary judgment of noninfringement of the DCOM 
patents (as well as two others not relevant here).  
IBM’s motion presented arguments regarding the 
proper construction of the “multi-level . . . security” 
and “multimedia” terms common to all of the 
asserted claims, and argued that it did not infringe 
as a matter of law under those constructions.  IBM’s 
motion also argued that TecSec had failed to meet its 
burden to come forward with evidence to support its 
infringement claims—despite taking extensive 
discovery from IBM.  TecSec’s brief in opposition 
offered competing constructions of “multi-level . . . 
security” and “multimedia” and disputed IBM’s 
entitlement to summary judgment. 

The district court granted IBM’s motion and 
entered judgment against TecSec.  Pet. App. 43a-44a.   
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First, the district court agreed with IBM’s 
proposed constructions of “multimedia” and “multi-
level … security.”  Id. at 50a-64a.  Based on those 
claim constructions, the district court held that the 
accused IBM products “do not provide ‘multi-level 
multimedia security,’” id. at 82a; see also id. at 81a-
86a, as there was “no genuine dispute that IBM’s 
accused products do not meet all of the required 
claim limitations of the [relevant] patents, either 
alone or in combination.”  Id. at 81a.  Although the 
parties disputed the construction of several terms in 
the asserted patent claims, the district court 
“construe[d] only those . . . strictly necessary to the 
resolution of the parties’ motions.”  Id. at 50a.  For 
the DCOM patents, those “strictly necessary” terms 
were “multi-level . . . security” and “multimedia,” id. 
at 49a, and the district court’s conclusion of 
noninfringement was based on a thorough claim 
construction analysis, id. at 50a-64a, and 
consideration of IBM’s products under that 
construction.  Id. at 81a-86a.1 

                                            
1 The court construed “multi-level . . . security” to mean 
“security achieved when encrypted objects are nested within 
other objects which are also encrypted, possibly within other 
objects, resulting in multiple layers of encryption.”  Pet. App. 
62a.  And the court construed “multimedia” to mean “a 
computer technology that displays information using a 
combination of full-motion video, animation, sound, graphics, 
and text with a high degree of user interaction,” id. at 64a, 
which was the definition that appeared in a technical dictionary 
that TecSec cited to the patent office in response to an 
indefiniteness rejection directed at the “multimedia” term.  Id. 
at 63a-64a. 
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Second, the district court held that IBM was also 
entitled to summary judgment under the principles 
explained in Celotex Corp. v. Catrett, 477 U.S. 317, 
322-23 (1986), because TecSec failed, in response to a 
properly supported motion for summary judgment, to 
come forward with evidence to substantiate its 
patent infringement claims.  Pet. App. 64a-81a.  As 
the district court noted, its ruling that the proper 
claim construction of “multi-level . . . security” and 
“multimedia” compelled a holding of 
noninfringement was “[i]n addition to TecSec’s 
failure to produce any evidence supporting its 
allegations of direct or indirect infringement of the 
’702 (DCOM) patent family.”  Id. at 81a.  Separate 
from the dispute over claim construction, TecSec 
provided its theories of IBM’s alleged infringement in 
six factual scenarios (called “infringing cases”) that 
TecSec alleged to constitute infringement.  TecSec 
took extensive discovery from IBM, including 7 
million pages of documents, access to IBM’s source 
code, 40 depositions, and 55 subpoenas to IBM’s 
customers.  Yet, at summary judgment, TecSec 
offered no evidence showing that IBM or anyone else 
ever performed the actions that TecSec itself deemed 
necessary for infringement.  Id. at 71a  (“TecSec’s 
speculative theories of infringement fail because 
plaintiff has not submitted any evidence that IBM 
actually makes, sells, offers for sale, or imports an 
entire infringing database system, as described and 
configured according to the very precise 
specifications offered by plaintiff’s experts in their 
‘infringing cases.’”); see also id. at 110a (“[A]fter 
conducting extensive discovery … plaintiff has failed 
to uncover any actual evidence of direct infringement 
by IBM or any of its customers.”) 
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The district court entered judgment in IBM’s 
favor, id. at 121a, and TecSec appealed.2 

B. TecSec’s First Appeal and Loss 

On appeal, TecSec spent most of its briefing 
challenging the district court’s constructions of 
“multi-level . . . security” and “multimedia.”  See 
TecSec Opening Brief, No. 2011-1303, 2011 WL 
6999962, at *16-27 (June 6, 2011) (“multi-level . . . 
security”); id. at *27-31 (“multimedia”); TecSec Reply 
Brief, No. 2011-1303, 2011 WL 4542781, at *2-8 
(Sept. 16, 2011) (“multi-level … security”); id. at *8-9 
(“multimedia”). 

IBM defended the district court’s constructions of 
those terms and argued that the judgment should be 
affirmed because there was no reasonable dispute 
that IBM did not infringe under the district court’s 
constructions of the disputed claim terms, see, e.g., 
IBM Brief, 2011 WL 3796925, at *42 (Aug. 4, 2011).  
But IBM also argued that the judgment could be 
affirmed without reaching claim construction 
because of TecSec’s failure to meet its burden to 
produce evidence raising a genuine issue of fact as to 
whether IBM or its customers actually performed the 
acts that TecSec alleged constituted infringement.  
Id. at *23. 

At argument, the panel asked whether it was 
necessary to reach claim construction to affirm.  
TecSec argued that it should, Oral Arg. at 32:49-

                                            
2 The district court also held that IBM was entitled to summary 
judgment of noninfringement for two other patents not at issue 
here.  Id. at 96a-110a.   
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33:06, available at http://www.cafc.uscourts.gov/oral-
argument-recordings/2011-1303/all, for reasons 
including the fact that TecSec had pending claims 
against petitioners in addition to IBM.  See id. at 
33:14-33:35.  IBM argued that it was not necessary, 
because TecSec’s failure of proof was an 
independently sufficient basis for the judgment of 
noninfringement.  Id. at 19:30-24:55.   

Nine days after argument, the Federal Circuit 
summarily affirmed without opinion or comment and 
without reserving any issue.  Pet. App. 42a. 

C. TecSec’s Second Appeal of the Same 
Issues 

After the Federal Circuit’s mandate issued, 
TecSec’s infringement claims against petitioners 
were set to go forward in the same case before the 
same district court.  TecSec acknowledged, however, 
that it could not prove its claims against petitioners 
under the district court’s construction of 
“multimedia,” which TecSec had previously appealed.  
Pet. App. 115a; CA App. A3072.  TecSec proposed to 
stipulate that it could not prove that petitioners or 
any of the other remaining defendants infringed the 
DCOM patents based on the district court’s 
construction of “multimedia” and that its claims with 
respect to the other asserted patents would be stayed 
while it appealed claim construction anew.  CA App. 
A3057-60; Pet. App. 114a-119a.  The district court 
expressed skepticism that the Federal Circuit would 
entertain the appeal, CA App. A3060:8-13, but 
accepted TecSec’s stipulation, entered judgment of 
noninfringement as to the DCOM patents, stayed 
TecSec’s claims relating to the other asserted 
patents, and certified its judgment for appeal under 
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Fed. R. Civ. P. 54(b).  Pet. App. 6a-7a, 120a.  
Petitioners reserved the right to argue that TecSec 
was precluded from taking a second appeal to the 
Federal Circuit challenging the same claim 
constructions in the same district court order that it 
had unsuccessfully challenged before.  CA App. 
A3098 n.8. 

In its second appeal to the Federal Circuit, 
TecSec argued, just as it had in its original appeal, 
that the district court erroneously construed 
“multilevel security” and “multimedia” in its original 
summary judgment opinion.   

Despite the fact that TecSec had previously 
appealed those same constructions and lost, entered 
in the same order in the same case, two of the three 
judges on the panel held that neither collateral 
estoppel nor the mandate rule foreclosed TecSec from 
raising the same issues based on the same 
arguments again in its second appeal.  Pet. App. 9a-
16a.   

The panel majority reasoned that the mandate 
rule did not apply because it was unclear whether 
the Federal Circuit’s prior summary affirmance 
“decided the claim construction issues in the IBM 
appeal.”  Id. at 11a.  According to the Federal 
Circuit, the prior unqualified affirmance did not 
answer the question because “[t]he district court’s 
judgment was based on two independent grounds”—
its claim constructions and “a complete failure of 
proof regarding any act of infringement.”  Id. at 10a-
11a.  The mandate from that unequivocal but 
unreasoned affirmance, in the Federal Circuit’s eyes, 
therefore did not foreclose relitigating either of those 
separate grounds.   
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In reaching these conclusions, the panel relied 
entirely on this Court’s rulings regarding the 
precedential effect of its summary opinions.   Id. at 
12a (citing  Ill. State Bd. of Elections v. Socialist 
Workers Party, 440 U.S. 173, 182–83 (1979); Akron v. 
Akron Ctr. for Reproductive Health, Inc., 462 U.S. 
416, 433 n. 18 (1983), overruled on other grounds by 
Planned Parenthood of Se. Pa. v. Casey, 505 U.S. 833 
(1992)).  Those rulings relate to stare decisis—not to 
the relitigation of issues within the very same case.  

As to collateral estoppel (sometimes called issue 
preclusion), the panel majority held that affirmance 
of a district court judgment resting on two 
independently sufficient alternative grounds has 
preclusive effect for neither.  Id. at 12a-
16a.  According to the panel majority, collateral 
estoppel applies only if a legal or factual 
determination is necessary or essential to the prior 
judgment, which the panel reasoned will never be 
true if there are independent alternative grounds 
because either ground could have independently 
sustained the judgment.  Id. at 13a.  This aspect of 
the panel’s decision, unlike its mandate-rule holding, 
applies whether the judgment is summarily 
affirmed, affirmed in a written opinion, or never 
appealed at all.   

Having concluded that TecSec was free to appeal 
the district court’s claim construction rulings a 
second time, the majority reviewed those 
constructions de novo, id. at 7a, 16a-20a, and 
affirmed in part and reversed in part.  The majority 
held that the district court erred in construing the 
“multimedia” claim term. Id. at 20a.  Based on its 
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new construction, the majority remanded the causes 
of action against petitioners to the district court.  Id. 

Judge Reyna dissented, and would have held that 
the mandate rule and collateral estoppel prevented 
TecSec from taking a second appeal of the same 
claim construction issues in the same case.  He 
reasoned that the majority’s rule improperly “gives 
TecSec a second bite at the apple and undermines 
the utility of” summary affirmances.  Id. at 29a.  
Judge Reyna also explained that, although a 
summary affirmance does not endorse or sustain 
reasoning, “it does impart finality on issues 
underlying the district court’s judgment at least as it 
relates to claim preclusion, issue preclusion, judicial 
estoppel, law of the case, and the like.”  Id. at 30a 
(quotation marks omitted).  Applying that principle, 
he would have enforced the district court’s prior 
judgment, which the Federal Circuit had previously 
affirmed.  Id. at 36a-37a.3 

Petitioners requested rehearing en banc.  After 
ordering a response from TecSec, the Federal Circuit 
denied rehearing on December 26, 2013.  Id. at 39a-
41a.  On February 21, 2014, the district court 
granted petitioners’ motion to stay further 
proceedings pending disposition of this petition. 

                                            
3 Petitioners also argued below, and Judge Reyna agreed, that 
the issue of claim construction was not truly separate from the 
failure of proof issue.  The majority, however, rejected that 
argument, treating the decisions as alternative holdings, Pet. 
App. 6a, 10a-11a & n.1, and that issue is not before the Court. 
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REASONS FOR GRANTING THE PETITION 

This Court should grant certiorari on both 
questions presented for three reasons.  First, the 
Federal Circuit’s ruling is clearly wrong because it 
treats decisions resting on multiple, independently 
sufficient grounds as non-events with no preclusive 
effect, either in the same case or in other cases.  
Under the Federal Circuit’s reasoning, because both 
rationales were sufficient to sustain the decision, 
neither is binding—making a party better off if it 
loses on multiple grounds rather than just one.  That 
cannot be right.   

Second, that ruling conflicts with decisions from 
other circuits applying both collateral estoppel and 
the mandate rule.   

Third, the Federal Circuit’s mistaken ruling is of 
great practical importance because it will 
significantly increase the cost of patent litigation 
(and litigation generally, in the minority of circuits 
that apply a similar approach), undermining the 
interests in finality and efficiency that collateral 
estoppel and the mandate rule both advance.  Not 
only will issues be subject to repeated relitigation, 
but district courts will be incentivized to decide 
multiple dispositive issues piecemeal rather than all 
at the same time.  That is a remarkable result given 
the special solicitude this Court has shown for 
finality generally, and collateral estoppel specifically, 
in patent cases.  See Blonder-Tongue Labs., Inc. v. 
Univ. of Illinois Found., 402 U.S. 313, 338-43, 350 
(1972).  In the application of both collateral estoppel 
and the mandate rule, the default presumption 
should be that all holdings (alternative or otherwise) 
are binding in further proceedings.  That default rule 
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may only be overcome if one or more of the holdings 
are actually reserved by a reviewing court. 

I. This Court’s Guidance Is Essential To 
Clarify That Collateral Estoppel Applies 
To Every Issue That Is Actually Litigated 
and Finally Decided, Even When Issues 
Constitute Alternative Grounds 

A. The Federal Circuit’s Collateral 
Estoppel Holding Is Clearly Wrong 

Under collateral estoppel (sometimes called issue 
preclusion), “once an issue is actually and necessarily 
determined by a court of competent jurisdiction, that 
determination is conclusive in [ ] suits based on a 
different cause of action involving a party to the 
prior litigation.”  Montana v. United States, 440 U.S. 
147, 153 (1979). That doctrine, in other words, 
forecloses a party from relitigating a legal or factual 
issue it previously lost simply by changing the 
ultimate cause of action, whether the different cause 
of action arises in the same case or is subsequently 
asserted in a new one.  Here, in disposing of TecSec’s 
infringement claims against IBM, the district court 
rejected TecSec’s construction of the terms “multi-
level . . . security” and “multimedia,” rejections that 
the district court deemed “necessary” to its ruling 
that IBM’s products did not practice the claims of the 
asserted patents.  Pet. App. 50a, 82a.  That should 
have foreclosed TecSec’s attempt to advance the 
same claim construction arguments when asserting 
the same patents against petitioners. 

But the Federal Circuit gave the claim 
construction ruling it had previously affirmed no 
preclusive effect because TecSec’s claims against 
IBM failed for two reasons instead of one.  Not only 
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did the accused products not practice the claimed 
invention under the district court’s claim 
construction, but TecSec “complete[ly] fail[ed]” to 
prove “any act of infringement” by IBM and its 
customers.  Id. at 11a.  Because TecSec lost for two 
reasons, “either of which could independently 
support the result,” the Federal Circuit concluded 
neither determination was “essential to the 
judgment” and accordingly neither deserved 
preclusive effect.  Id. at 13a (quotation marks 
omitted).  Despite the district court’s reasoning and 
analysis, and the unequivocal prior affirmance, the 
Federal Circuit treated both holdings entirely as 
dicta.  The Federal Circuit thus adopted a rule that 
collateral estoppel applies only if there is a single 
“reason for the loss.”  Id. at 15a-16a (quotation 
marks omitted). 

This Court previously has rejected similar 
arguments attempting to recast alternative holdings 
as dicta.  In Sanchez-Llamas v. Oregon, for example, 
the Court rejected the argument that one of the 
holdings in a prior case “was ‘unnecessary,’” and thus 
dicta, “simply because the petitioners in that case 
had several ways to lose.”  548 U.S. 331, 352 (2006).  
Indeed, it has been the consistent position of this 
Court that “where there are two grounds, upon 
either of which an appellate court may rest its 
decision, and it adopts both, the ruling on neither is 
obiter, but each is the judgment of the court.”  United 
States v. Title Insurance & Trust Co., 265 U.S. 472, 
486 (1924) (quotation marks omitted); see also Union 
Pac. R.R. v. Mason City & Ft. Dodge R.R., 199 U.S. 
160, 166 (1905); Mass. v. United States, 333 U.S. 611, 
623 (1948); Richmond Screw Anchor Co. v. United 
States, 275 U.S. 331, 340 (1928).  So too, this Court 
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has consistently recognized that it is not “tenable to 
afford a litigant more than one full and fair 
opportunity for judicial resolution of the same issue.”  
Blonder-Tongue, 402 U.S. at 328; Parklane, 439 U.S. 
at 328. 

The Federal Circuit’s refusal to give alternative 
holdings preclusive effect is irreconcilable with this 
Court’s precedent.  No persuasive reason exists for 
treating each alternative holding as binding 
precedent but treating those same holdings as 
unnecessary determinations unworthy of preclusive 
effect.  Yet the Federal Circuit’s approach to 
alternative holdings does exactly that.  And even 
more perversely, it grants the privilege to inflict “the 
expense and vexation attending multiple lawsuits,” 
Montana, 440 U.S. at 153-54, to litigants with the 
least meritorious claims—those that failed for 
multiple reasons, rather than just one. 

The Federal Circuit’s refusal to apply issue 
preclusion to alternative holdings also repeats the 
key analytical mistake that Parklane identified in 
the long-ago discarded mutuality requirement for 
collateral estoppel: “failing to recognize the obvious 
difference in position between a party who has never 
litigated an issue and one who has fully litigated and 
lost.”  Id. at 326; see also id. at 328-30.  Under the 
Federal Circuit’s approach, a litigant who has 
pressed multiple issues and lost each one is no worse 
off than if he had never pressed the issues at all—
indeed, he is better off than if he had only pressed 
one and lost. 

The Federal Circuit’s decision fails to recognize 
the ultimate touchstone in preclusion analysis is 
whether a party previously “had a full and fair 
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opportunity to litigate” the disputed issue.  Taylor v. 
Sturgell, 553 U.S. 880, 892 (2008) (quotation marks 
omitted); see also Blonder-Tongue, 402 U.S. at 329.  
Each of the limitations on collateral estoppel, 
including that the issue was necessary or “essential 
to the prior judgment,” Taylor, 553 U.S. at 892 
(quotation marks omitted), exist to protect that 
opportunity to fully and fairly litigate an issue before 
preclusion attaches.   

The necessity requirement protects that interest 
by guarding against “the use of non-essential dicta 
and ancillary findings” the party had no incentive to 
challenge as a preclusive weapon in future litigation.  
Ritter v. Mount St. Mary’s College, 814 F.2d 986, 993-
94 (4th Cir. 1987).  Litigants do not need that 
protection for case-dispositive issues, like the claim 
construction issue here.  And that remains true no 
matter how many case-dispositive issues exist.  
Whether there are one, two, or ten case-dispositive 
issues, litigants understand that they must contest 
them all or risk losing the case.  See Jean Alexander 
Cosmetics, Inc. v. L’Oreal USA, Inc., 458 F.3d 244, 
253 (3d Cir. 2006). 

The Federal Circuit’s refusal to give alternative 
holdings preclusive effect also undermines the public 
policies collateral estoppel serves.  That doctrine 
protects parties “against the expense and vexation 
attending multiple lawsuits, conserve[s] judicial 
resources, and foster[s] reliance on judicial action by 
minimizing the possibility of inconsistent decisions.”  
Taylor, 553 U.S. at 892 (quotation marks and 
modifications omitted).  Refusing to give alternative 
holdings preclusive effect will squander judicial 
resources by inviting collateral litigation over 
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whether the different threads of reasoning in a prior 
decision are actually independent of each other.  
Indeed, that was previously a point of dispute among 
the parties in TecSec’s second appeal, and a point on 
which the majority and dissent disagreed.  Compare 
Pet. App. 8a-9a, 11a n.1, 13a-14a, with 31a-35a.4  
Moreover, cases involving multiple issues and 
holdings are the category of cases where the benefits 
collateral estoppel affords matter most.  The cost in 
time and money to courts and litigants from 
relitigating a dispute over and over again are most 
pronounced when there are multiple issues to 
relitigate.  Courts should not, as the Federal Circuit 
did here, adopt rules that foreclose the benefits of 
collateral estoppel when those benefits matter most. 

B. The Federal Circuit’s Approach Conflicts 
With The Decisions Of Other Circuits 

The circuits are deeply divided over whether to 
give preclusive effect to alternative holdings.  See 
Jean Alexander Cosmetics, 458 F.3d at 251 (noting 
“no consensus among the courts of appeals” and 
collecting cases).  Unlike the Federal Circuit, five of 
the twelve regional circuits “follow the traditional 
view that independently sufficient alternative 
findings should be given preclusive effect.”  Id. at 
255.  Decisions from the Second, Third, Ninth, 

                                            
4 The Federal Circuit’s rule will also squander judicial 
resources by discouraging district courts from deciding more 
than one dispositive issue at a time.  District courts should be 
encouraged to resolve all dispositive issues at the same time to 
tee up a single appeal rather than engage in piecemeal decision-
making that leads to seriatim appeals. 
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Eleventh, and D.C. Circuits have thus held that, 
absent unusual circumstances indicating a litigant 
did not have a full and fair opportunity to litigate an 
issue, courts should give preclusive effect to 
independently sufficient alternative holdings.  See 
Harrison v. Lutheran Med. Ctr., 468 F. App’x 33, 35 
n.1 (2d Cir. 2012) (“‘In this Circuit, each of two 
alternative, independent grounds for a prior holding 
is given effect for collateral estoppel purposes.’”) 
(quoting Purdy v. Zeldes, 337 F.3d 253, 258 n.6 (2d 
Cir. 2003));  Anderson v. Commissioner, 698 F.3d 
160, 165 (3d Cir. 2012); Mast v. Long, 84 F. App’x 
786, 787 (9th Cir. 2003) (citing In re Westgate—
California Corp., 642 F.2d 1174, 1176-77 (9th Cir. 
1981)); Deweese v. Town of Palm Beach, 688 F.2d 
731, 734 (11th Cir. 1982); Yamaha Corp. of Am. v. 
United States, 961 F.2d 245, 255 (D.C. Cir. 1992). 

The Sixth Circuit has staked out its own unique 
position.  In that circuit, a court looks to whether 
each alternative ground for decision reflects a 
thoughtful decisionmaking process and gives 
preclusive effect only to those grounds that strike the 
reviewing court as sufficiently thoughtful.  See Nat’l 
Satellite Sports, Inc. v. Eliadis, Inc., 253 F.3d 900, 
909-10 (6th Cir. 2001).  For example, if “one ground 
for the decision is clearly primary and the other only 
secondary,” courts in the Sixth Circuit will treat the 
secondary ground as “not ‘necessary to the outcome’ 
for purposes of issue preclusion.”  Id. at 910. 

The Fourth, Seventh, and Tenth Circuits—like 
the Federal Circuit—categorically refuse to give 
independently sufficient alternative holdings 
preclusive effect.  See In re Microsoft Corp. Antitrust 
Litig., 355 F.3d 322, 328 (4th Cir. 2004); Baker v. 
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Potter, 175 F. App’x 759, 761 (7th Cir. 2006) (citing 
Peabody Coal Co. v. Spese, 117 F.3d 1001, 1008 (7th 
Cir. 1997) (en banc)); Turney v. O’Toole, 898 F.2d 
1470, 1472 n.1 (10th Cir. 1990).  Although the Fifth 
Circuit has not decided whether to refuse to give 
independently sufficient alternative holdings 
preclusive effect in all cases, it does refuse to do so in 
non-mutual offensive collateral estoppel cases.  See 
Winters v. Diamond Shamrock Chem. Co., 149 F.3d 
387, 398 (5th Cir. 1998); Hicks v. Quaker Oats Co., 
662 F.2d 1158, 1168-70, 1173 (5th Cir. 1981).5   

  In cases involving prior judgments with multiple 
alternative holdings, this circuit conflict will often 
dictate whether collateral estoppel applies.  This case 
would have come out differently in a circuit that 
properly recognizes independently sufficient 
alternative holdings generally deserve preclusive 
effect.  Even under the Sixth Circuit’s unique 
approach, preclusion would apply here.  The district 
court’s lengthy analysis of what the disputed claim 
terms mean and why IBM’s products do not infringe 
the patent claims as construed is not the type of 
conclusory or less-than-thoughtful analysis the Sixth 
Circuit disregards.  See Pet. App. 49a-64a, 81a-86a.   

This often-dispositive circuit conflict will persist 
unless and until this Court intervenes.  There is no 

                                            
5 The prior appeals in Microsoft and Baker were decided by 
written opinions and not summary orders, and Hicks and 
Turney involved previous decisions that appear not to have 
been appealed at all, which demonstrates that the minority rule 
is not limited to judgments that were previously affirmed 
through unreasoned or summary dispositions. 
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indication that any circuit intends to reconsider its 
position on the preclusive effect of alternative 
holdings, and given the depth of the circuit conflict, 
it is highly unlikely the circuits will settle on a 
uniform rule absent guidance from this Court.  
Review is thus necessary to correct the erroneous 
practice of categorically refusing to give alternative 
holdings preclusive effect. 

C. This Question Is Important In Patent And 
Non-Patent Cases Alike 

Without this Court’s intervention, defensive 
collateral estoppel is largely an empty promise in 
patent cases.  District court wins in patent cases 
frequently rest on multiple grounds.  The parties 
often dispute the meaning of multiple claim terms, 
any one of which would be dispositive. Based on the 
constructions it adopts, a district court will 
frequently hold an accused product does not practice 
several limitations of the asserted patent.  See, e.g., 
Saffran v. Johnson & Johnson, 712 F.3d 549, 563-64 
(Fed. Cir. 2013); Typhoon Touch Techs., Inc. v. Dell, 
Inc., 659 F.3d 1376, 1380-83 (Fed. Cir. 2011).  Each 
of those determinations is an independently 
sufficient ground to support the non-infringement 
judgment, see Bowers v. Baystate Techs., Inc., 320 
F.3d 1317, 1334 (Fed. Cir. 2003), so none of the 
multiple adverse claim construction rulings would 
have preclusive effect under the Federal Circuit’s 
approach—and that is true whether the Federal 
Circuit summarily affirms the judgment or affirms in 
a reasoned opinion addressing each adverse ruling as 
it often does, see, e.g., Saffran, 712 F.3d at 563-64.  
Similarly, a patentee may have failure-of-proof 
issues for multiple claim terms.  Courts, as the 
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district court did here, will also frequently lay out 
each independently sufficient reason why a claim is 
not infringed—from claim construction, to failure of 
proof, to an absence of an intent to infringe.  And 
multiple appeals involving the same plaintiff and the 
same patent will become increasingly common now 
that Congress has made joining multiple unrelated 
defendants in a single patent suit difficult.  See 35 
U.S.C. § 299 (enacted Sept. 16, 2011). 

Offensive collateral estoppel, by contrast, will 
remain largely unaffected.  Entering or affirming a 
judgment in favor of a patentee may also frequently 
involve deciding multiple issues.  Because a loss by 
the patentee on any of those issues would unravel 
the judgment, however, those issues are not 
independently sufficient to support the judgment.  A 
favorable opinion for a patentee touching on all those 
issues thus would not trigger the Federal Circuit’s 
categorical refusal to give preclusive effect to 
alternative holdings.  No persuasive justification 
exists for such an asymmetrical approach to 
preclusion, which unfairly favors patentees.  
Correction of that imbalance by this Court is both 
important and necessary. 

The question presented is equally important 
outside the patent context.  As caseloads increase 
throughout the federal courts and litigation costs 
continue to climb, the values collateral estoppel 
advances are critically important.  Yet in the 
regional circuits that refuse to give preclusive effect 
to alternative holdings, collateral estoppel will fail to 
“protect against the expense and vexation attending 
multiple lawsuits” or to “conserve judicial resources” 
in a substantial number of cases.  Taylor, 553 U.S. at 
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892 (quotation marks omitted); see also Parklane, 
439 U.S. at 326.   

Litigants in a wide range of cases frequently raise 
multiple case-dispositive issues, and courts routinely 
address each one to provide a thorough decision and 
avoid piecemeal appeals.  See Jean Alexander 
Cosmetics, 458 F.3d at 254-55.  Those decisions—
each “the product[] of costly litigation and careful 
deliberation”—are open to relitigation in the Fourth, 
Seventh, and Tenth Circuits.  Id. at 255.  “Indeed, 
. . . the judicial findings in nearly any complex case 
would be unlikely to preclude subsequent 
relitigation” in those circuits.  Id.  This relitigation of 
settled issues, and even the threat of litigating an 
already decided issue again, needlessly diverts time 
and resources from more productive uses and 
increases the likelihood of nuisance settlements.  See 
Blonder-Tongue, 402 U.S. at 338-42. 

The question presented affects every decision that 
rests on alternative holdings, not just those that are 
summarily affirmed.   The Fourth, Seventh, Tenth, 
and Federal Circuits all reason that preclusion is 
inappropriate when alternative grounds exist 
because “it cannot be said that either [alternative 
ground] was actually and necessarily decided.”  
Turney, 898 F.2d at 1472 n.1; see also Pet. App. 13a; 
In re Microsoft, 355 F.3d at 328.  That logic applies 
whether the district court’s judgment was summarily 
affirmed, each alternative ground was affirmed in a 
written opinion, or the judgment was never appealed 
at all.  See Turney, 898 F.2d at 1472 & n.1; In re 
Microsoft, 355 F.3d at 324, 328; Baker, 175 F. App’x 
at 761; Hicks, 662 F.2d at 1168. This wastes a great 
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deal of judicial effort, and invites relitigation in every 
case involving alternative holdings. 

II. The Mandate Rule Forecloses 
Relitigating Issues Previously Affirmed 
In The Same Case Even When An 
Appellate Court Summarily Affirms 
Multiple, Independent Holdings 

A. The Federal Circuit’s Gloss On The 
Mandate Rule Is Clearly Wrong 

The Federal Circuit’s refusal to give preclusive 
effect to alternative holdings similarly caused it to 
misapply the mandate rule in a way that conflicts 
with almost two hundred years of precedent from 
this Court and threatens “the orderly functioning of 
the judiciary,” United States v. Kennedy, 682 F.3d 
244, 253 (3d Cir. 2012).   

The mandate rule and other law of the case 
principles reflect “sound policy that when an issue is 
once litigated and decided, that should be the end of 
the matter.”  United States v. U.S. Smelting, 
Refining & Min. Co., 339 U.S. 186, 198 (1950).  This 
Court for years has accordingly held that “[w]hen a 
case has been once decided by [a] court on appeal . . . 
whatever was before th[e] court, and disposed of by 
its decree, is considered as finally settled.”  In re 
Sanford Fork & Tool Co., 160 U.S. 247, 255 (1885); 
see also Ex parte Sibbald v. United States, 37 U.S. 
(12 Pet.) 488, 492 (1838).  A party thus cannot on 
remand relitigate an issue “within [the] compass” of 
an appealed judgment unless that issue was “left 
open by the mandate.”  Quern v. Jordan, 440 U.S. 
332, 347 n.18 (1979) (quotation marks omitted).  In 
other words, unless left open by an appellate court, 
all matters actually decided in the earlier judgment 



25 

 
 

are final and binding on the district court and 
subsequent appellate panels in all subsequent 
proceedings in that case. See Negron-Almeda v. 
Santiago, 579 F.3d 45, 50-51 (1st Cir. 2009). The 
mandate rule and law of the case more generally is 
thus a narrower doctrine than collateral estoppel, 
which applies in the same case and subsequent ones, 
but more powerful and less subject to exception in its 
limited sphere.  See Doe v. Chao, 511 F.3d 461, 464-
65 (4th Cir. 2007); Skretvedt v. E.I. DuPont De 
Nemours, 372 F.3d 193, 203 n.13 (3d Cir. 2004). 

Applying those principles here is straightforward.  
There is no question that the construction of “multi-
level . . . security” and “multimedia” fell within the 
compass of the judgment TecSec originally appealed 
from.  TecSec led its first Federal Circuit brief with 
an attack on those constructions.  See 2011 WL 
6999962, at *16-31.  Likewise, the mandate in the 
original Federal Circuit appeal did not leave open 
the claim construction issues for reconsideration.  
The Federal Circuit summarily affirmed the original 
judgment and left nothing open for reconsideration 
by the district court.  The mandate brought the IBM 
portion of this case to a conclusive end.  Having lost 
and unsuccessfully appealed once, the mandate rule 
should have foreclosed TecSec from challenging the 
claim construction rulings again in this case. 

Not only is that outcome dictated by this Court’s 
precedent, it is eminently sensible.  No one disputes 
that if TecSec had not challenged the construction of 
“multi-level . . . security” and “multimedia” in the 
original IBM appeal, the mandate rule would 
foreclose it from challenging those constructions now.  
See Engel Indus., Inc. v. Lockformer Co., 166 F.3d 
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1379, 1383 (Fed. Cir. 1999) (collecting cases from 
nine other circuits).  A rule that allows TecSec to 
appeal those constructions a second time would 
make TecSec better off for having appealed and lost 
than if it had never appealed at all.  That would be a 
self-evidently irrational rule.  Yet that is precisely 
what happened here. 

The Federal Circuit’s reasoning is flawed because 
it asks the wrong question.  Rather than looking to 
what was within the scope of the judgment originally 
appealed from, it instead looked at its own prior 
decision.  The Federal Circuit reasoned that because 
the district court’s original judgment rested on two 
independently sufficient alternative grounds and the 
summary affirmance “does not articulate a basis for 
affirmance,” the Federal Circuit could not know 
whether the summary affirmance “decided the claim 
construction issues in the IBM appeal.”  Pet. App. 
11a.  Under that approach, the mandate resulting 
from a summary affirmance of a judgment resting on 
alternative grounds forecloses relitigation of nothing.  
That reasoning is completely backwards.  The 
question is not what the Federal Circuit previously 
said, but rather what was within the compass of the 
previous district court decision.  If the appellate 
decision and mandate say nothing, and instead 
simply affirm, then the parties are foreclosed from 
relitigating in the same case any issue the district 
court decided, whether the argument is raised before 
the district court or a subsequent appellate panel.  
That is the point of an unqualified affirmance.   

Indeed, when the Federal Circuit wants to affirm 
summarily without affirming every ground 
supporting the judgment below, it knows how to do 
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so and will reserve issues expressly.  See, e.g., 
Synthon IP, Inc. v. Pfizer, Inc., 281 F. App’x 995 
(Fed. Cir. 2008) (“The court, having considered the 
submissions and oral arguments of the parties, and 
having considered the record before and judgment of 
the United States District Court for the Eastern 
District of Virginia, holds that the findings of 
inequitable conduct and exceptional case, and the 
award of attorney fees are affirmed. Under these 
circumstances, we need not reach the issues of 
infringement and validity.”); E8 Pharms., LLC v. 
Affymetrix, Inc., 538 F. Appx. 902 (Fed. Cir. 2013) 
(“We affirm the judgment of noninfringement in 
favor of Affymetrix, Inc. and Navigenics, Inc.  We 
base our decision solely on our agreement with the 
district court's construction of the phrase ‘randomly 
primed PCR-derived RCG.’  We do not reach any 
other issues raised on appeal.”); Juxtacomm-Tex. 
Software, LLC v. TIBCO Software, Inc., 532 F. App’x 
911 (Fed. Cir. 2013) (similar);  Optimum Power 
Solutions LLC v. Hewlett-Packard Co., No. 2013-
1277, 2013 WL 6501254 (Fed. Cir. Dec. 12, 2013) 
(similar). 

The Federal Circuit’s decision also rests on a 
mistaken analogy to this Court’s summary 
disposition procedure.  See Pet. App. 11a.  It may be 
true, as the Federal Circuit stated, that a summary 
affirmance of a decision resting on two (or more) 
alternative grounds is generally not binding 
precedent for either ground.  See Akron, 462 U.S. at 
433 n.18.  The Federal Circuit’s analogy, however, 
conflates the precedential effect of a summary 
affirmance with the preclusive effect of the 
underlying judgment with respect to subsequent 
parts of the same proceeding.  When this Court 
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summarily affirms a decision resting on multiple, 
independent grounds, the decision is not precedent 
for other cases involving other parties.  The affirmed 
judgment is, however, binding on the parties to the 
case.  See Ex parte Sibbald, 37 U.S. (12 Pet.) at 492.  
Any other rule would make summary affirmances by 
this Court counterproductive by converting a dispute 
between the parties that the affirmed judgment 
“finally settled” into a topic for perpetual litigation.  
In re Sanford Fork & Tool, 160 U.S. at 255.  That is 
precisely what happened to the claim construction 
holding in this case. 

B. The Federal Circuit’s Approach Conflicts 
With The Decisions Of Other Circuits On 
An Important Issue 

Like its collateral estoppel ruling, the Federal 
Circuit’s narrow interpretation of the mandate rule 
conflicts with the majority of circuits that have 
addressed the question presented.  Decisions from 
the Second, Third, Fourth, Fifth, Sixth, Ninth, and 
D.C. Circuits have all recognized that the basic tenet 
of the mandate rule is that the district court and 
subsequent appellate panels may only re-examine 
those issues “resubmitted to the trial court on 
remand.”  United States v. Teel, 691 F.3d 578, 583 
(5th Cir. 2012); see also Mui v. United States, 614 
F.3d 50, 53 (2d Cir. 2010); Kennedy, 682 F.3d at 252-
53; South Atl. Ltd. P’ship of Tenn., LP v. Riese, 356 
F.3d 576, 583-84 (4th Cir. 2004); United States ex rel. 
SNAPP, Inc. v. Ford Motor Co., 618 F.3d 505, 512 
(6th Cir. 2010); United States v. Thrasher, 483 F.3d 
977, 982 (9th Cir. 2007); LaShawn A. v. Barry, 87 
F.3d 1389, 1393-94 (D.C. Cir. 1996) (en banc).  In 
those circuits, unlike in the Federal Circuit, the 
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district court and subsequent appellate panels are 
accordingly not free to reconsider in the same case 
already final determinations after an unqualified 
affirmance.  See Thrasher, 483 F.3d at 982 (holding 
that, under the mandate rule, “a district court could 
not revisit its already final determinations unless the 
mandate allowed it.”). 

Only the First and Seventh Circuits may be to the 
contrary.  See Kashner Davidson Sec. Corp. v. Mscisz, 
601 F.3d 19, 23-24 (1st Cir. 2010); Biggens v. Hazen 
Paper Co., 111 F.3d 205, 209 (1st Cir. 1997); Kovacs 
v. United States, 739 F.3d 1020, 1024 (7th Cir. 2014).  
Despite troublesome language from those courts, 
however, neither has actually upheld a district court 
or subsequent panel re-evaluating an issue within 
the scope of an unequivocally affirmed judgment.  
Assuming those courts do agree with the Federal 
Circuit’s approach here, that simply heightens the 
need for review by this Court to resolve the conflict 
and to reject the minority position among the 
circuits. 

The Federal Circuit’s precedential decision in this 
case places it at odds with the majority of the circuits 
and will have important ramifications in patent 
cases.  The Federal Circuit has decided 
approximately 29% of its patent appeals (337 of 
1179) by summary affirmance over the past four 
years.6  And many of those appeals—like TecSec’s 

                                            
6 Statistics compiled by LegalMetric.  See also J. Rantanen, 
Patently-O, available online at http://www.patentlyo.com/
patent/2011/10/cafc-patent-opinions-down-rule-36-affirmances-
up.html (last visited March 2, 2014) (finding the Federal Circuit 
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original appeal here—undoubtedly involve multiple 
issues and multiple potential grounds for affirmance.  
Because of the Federal Circuit’s crabbed 
interpretation of the mandate rule, the interest in 
“the finality and efficiency of the judicial process” 
that rule protects will not apply in those cases.  
Christianson v. Colt Indus. Operating Corp., 486 U.S. 
800, 815 (1988). 

Patent cases are already some of the most 
expensive cases to litigate.  A recent survey by the 
American Intellectual Property Law Association 
found patent cases generally cost $1 million to $6 
million to litigate through trial.  A special anti-
finality rule that leaves everything open to 
relitigation for a substantial percentage of patent 
cases that already cost millions of dollars to litigate 
makes little sense and will compound the already 
substantial problem of nuisance settlements.7  It is 
also inconsistent with the special solicitude this 
court has previously shown to finality in patent 
cases.  See Blonder-Tongue, 402 U.S. at 334 (noting 
the special importance of finality in patent cases 
because “the expense of defending a patent suit is 
often staggering”) (quotation marks omitted); see 
generally id. at 334-48; Parklane, 439 U.S. at 328 
n.10. 

                                                                                          
issued summary affirmances in 10% to 40% of its patent 
infringement appeals between 2007 and 2011). 

7 See AIPLA, 2013 Report of the Economic Survey, available at 
http://www.patentinsurance.com/custdocs/
2013AIPLA%20Survey.pdf (last visited March 2, 2014). 
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The prospect of frequent relitigation is more than 
a theoretical concern after the Federal Circuit’s 
recent en banc decision in Robert Bosch, LLC v. 
Pylon Mfg. Corp., 719 F.3d 1305 (Fed. Cir. 2013).  
That decision held that a patent infringement 
determination is final and immediately appealable 
under 28 U.S.C. § 1292(c)(2) even when a trial on 
damages and willful infringement has not yet 
occurred.  See id. at 1308.  Patent litigants will now 
have two opportunities to appeal infringement and 
validity rulings in many cases—once after the initial 
liability determination and, if unsuccessful in the 
first appeal, a second time after damages are 
awarded.  This Court should grant the petition and 
correct the Federal Circuit’s far-reaching and costly 
distortion of the mandate rule. 

III. This Petition Is An Ideal Vehicle 

This petition is an ideal vehicle for resolving the 
questions presented.  First, the purely legal 
questions about the proper scope of collateral 
estoppel and the mandate rule are squarely 
presented and would dispose of all issues related to 
the four patents before the Court.  If this Court 
reverses, the district court will enter judgment that 
the patents are not infringed by petitioners. 

Second, the facts of this case are unusually clean 
and no relevant facts are in dispute.  For example, 
there is no longer any dispute that the district court 
rejected TecSec’s claims against IBM for two 
alternative reasons and that TecSec took advantage 
of its full and fair opportunity to litigate both reasons 
the first time around in the district court and the 
Federal Circuit.  These potentially collateral issues 
will not distract the parties when briefing the case 
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on the merits or potentially prevent the Court from 
reaching the questions presented.  Similarly, TecSec 
stipulated—without taking discovery—that the 
district court’s construction of “multimedia” would be 
fully dispositive of its claims against petitioners, and 
thus no portion of the merits briefing will be spent 
disputing the operation of petitioners’ products. 

Third, the breadth of the Federal Circuit’s ruling 
is put in stark relief by the facts of this case.  TecSec 
did not press any new claim construction arguments 
in the district court after the Federal Circuit’s 
previous affirmance, and the district court did not 
issue any new claim construction rulings.  The 
Federal Circuit nonetheless explicitly reversed a 
portion of the same order it had previously affirmed.  
Preclusion rules that allow that result unmistakably 
undermine the interests in finality and consistency 
that both collateral estoppel and the mandate rule 
serve. 

CONCLUSION 

For the foregoing reasons, this Court should grant 
the petition for writ of certiorari. 
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