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QUESTIONS PRESENTED 

1. Whether the Federal Circuit correctly held that 
a dispute between two States over ownership of patent 
rights may be adjudicated in a federal district court, 
despite this Court’s exclusive jurisdiction over suits 
between States, as long as (1) the plaintiff-State sues 
only officials of the other State in their official capacity, 
and (2) the district court determines that the case does 
not implicate the core sovereign interests of the two 
States. 

2. Whether a State can utilize the Ex parte Young 
doctrine to circumvent this Court’s original and 
exclusive jurisdiction over controversies between 
States by amending its complaint to drop the 
defendant-State and add in its place state officials 
against whom the plaintiff-State seeks no relief, where 
the dispute concerns which State is the owner of 
disputed patent rights. 
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PARTIES TO THE PROCEEDING 

The Defendants-Appellants below, who are the 
Petitioners before this Court, are Robert L. Caret; 
James R. Julian; David J. Gray; and James P. 
McNamara, officials of the University of 
Massachusetts, along with Max-Planck-Gesellschaft zur 
Forderung der Wissenschaften e.V.; Max-Planck-
Innovation GmbH; Whitehead Institute for Biomedical 
Research; Massachusetts Institute of Technology; and 
Alnylam Pharmaceuticals, Inc.   

The Plaintiff-Appellee below, who is the 
Respondent before this Court, is the University of 
Utah. 
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CORPORATE DISCLOSURE STATEMENT 

Pursuant to Rule 29.6, Petitioners state:   

Max-Planck-Gesellschaft has no parent corporation 
and there is no publicly held corporation that owns 10% 
or more of its stock.  

Max-Planck-Innovation is a wholly owned 
subsidiary of Max-Planck-Gesellschaft. Max-Planck-
Gesellschaft has no parent corporation and there is no 
publicly held corporation that owns 10% or more of its 
stock.  

Whitehead Institute for Biomedical Research has no 
parent corporation and there is no publicly held 
corporation that owns 10% or more of its stock. 

Massachusetts Institute of Technology has no 
parent corporation and there is no publicly held 
corporation that owns 10% or more of its stock. 

Alnylam Pharmaceuticals, Inc. has no parent 
corporation and there is no publicly held corporation 
that owns 10% or more of its stock. 
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OPINIONS BELOW 

The opinion of the Court of Appeals for the Federal 
Circuit is reported at 734 F.3d 1315 and reprinted at 
Pet. App. 1a-35a.  The Order of the Federal Circuit 
denying rehearing en banc is not reported, but is 
reprinted at Pet. App. 49a-51a.  The district court’s 
ruling denying Petitioners’ motion to dismiss is 
reported at 881 F. Supp. 2d 151 and reprinted at Pet. 
App. 36a-48a. 

JURISDICTION 

The Court of Appeals entered judgment on August 
19, 2013.  A timely petition for rehearing en banc was 
denied on November 12, 2013.  This Court has 
jurisdiction under 28 U.S.C. § 1254(1). 

CONSTITUTIONAL AND STATUTORY 
PROVISIONS INVOLVED 

Article III, section 2, clause 2 of the United States 
Constitution provides in relevant part: “In all Cases . . . 
in which a State shall be Party, the supreme Court shall 
have original Jurisdiction.”  28 U.S.C. § 1251(a) 
provides: “The Supreme Court shall have original and 
exclusive jurisdiction of all controversies between two 
or more States.”   

STATEMENT OF THE CASE 

In this case, the Federal Circuit joined the Second 
Circuit in creating a new, atextual exception to this 
Court’s original and exclusive jurisdiction over 
controversies between sovereign States mandated by 
Congress in 28 U.S.C. § 1251(a) pursuant to Article III, 
section 2 of the Constitution.  Such an exception, the 
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Federal Circuit held, applies if (1) the plaintiff-State 
decides not to name the other State as a defendant but 
instead names the other State’s officials in their official 
capacities, and (2) the lower court determines that the 
case does not implicate the States’ “core sovereign 
interests.”  Over a dissent, the court of appeals applied 
this interpretation of Section 1251(a) to justify 
adjudication in the lower courts of a case originally 
brought by the University of Utah (“UUtah”) (a state 
instrumentality) to divest the University of 
Massachusetts (“UMass”) (also a state instrumentality) 
and other defendants of their ownership interests in 
valuable patents.  When UMass argued that the case 
was within this Court’s exclusive jurisdiction, UUtah 
dropped UMass as a defendant and substituted in its 
place UMass officials sued in their official capacity.  The 
Federal Circuit held that this pleading device sufficed 
to make the case not a “controvers[y] between two or 
more States” within Section 1251(a) because, in its 
view, an inter-State dispute over the ownership of 
patents does not rise to the level of a dispute over the 
States’ “core sovereign interests.”   

The Federal Circuit premised its ruling on the 
Second Circuit’s similar ruling in Connecticut ex rel. 
Blumenthal v. Cahill, 217 F.3d 93 (2d Cir. 2000), from 
which then-Judge Sotomayor dissented. But these 
rulings flatly contradict the plain language of Section 
1251(a), which says nothing about whether a case does 
or does not implicate core sovereign interests.  The 
statute precludes adjudication by any federal court 
other than this Court of “all controversies” between 
States.  As Judge Sotomayor noted in her dissent in 
Cahill, “[t]here is nothing in the language of the 
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statute, its legislative history, or Supreme Court case 
law stating that the Supreme Court’s exclusive 
jurisdiction over such controversies may be concurrent 
with lower federal courts depending upon the nature of 
the interstate dispute.”  217 F.3d at 105. 

Nor does it make sense to manufacture an exception 
that allows plaintiff-States to evade Section 1251(a) 
simply by naming as defendants state officials acting in 
their official capacity rather than the State itself.  A 
suit against state officials acting in their official 
capacity is a suit against a State in every respect 
except its form.  That is why this Court has repeatedly 
described the Ex parte Young exception to States’ 
sovereign immunity as a “fiction.”  E.g., Idaho v. Coeur 
d’Alene Tribe, 521 U.S. 261, 281 (1997); Pennhurst State 
Sch. & Hosp. v. Halderman, 465 U.S. 89, 114 n.25 
(1984).  That fiction may be necessary to allow federal 
courts to enforce States’ obligations under federal law 
in the face of a claim of state sovereign immunity, but it 
is entirely unnecessary and inappropriate in inter-State 
disputes.  Unlike in Ex parte Young cases, in cases 
brought by one State against another, there is a forum 
where the plaintiff-State may obtain redress despite 
the States’ sovereign immunity: this Court.  The States 
waived any immunity to suit by their fellow States, at 
least in this Court, in the ratification of the 
Constitution itself.  Rhode Island v. Massachusetts, 37 
U.S. 657, 720 (1838).   

Ever since the Judiciary Act of 1789, Congress has 
entrusted to this Court exclusive jurisdiction over 
controversies between States.  Lower courts should not 
be permitted to whittle away at that exclusive 
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jurisdiction using a combination of pleading formalities 
and suppositions about which cases fall within the so-
called “core sovereign interests” of the States.  It is one 
thing for this Court to determine that a given 
controversy between States is insufficiently important 
to warrant an exercise of this Court’s original 
jurisdiction.  See Texas v. New Mexico, 462 U.S. 554, 
570 (1983) (describing the Court’s discretion whether to 
entertain an inter-State dispute).  It is quite another 
thing for lower courts to bootstrap themselves into 
jurisdiction over inter-State disputes by making their 
own assessment of the importance of the case.  The 
Court should grant this petition for a writ of certiorari 
and restore the exclusivity of its own jurisdiction over 
controversies between States that Congress has 
expressly provided.   

I. Statutory Background  

Article III of the Constitution provides that “[i]n all 
Cases . . . in which a State shall be Party, the supreme 
Court shall have original Jurisdiction.”  U.S. Const., 
art. III, § 2, cl. 2.  From the First United States 
Congress until today, the statutes codifying this 
constitutional grant of jurisdiction have provided that 
the Court’s original jurisdiction over controversies 
between States is exclusive of lower federal courts.  
For example, the Judiciary Act of 1789 provided:  

The Supreme Court shall have exclusive 
jurisdiction of all controversies of a civil nature, 
where a state is a party, except between a state 
and its citizens; and except also between a state 
and citizens of other states, or aliens, in which 
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latter case it shall have original but not exclusive 
jurisdiction. 

Judiciary Act of 1789, ch. 20, § 13, 1 Stat. 73, 80-81 
(1789).  Congress reaffirmed the exclusivity of this 
Court’s jurisdiction over controversies between States 
with each revision of the judicial code.  See, e.g., Rev. 
Stat. § 687 (1875); Judicial Code of 1911, § 233, 36 Stat. 
1087, 1156 (1911); 28 U.S.C. § 341 (1940).   

Today, the Court’s jurisdiction over controversies 
between States is codified at 28 U.S.C. § 1251(a), which 
provides: “The Supreme Court shall have original and 
exclusive jurisdiction of all controversies between two 
or more States.”  28 U.S.C. § 1251(a) (emphasis added).  
The Court has emphasized the “uncompromising 
language” of the statute: “Though phrased in terms of a 
grant of jurisdiction to this Court, the description of 
our jurisdiction as ‘exclusive’ necessarily denies 
jurisdiction of such cases to any other federal court.”  
Mississippi v. Louisiana, 506 U.S. 73, 77-78 (1992).  

The Court has also recognized that the exclusivity 
of its jurisdiction over controversies between States is 
not merely a creature of statute, but also has 
constitutional dimensions.  In Rhode Island v. 
Massachusetts, the Court explained that the States 
waived their immunity from suit by other States in 
ratifying the Constitution, but did so on the 
understanding that the forum would be this Court.  37 
U.S. at 720 (States “waived their exemption from 
judicial power, as sovereigns by original and inherent 
right, by their own grant of its exercise over 
themselves in such cases, but which they would not 
grant to any inferior tribunal” (emphasis added) 
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(internal citation omitted)); see also Louisiana v. 
Texas, 176 U.S. 1, 16 (1900) (“And by the Constitution 
and according to the statute, the original jurisdiction of 
this court is exclusive over suits between [S]tates….”); 
Texas v. New Mexico, 482 U.S. 124, 128 (1987) (“By 
ratifying the Constitution, the States gave this Court 
complete judicial power to adjudicate disputes among 
them, and this power includes the capacity to provide 
one State a remedy for the breach of another.” 
(emphasis added) (internal citation omitted)).   

In sum, the Court’s exclusive jurisdiction over 
controversies between States has never been called 
into question either by this Court or by Congress since 
the creation of the federal judiciary itself.  
Nevertheless, that exclusivity has recently been 
encroached upon by the Second Circuit and, now, the 
Federal Circuit.  

II. Factual Background 

A. The Vital Role of Patents in State Funding 
for Education 

UMass and UUtah, as state universities, are both 
instrumentalities of their respective States.  
McNamara v. Honeyman, 546 N.E.2d 139, 142 (Mass. 
1989) (UMass is an agency of the Commonwealth of 
Massachusetts); Univ. of Utah v. Shurtleff, 144 P.3d 
1109, 1120 (Utah 2006) (UUtah is under the exclusive 
control of the State of Utah).   
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As a result of cutbacks in state funding,1 state 
universities must increasingly rely on other sources of 
revenue.  Among the most significant is income from 
patent licenses and related proceeds.2  

Universities have obtained, on average, about 3,000 
issued patents per year over the last fifteen years.3 
“Biotechnology patents account for the largest percent 
(30%) of U.S. university patents in 2010, and have 
grown over the past 15 years.”4  And universities have 
formed thousands of startup companies to 
commercialize their patents, rising from 348 new 
companies per year in 2003 to 555 new companies per 
year in 2009.  By 2009, there were a reported total of 
3,175 extant startup companies formed around 

                                                 
1
 See, e.g., Michael Leachman & Chris Mai, Ctr. on Budget & Policy 

Priorities, Most States Funding Schools Less than Before the 
Recession (Sept. 12, 2013) (explaining that States have 
significantly cut education funding, in large part on account of the 
slow recovery from the 2007-2009 recession and the States’ 
reluctance to raise new revenues through taxes and fees); Phil 
Oliff, et al., Ctr. on Budget & Policy Priorities, Recent Deep State 
Higher Education Cuts May Harm Students and the Economy for 
Years to Come (Mar. 19, 2013) (explaining that all States, aside 
from North Dakota and Wyoming, are spending less per student 
on higher education than they did before the recession; this cut is 
due in large part to reduced state tax revenues). 
2
 Nat’l Science Bd., Nat’l Science Found., Science & Engineering 

Indicators 2012, ch. 5, at 5-45 (2012),  
http://www.nsf.gov/statistics/seind12/pdf/c05.pdf. 
3
 Id. 

4
 Id. 
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university patents.5  These companies and other 
licensing ventures bring in billions of dollars per year. 
Indeed, in 2008 alone, universities reported as high as 
$2.1 billion in net royalties as a result of their startup 
companies.6  Patents are thus a key source of revenues 
for States and their public universities. 

B. The Tuschl II Patents 

This case involves a dispute over the inventorship 
and ownership of a patent family referred to as the 
“Tuschl II” patents, which includes U.S. Patent Nos. 
7,056,704 and 7,078,196.  The Tuschl II patents are co-
owned by UMass, Max Planck, Whitehead, and MIT, 
and are licensed exclusively to Alnylam 
Pharmaceuticals for therapeutic purposes.  

The Tuschl II patents relate to the field of RNA 
interference (“RNAi”), also sometimes called “gene 
silencing.”  RNAi refers to a method of preventing a 
cell from making a particular protein.  This process can 
be useful in treating diseases associated with the 
production of that particular protein.  The Tuschl II 
patents are directed to the use of certain types of RNA 
molecules that are particularly effective at mediating 
RNAi.  They have generated “‘hundreds of millions of 
dollars of revenue.’”  Pet. App. 31a n.1 (Moore, J., 
dissenting) (quoting the Complaint ¶ 88).  

                                                 
5
 Id. at 5-46. 

6
 Id. Appendix Table 5-48. 



9 

III. Procedural Background 

A. District Court Proceedings 

UUtah alleged that one of its faculty members, Dr. 
Brenda Bass, conceived the inventions of the Tuschl II 
Patents before the named inventors, and that as Dr. 
Bass’s assignee, UUtah should be the sole owner or an 
owner of the Tuschl II Patents instead of, or in addition 
to, UMass and its fellow co-owners.  UUtah, however, 
never filed any patent applications on Dr. Bass’s 
alleged inventions and did not initiate the present 
dispute until more than ten years after the effective 
filing date of the Tuschl II patents. 

UUtah filed suit in the U.S. District Court for the 
District of Massachusetts, naming UMass and the other 
Tuschl II co-owners as defendants. The complaint 
sought, in pertinent part, correction of inventorship of 
the Tuschl II patents under 35 U.S.C. § 256 and 
assignment of the Tuschl II patents to UUtah.  Pet. 
App. 28a (Moore, J., dissenting).  In particular, UUtah 
requested that the district court “order assignment of 
all right, title and interest” in the patents from UMass 
and the other co-owners to UUtah.  Id. 

UMass moved to dismiss UUtah’s complaint on the 
ground that the district court lacked subject-matter 
jurisdiction over the case.  Id. at 38a.  UMass pointed 
out that both UUtah and UMass are state agencies and 
argued that the case fell within this Court’s “original 
and exclusive jurisdiction” pursuant to 28 U.S.C. § 
1251(a).   

Before the district court ruled on the motion, 
UUtah filed an amended complaint.  Id. at 2a.  The 
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amended complaint nominally dropped UMass as a 
defendant but added the UMass Officials in their 
official capacity.  Id. at 4a.  UUtah made no secret of 
the fact that it was attempting to plead around this 
Court’s original and exclusive jurisdiction over 
controversies between States.  It explained to the 
district court that “its intent in making this amendment 
was to avoid the Supreme Court’s exclusive 
jurisdiction.”  Id. 

Nevertheless, despite nominally removing UMass 
as a defendant, UUtah continued to seek relief directly 
against UMass.  UUtah still sought to divest UMass 
and its fellow co-owners of their ownership interests in 
the Tuschl II patents.  Indeed, UUtah once again 
requested that the district court “order assignment of 
all right title and interest” in the patents at issue from 
UMass to UUtah.  Id. at 28a (Moore, J., dissenting) 
(quoting the Complaint’s Prayer for Relief).    

On February 2, 2012, the UMass Officials, joined by 
the other Petitioners, filed a motion to dismiss the 
amended complaint on several grounds, including that 
the dispute remains a controversy between two States 
over which this Court has exclusive jurisdiction.  
Petitioners also moved to dismiss on the ground that 
UMass is an indispensable party under Rule 19 of the 
Federal Rules of Civil Procedure and that the suit 
could not go forward without UMass. 

On June 11, 2012, the district court issued an order 
denying Petitioners’ motion to dismiss.  Relying on 
Cahill, the district court concluded that a plaintiff-
State can circumvent this Court’s original and exclusive 
jurisdiction simply by naming state officials as 
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defendants in place of the defendant-State itself, 
provided that the case does not implicate “core 
sovereign interests”—which, the district court 
indicated, included “disputes over lakes, rivers, and 
state boundaries,” but not “a quarrel over patent 
rights.”  Id. at 42a.  The district court then concluded 
that it “has jurisdiction over the action against the 
UMass state officials under the Ex parte Young 
doctrine.”  Id. at 43a.  The district court also ruled that 
UMass was not an indispensable party, as UMass’s 
interests were well represented by the UMass Officials.  
Id. at 43a-44a.  

B. Federal Circuit Proceedings 

Petitioners timely appealed the district court’s 
ruling to the Federal Circuit pursuant to 28 U.S.C. § 
1295(a)(1) and the collateral order doctrine.  

On August 19, 2013, a divided panel of the Federal 
Circuit affirmed the district court’s order denying 
Petitioners’ motion to dismiss.  The panel majority held 
that a plaintiff-State may circumvent this Court’s 
original and exclusive jurisdiction through the pleading 
artifice of naming the officials of another State as 
defendants in lieu of the other State itself, provided 
that the case does not implicate (in the lower court’s 
view) any “core sovereign interests.”  According to the 
Federal Circuit, in such cases, the State is not the “real 
party in interest,” and the dispute may therefore 
proceed in the lower federal courts.  Pet App. 14a.  

The Federal Circuit concluded that UMass is not 
the real party in interest in this case—despite the fact 
that UUtah’s claims expressly seek to divest UMass of 
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its ownership rights in the Tuschl II patents—because 
a dispute over patent rights is not sufficiently serious 
and dignified to implicate a “core sovereign interest.”  
The Federal Circuit explained that “[s]tate ownership 
of patent rights is not akin to State ownership of water 
rights, natural resources, or other property issues that 
‘implicate serious and important concerns of federalism’ 
and rise to the level of core sovereign interests.”  Id. at 
16a. 

The Federal Circuit derived its “core sovereign 
interest” test from the Second Circuit’s decision in 
Cahill.  In that case, the State of Connecticut brought 
suit for injunctive relief against two New York state 
officials charged with enforcing a law that 
discriminated against non-resident lobstermen in favor 
of New York lobstermen.  217 F.3d at 95-96.  A divided 
panel of the Second Circuit ruled that this was not a 
case between States under Section 1251(a).  Id. at 103.  

Under Cahill, “a plaintiff-State may generally 
choose whether or not to name another State as a 
defendant in litigation challenging some action or 
statute of the other State.”  Id. at 98.  In particular, a 
plaintiff-State can side-step the Supreme Court’s 
original and exclusive jurisdiction under 
Section 1251(a) by naming state officials as defendants 
through an extension of the Ex parte Young doctrine.  
Id. at 100-02.  The only limitations on such a plaintiff-
State’s ability to plead around this Court’s exclusive 
jurisdiction are if “(1) the alleged injury was caused by 
actions specifically authorized by State law, and (2) the 
suit implicates the State’s core sovereign interests.”  
Id. at 99.  In other words, the other State is the real 
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party in interest—and the case is subject to this 
Court’s exclusive jurisdiction—only if that State’s 
“core sovereign interests” are at stake.  The court 
concluded that enforcement of the New York law in 
question did not implicate New York’s “core sovereign 
interests.”  Id. at 103. 

Then-Judge Sotomayor dissented.  She argued that 
the majority’s “core sovereign interest” test conflicted 
with the plain language of Section 1251(a):  “There is 
nothing in the language of the statute, its legislative 
history, or Supreme Court case law stating that the 
Supreme Court’s exclusive jurisdiction over such 
controversies may be concurrent with lower federal 
courts depending upon the nature of the interstate 
dispute.”  Id. at 105 (Sotomayor, J., dissenting).  Judge 
Sotomayor further argued that there was no basis 
under this Court’s precedents to extend the Ex parte 
Young doctrine into a vehicle for circumventing this 
Court’s exclusive jurisdiction.  Given that Congress 
provided a forum for cases between States in this 
Court, and in this Court alone, “[t]he principal 
justification for application of the Young doctrine is 
completely missing when a plaintiff-State has a dispute 
with another State, i.e., providing a forum to address a 
constitutional wrong where none would otherwise 
exist.”  Id. at 111 (Sotomayor, J., dissenting).  

Echoing Judge Sotomayor in her own dissent from 
the Federal Circuit’s decision below, Judge Moore 
likewise observed that Cahill’s “core sovereign 
interest” test is at odds with the plain language of 
Section 1251(a), “which contemplates ‘all controversies’ 
between states fall within Section 1251, not just those 
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involving core sovereign interests.”  Pet. App. 29a 
(Moore, J. dissenting).  Judge Moore also noted that the 
majority conflated the considerations that this Court 
applies when deciding whether to exercise its 
jurisdiction over a dispute between States with a test 
for whether this Court’s original and exclusive 
jurisdiction exists in the first instance.  Id. at 29a-30a 
(Moore, J., dissenting).  As Judge Moore explained, 
“[t]he majority’s conflation of those two concepts strips 
the Supreme Court of its discretion to decide if a case is 
sufficiently serious to exercise jurisdiction over it.  It 
reallocates that power to the lower courts—who will 
decide which subset of cases—those implicating core 
sovereign interest—will be presented to the Supreme 
Court.”  Id. at 30a (Moore, J., dissenting).  In this case, 
she continued, “[i]t is for the Supreme Court to itself 
decide” whether “issues of patent ownership and 
inventorship are not sufficiently grand for the Supreme 
Court to resolve in the first instance.”  Id. at 30a n.1 
(Moore, J., dissenting).    

On September 18, 2013, Petitioners filed a timely 
petition for rehearing before the Federal Circuit en 
banc.  The Federal Circuit denied the petition on 
November 12, 2013.  

REASONS FOR GRANTING THE WRIT 

This case raises fundamental and important 
questions about the scope of this Court’s original 
jurisdiction.  The Court has “original and exclusive 
jurisdiction of all controversies between two or more 
States.”  28 U.S.C. § 1251(a) (emphasis added).  As the 
Court has made clear, “the description of our 
jurisdiction as ‘exclusive’ necessarily denies jurisdiction 
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of such cases to any other federal court.”  Mississippi v. 
Louisiana, 506 U.S. at 77-78.   

Nevertheless, the Second Circuit and now the 
Federal Circuit have devised a way for plaintiff-States 
to circumvent this Court’s exclusive jurisdiction—
simply by replacing the named State defendant with 
state official defendants.  While such a pleading device 
has long existed to enable prospective enforcement of 
federal law against the States under the “fiction” of Ex 
parte Young, there is no such reason here to allow 
plaintiff-States to circumvent this Court’s exclusive 
jurisdiction over inter-State disputes.  The purpose of 
the Ex parte Young doctrine is to provide a federal 
forum to vindicate federal rights; it was never intended 
to serve as a mechanism for forum-shopping as 
between this Court and other federal courts. 

Indeed, both the Federal Circuit in this case and the 
Second Circuit in Cahill recognized that it is sometimes 
necessary to look beyond the formality of who is named 
as a defendant and treat one State’s case against 
another’s  officials as  brought against the State itself.  
But they applied standards in making that assessment 
that intrude on this Court’s exclusive role as the arbiter 
of inter-State disputes. 

Here, there can be little doubt that the 
Commonwealth of Massachusetts was the real party in 
interest when UUtah disputed UMass’s claim of 
inventorship, and thus ownership, of very valuable 
patents.  The majority below held, however, that there 
was no jurisdictional problem with entertaining the 
case in the lower federal courts, once UUtah had taken 
the step of deleting UMass as a defendant and 
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substituting UMass Officials in its place.  As Judge 
Moore noted in dissent, this ruling plainly invades this 
Court’s exclusive role as the forum for inter-State 
disputes and “erodes the Court’s discretion to decide 
which [inter-State] controversies it will hear.”  Pet. 
App. 29a (Moore, J., dissenting). 

This case thus involves core issues of the allocation 
of power between this Court and the lower federal 
courts.  The Framers and Congress decided that a 
State should not face a suit brought by another State in 
any forum other than this Court.  To be sure, the Court 
retains the discretion to decline to exercise that 
jurisdiction.  But that is a far cry from a lower court 
carving out a chunk of this Court’s exclusive 
jurisdiction and usurping it for itself, based on the 
lower court’s own judgment about which inter-State 
disputes are sufficiently weighty for this Court to 
entertain.  Such an approach simply cannot be squared 
with the way Congress has chosen to distribute 
jurisdiction since 1789. 

I. The Lower Courts’ Exercise Of Jurisdiction 
Over This Case Contradicts Section 1251(a) 
And This Court’s Precedents. 

Since the creation of the federal judiciary, Congress 
has granted this Court the “original and exclusive 
jurisdiction of all controversies between two or more 
States” currently codified in 28 U.S.C. § 1251(a).  The 
Court has emphasized that the language of Section 
1251(a) is “uncompromising” and “necessarily denies 
jurisdiction of such cases to any other federal court.”  
Mississippi v. Louisiana, 506 U.S. at 77-78.  
Nevertheless, the Second Circuit and now the Federal 
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Circuit have carved out an exception to Section 1251(a) 
that is so broad as to eviscerate the exclusivity of this 
Court’s jurisdiction over controversies between States.   

A. The Lower Courts’ “Core Sovereign Interest” 
Test Violates Federal Law. 

For the Second Circuit and now the Federal Circuit, 
the words “all controversies” in Section 1251(a) do not 
actually mean “all controversies.”  Instead, those 
Circuits limit this Court’s exclusive jurisdiction to the 
subset of controversies between States that implicate 
so-called “core sovereign interests” if a plaintiff-State 
chooses to name officials as defendants rather than the 
State itself.  This “core sovereign interests” hurdle is 
contrary to the plain language of Section 1251(a), which 
grants this Court exclusive jurisdiction over “all 
controversies” between States—even those that a 
lower court deems relatively insignificant.  As then-
Judge Sotomayor noted in her dissent in Cahill, that 
limitation “imposes a restriction on the scope of the 
statute that is not even remotely suggested by the 
language of Section 1251(a), its legislative history, or 
the case law interpreting the statute.”  Cahill, 217 F.3d 
at 108. 

This Court has never suggested that the existence 
of its original and exclusive jurisdiction over 
controversies between States turns on whether the 
case implicates a “core sovereign interest.”  Instead, 
the lower courts appropriated their “core sovereign 
interest” test from this Court’s case law addressing the 
separate question of whether the Court will exercise its 
discretion to entertain a case that falls within its 
original and exclusive jurisdiction.   
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The Court has interpreted Section 1251(a) as 
leaving the Court “substantial discretion to make case-
by-case judgments as to the practical necessity of an 
original forum in this Court for particular disputes 
within [its] constitutional original jurisdiction.”  Texas 
v. New Mexico, 462 U.S. at 570; see, e.g., Louisiana v. 
Mississippi, 488 U.S. 990 (1988) (denying motion for 
leave to file complaint within Court’s exclusive 
jurisdiction); California v. West Virginia, 454 U.S. 1027 
(1981) (same).  In deciding whether to hear such a case, 
the Court looks to the “seriousness and dignity of the 
claim,” among other factors.  Mississippi v. Louisiana, 
506 U.S. at 77 (“The model case for invocation of this 
Court’s original jurisdiction is a dispute between States 
of such seriousness that it would amount to casus belli 
if the States were fully sovereign.” (quotation marks 
omitted)).  

It is from this body of case law that the Second 
Circuit, now followed by the Federal Circuit, derived 
its “core sovereign interest” test.  The Second Circuit 
declared that “the importance of focusing on core 
sovereign interests” was “apparent from the Supreme 
Court’s own pronouncements” about which cases the 
Court found “most appropriate for the exercise of its 
discretionary authority over controversies between 
States.”  Cahill, 217 F.3d at 99.  From those cases, the 
Second Circuit determined, “[t]he Court looks 
primarily at ‘the seriousness and dignity of the claim’ . . 
. and attempts to focus its limited resources on cases 
that ‘implicate[ ] serious and important concerns of 
federalism.’”  Id. (quoting Mississippi v. Louisiana, 506 
U.S. at 77, and Wyoming v. Oklahoma, 502 U.S. 437, 
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451 (1992) (emphasis added) (internal quotation marks 
omitted)); accord Pet. App. 13a. 

The Second Circuit and Federal Circuit have thus 
explicitly, and erroneously, transformed factors that 
this Court considers in deciding whether to entertain a 
case within its exclusive jurisdiction into a test for 
whether a case falls within the Court’s exclusive 
jurisdiction in the first instance.  But there is no legal 
basis for transforming the Court’s own discretionary 
considerations into a jurisdictional test for lower 
courts.  This Court has never suggested that the 
existence of its exclusive jurisdiction over cases 
between States depends on whether the claim is 
sufficiently serious or implicates “core sovereign 
interests.”  Much less has the Court suggested that a 
lower court may decide that a claim is insufficiently 
serious to fall within the Court’s own exclusive 
jurisdiction—and choose, instead, to adjudicate the 
claim itself.  

Indeed, as the dissents in both this case and Cahill 
emphasized, the lower courts’ “core sovereign interest” 
test—uprooted from its origins as a discretionary 
consideration applied by this Court alone—is an affront 
to the Court’s authority under Section 1251(a).  As 
Judge Moore noted, conflating “[t]he existence of the 
Supreme Court’s exclusive jurisdiction and its 
discretion to exercise that jurisdiction.…strips the 
Supreme Court of its discretion to decide if a case is 
sufficiently serious to exercise jurisdiction over it.”  
Pet. App. 29a-30a (Moore, J., dissenting); accord Cahill, 
217 F.3d at 108-09 (Sotomayor, J., dissenting) (“The 
core sovereign interests test essentially substitutes a 



20 

lower court’s judgment for the Supreme Court’s 
regarding what is an appropriate controversy for the 
Supreme Court to hear….”). 

Yet, under Congress’s express grant of “exclusive” 
jurisdiction to the Supreme Court, “[t]he lower federal 
courts may not exercise the Supreme Court’s discretion 
on its behalf.”  217 F.3d at 109.  Even aside from 
derogation of Congress’s statutory grant, as Judge 
Sotomayor noted, “vesting the Supreme Court’s 
discretion elsewhere via a core sovereign interest 
requirement could result in decisions about the 
importance of controversies between the States that 
the Supreme Court might not have made.”  Id. 
(Sotomayor, J., dissenting).  For example, this Court 
has long held that its original and exclusive jurisdiction 
extends to “cases directly affecting the property rights 
and interests of a [S]tate.”  South Dakota v. North 
Carolina, 192 U.S. 286, 314 (1904) (quoting Missouri v. 
Illinois, 180 U.S. 208, 240-41 (1901)).  The instant 
petition presents just such a case—a dispute over 
whether Utah or Massachusetts has ownership rights 
in a valuable family of patents.  Yet the lower court 
deemed this dispute categorically different from the 
numerous other property cases this Court has 
entertained.  See Pet. App. 16a (asserting without 
further explanation that “State ownership of patent 
rights is not akin to State ownership of water rights, 
natural resources, or other property issues that 
‘implicate serious and important concerns of 
federalism’” (quoting Cahill, 217 F.3d at 99)).  It should 
be for this Court, not the lower courts, to determine in 
the first instance whether patent disputes implicating 
significant revenues are sufficiently “serious and 
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important” to warrant this Court’s exercise of 
jurisdiction. 

B. The Lower Courts’ Newly Minted 
Jurisdictional Test Elevates Artful Pleading 
Over Substance.  

UUtah initially named UMass as a defendant in this 
action.  Pet. App. 2a.  Even under the lower courts’ 
approach, this was then a “controversy between two or 
more States” under Section 1251(a).  Nevertheless, 
simply because UUtah filed an amended complaint that 
dropped UMass as a named defendant and added the 
UMass Officials as defendants in its place, the Federal 
Circuit applied its “core sovereign interest” test, and 
then held that this is no longer a case between States 
because a dispute over patent rights is supposedly not 
important enough to pass that test.  

Such an approach elevates legal form over 
substance, treating what is in reality an inter-State 
dispute as something else.  This rule enables a plaintiff-
State to circumvent this Court’s exclusive jurisdiction 
through artful pleading—simply by naming the officials 
of another State as defendants in lieu of the other State 
itself, provided that the lower court believes that the 
claims at issue are not important enough for this Court 
to entertain.   

This Court has never endorsed such an approach.  
To the contrary, in Arkansas v. Texas, 346 U.S. 368 
(1953), the Court explained that “[i]n determining 
whether the interest being litigated is an appropriate 
one for the exercise of our original jurisdiction,” the 
Court “of course look[s] behind and beyond the legal 
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form in which the claim of the State is pressed.”  Id. at 
371.  Rather than blindly heeding the plaintiff-State’s 
pleading choices, the Court “determine[s] whether in 
substance . . . the State is indeed the real party in 
interest.”  Id.    

Contrary to this Court’s directive, under the Second 
and Federal Circuits’ test, this Court’s original and 
exclusive jurisdiction turns on legal form at its most 
superficial: namely, on how the plaintiff-State chooses 
to style its case caption.  See Cahill, 217 F.3d at 108-09 
(Sotomayor, J., dissenting) (decrying substituting “the 
discretion of lower federal courts (or worse, that of a 
plaintiff-State framing its complaint) for that of the 
Supreme Court in deciding whether a case is important 
enough for the Supreme Court to hear”).  

C. UMass Is A Real Party In Interest Under 
This Court’s Precedents. 

As Arkansas v. Texas instructs, the proper inquiry 
for determining whether a case falls within the Court’s 
original and exclusive jurisdiction is whether the State 
is the “real party in interest.”  The Second Circuit and 
Federal Circuit have conflated this Court’s “real party 
in interest” inquiry with their “core sovereign interest” 
test.  But this Court has never suggested, much less 
held, that a case must implicate some “core sovereign 
interest” for a State to be the real party in interest for 
purposes of the Court’s original and exclusive 
jurisdiction.  Indeed, as the cases discussed below make 
clear, the Court has exclusive jurisdiction over all 
controversies between States, regardless of whether 
any “core sovereign interests” are at stake. 
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There can be no dispute that UMass is a real party 
in interest under this Court’s precedents.  This case is 
fundamentally a property dispute between two States.  
The Court noted long ago that “the clear import of the 
decisions of this [C]ourt from the beginning to the 
present time is in favor of its jurisdiction over an action 
brought by one [S]tate against another, to enforce a 
property right.”  South Dakota v. North Carolina, 192 
U.S. at 318.   

Moreover, contrary to the Courts of Appeals’ 
fixation on rivers, lakes, and boundaries, this Court has 
frequently decided disputes over property aside from 
land.  For example, in Texas v. New Jersey, 379 U.S. 
674 (1965), the Court held that it had original and 
exclusive jurisdiction over a dispute between Texas, 
New Jersey, and Pennsylvania in which each of those 
States was asserting mutually exclusive claims to the 
same property—namely, the right to escheat $26,461.65 
in abandoned debts owed by the Sun Oil Company.  See 
also, e.g., Pennsylvania v. New York, 407 U.S. 206 
(1972) (exercising original and exclusive jurisdiction 
over controversy between States as to which State has 
right to escheat same disputed property). 

Similarly, in California v. Texas, 457 U.S. 164 
(1982), the Court held that a property dispute between 
California and Texas over which state could levy death 
taxes on Howard Hughes’ estate, which turned on 
where Hughes was domiciled at the time of his death, 
was a controversy between States within the Court’s 
exclusive jurisdiction under Section 1251(a).  The Court 
found that the states were “undeniably adversaries in 
th[e] action” because “only one State is entitled to 
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impose death taxes; the outcome of this action would 
determine which State is privileged to tax.”  Id. at 165. 

Likewise, here, looking beyond UUtah’s pleading 
choices, it is plain that Utah and Massachusetts are 
asserting inconsistent claims over property—rights to 
the Tuschl II patents—and they are “undeniably 
adversaries” in this action.  Utah claims sole or joint 
ownership of the Tuschl II patents, whereas 
Massachusetts vigorously disputes Utah’s inventorship 
claim and denies that Utah has any interest whatsoever 
in the Tuschl II patents.  And the outcome of this case 
would determine which of the rival state claimants has 
ownership rights to the Tuschl II patents.  See also, 
e.g., Texas v. Florida, 306 U.S. 398 (1939) (interpleader-
type suit, in which rival States asserted mutually 
exclusive claims to same disputed property, is a 
controversy between States subject to the Court’s 
original and exclusive jurisdiction).  Massachusetts is 
plainly a real party in interest under this Court’s 
precedents. 

None of the Federal Circuit’s other reasons for 
disqualifying Massachusetts as a real party in interest 
withstands scrutiny.  For example, the court claims 
that Massachusetts is not a real party in interest 
because “the court’s decree will not deplete the state 
treasury.”  Pet. App. 17a.  But that is simply not true.  
Utah explicitly seeks property currently co-owned by 
Massachusetts: the Tuschl II Patents, which are quite 
valuable.  And there is no exception in Section 1251(a) 
relegating disputes between States concerning the 
ownership of patents to lower federal courts.  The 
phrase “[a]ll controversies between two or more 
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States” plainly includes controversies between States 
over patent ownership.  28 U.S.C. § 1251(a).    

The majority also attempts to draw a formalistic 
distinction between patent inventorship and ownership, 
arguing that “UMass and the dissent confuse the issue 
by repeatedly framing the dispute as one of ownership, 
not inventorship.”  Pet. App. 16a.  But the majority 
ignores the very purpose of Utah’s lawsuit, as well as 
the relief it specifically requests in its complaint: the 
reassignment of patents currently co-owned by 
Massachusetts.  Indeed, it is undisputed that if Utah 
were to prevail on its inventorship claims, 
Massachusetts and its fellow co-owners would lose their 
interest in the Tuschl II Patents.  As Judge Moore 
states in her dissent, “[t]his is a dispute about 
ownership, plain and simple.”  Pet. App. 28a (Moore, J., 
dissenting).7  The fact that ownership turns on a 
determination of inventorship does not make this any 
less a controversy between States—just as California 
v. Texas was a controversy between States, even 
though the States’ dueling claims to tax proceeds 
turned on a determination of Howard Hughes’ domicile 
at the time of his death.   

In sum, the Second and Federal Circuits’ “core 
sovereign interest” test is contrary to the plain 
language of 28 U.S.C. § 1251(a) and deprives this Court 
of its discretion to decide which cases within its original 

                                                 
7
 Indeed, when asked at oral argument, whether this is a case 

about patent ownership, Utah’s counsel responded that his client 
“wants to own the patents.”  Pet. App. 28a (Moore, J., dissenting) 
(quoting oral argument). 
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and exclusive jurisdiction it will entertain.  Under this 
Court’s precedents, this case is plainly a controversy 
between States—a property dispute between Utah and 
Massachusetts—that falls squarely within the Court’s 
original and exclusive jurisdiction.  The Court should 
remedy the lower courts’ invasion of its exclusive 
jurisdiction. 

II. The Lower Courts Have Improperly 
Extended The Ex Parte Young Doctrine Into 
A Means To Circumvent This Court’s 
Exclusive Jurisdiction. 

The Second Circuit and Federal Circuit have 
compounded their jurisdictional errors by ignoring the 
basis for the Ex parte Young doctrine and twisting it 
into a mechanism for circumventing this Court’s 
original and exclusive jurisdiction over cases between 
States.  Ex parte Young originated the legal fiction that 
a state official acting in his or her official capacity is not 
an agent of the State for sovereign immunity purposes 
in cases seeking to enjoin ongoing violations of federal 
law.  The Court devised this fiction to ensure the 
availability of a federal forum to vindicate federal 
rights, notwithstanding the doctrine of state sovereign 
immunity.  But Ex parte Young’s rationale is wholly 
lacking in cases between States, because both the 
Constitution and Congress have already provided a 
federal forum for such disputes—this Court itself, 
which under Section 1251(a) has exclusive jurisdiction 
over cases between States.  This Court has never 
endorsed the extension of Ex parte Young as the 
Second Circuit and Federal Circuit have done.  The 
Court should reaffirm Ex parte Young’s fundamental 
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confines and reject its use as a means for States’ 
attempted forum-shopping in the face of 
Section 1251(a). 

A. The Ex Parte Young Doctrine Has No Proper 
Application In Cases Between States. 

As noted above, after UUtah sued UMass, it 
substituted the UMass Officials as named defendants, 
admitting its hope that it could thereby evade an attack 
on the district court’s jurisdiction.  Relying on Cahill, 
the district court sanctioned UUtah’s artful pleading, 
concluding that it “has jurisdiction over the action 
against the UMass state officials under the Ex parte 
Young doctrine,” Pet. App. 43a, and the Federal Circuit 
affirmed.  But such an extension of the Ex parte Young 
doctrine is contrary to this Court’s precedents and 
should not be countenanced.  

In general, “[t]he Eleventh Amendment bars a suit 
against state officials when the state is the real, 
substantial party in interest. . . .  Thus, the general rule 
is that relief sought nominally against an officer is in 
fact against the sovereign if the decree would operate 
against the latter.”  Pennhurst, 465 U.S. at 89, 101 
(internal quotation marks omitted).  The Ex parte 
Young doctrine is a “narrow exception to the Eleventh 
Amendment.”  Seminole Tribe of Florida v. Florida, 
517 U.S. 44, 76 (1996).  Ex parte Young is based on the 
“fiction” that a state official acting in his or her official 
capacity in violation of federal law is not an agent of the 
State for Eleventh Amendment immunity purposes: 

The theory of [Ex parte Young] was that an 
unconstitutional enactment is “void” and 
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therefore does not “impart to [the officer] any 
immunity from responsibility to the supreme 
authority of the United States.”  Since the State 
could not authorize the action, the officer was 
“stripped of his official or representative 
character and [was] subjected to the 
consequences of his official conduct.” 

Pennhurst, 465 U.S. at 102 (quoting Ex parte Young, 
209 U.S. 123, 160 (1908) (internal citations omitted) 
(first bracket added)).   

The Ex parte Young fiction was devised “to permit 
the federal courts to vindicate federal rights and hold 
state officials responsible to ‘the supreme authority of 
the United States.’”  Id. at 105 (quoting Ex parte 
Young, 209 U.S. at 160); see id. (“Our decisions 
repeatedly have emphasized that the Young doctrine 
rests on the need to promote the vindication of federal 
rights.”).  The Court has cautioned that Ex parte 
Young “has not been provided an expansive 
interpretation” since it was first created.  Id. at 102.  
And in fact, the Court has repeatedly limited the 
doctrine.  See, e.g., Edelman v. Jordan, 415 U.S. 651 
(1974) (Young does not permit suits seeking 
retrospective relief); Pennhurst, 465 U.S. at 106 
(Young does not permit suits against State officials for 
violations of State law).  Indeed, the Court has noted 
that “Young’s applicability has been tailored to 
conform as precisely as possible to those specific 
situations in which it is necessary to permit the federal 
courts to vindicate federal rights.”  Papasan v. Allain, 
478 U.S. 265, 277 (1986) (emphasis added) (internal 
quotation marks omitted); see also Seminole Tribe of 
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Florida, 517 U.S. at 73 (where the case presented is 
“sufficiently different from that giving rise to the 
traditional Ex parte Young action,” it shall “preclude 
the availability of that doctrine”). 

The Second and Federal Circuits have now held 
that the Ex parte Young fiction may be used for an 
entirely different purpose: shifting jurisdiction over 
inter-State disputes from this Court to the federal 
district courts.  But the fundamental rationale for the 
fiction is “completely missing” in cases between States.  
Cahill, 217 F.3d at 111 (Sotomayor, J., dissenting).  
Both the Constitution and Congress have already 
provided a federal forum for such disputes—an 
exclusive forum in this Court, pursuant to Section 
1251(a).    

Indeed, even in cases where Ex parte Young would 
serve its intended purpose of providing a way around 
state sovereign immunity in order to vindicate federal 
rights, the Court has instructed that the doctrine 
cannot be invoked if Congress has provided an 
alternative forum of some kind for the dispute.  The 
Court’s decision in Seminole Tribe v. Florida is 
particularly instructive.  In that case, the plaintiff tribe 
asserted a claim under Young against the Governor of 
Florida to enjoin certain alleged violations of the Indian 
Gaming Regulatory Act.  The Court rejected the 
Seminole Tribe’s Ex parte Young claim.  The Court 
observed that in the Indian Gaming Regulatory Act, 
Congress set forth a detailed dispute resolution process 
for the federal rights created under the Act, including 
mandatory mediation followed by final resolution, if 
necessary, in the Executive branch by the Secretary of 
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the Interior.  517 U.S. at 50, 76.  As a result, the Court 
held that “[t]he narrow exception to the Eleventh 
Amendment provided by the Ex parte Young doctrine 
cannot be used to enforce” the Tribe’s claims.  Id. at 76.  
The Court explained that “where Congress has 
prescribed a detailed remedial scheme for the 
enforcement against a State of a statutorily created 
right, a court should hesitate before casting aside those 
limitations and permitting an action against a state 
officer based upon Ex parte Young.”  Id. at 74.  

Similarly, here, Congress has already established a 
single and exclusive federal judicial forum8 for 
resolution of cases between States: the Supreme Court.  
28 U.S.C. § 1251(a).  There is therefore no basis 
whatsoever in this Court’s precedents for State 
plaintiffs to bring a Young-type action against state 
officials to circumvent the limitations of Section 
1251(a).  The purpose of the Young doctrine is not to 
facilitate forum-shopping as between federal courts.  
As Judge Sotomayor concluded in Cahill:  

The principal justification for application of the 
Young doctrine is completely missing when a 
plaintiff-State has a dispute with another State, 
i.e., providing a forum to address a constitutional 

                                                 
8
 Utah had, at one time, an additional forum in which to resolve its 

claims that Dr. Bass was the first to conceive the subject matter of 
the Tuschl II patents: an interference proceeding in the U.S. 
Patent and Trademark Office.  However, that forum is no longer 
available to Utah because Utah never filed a patent application on 
Dr. Bass’s alleged discovery, and timely filing one’s own patent 
application is one of the requirements for provoking an 
interference.  See 35 U.S.C. § 135(a).    
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wrong where none would otherwise exist.  The 
Supreme Court has indicated that Young’s 
fiction should not be invoked where a forum to 
provide relief is available. . . . With respect to 
the instant dispute, Connecticut has direct, 
exclusive access to the highest court in the 
nation.  Thus, to the extent Young is at all 
relevant here, it counsels that we should not 
expand federal jurisdiction where a forum for 
relief already exists.  

Cahill, 217 F.3d at 111 (Sotomayor, J., dissenting) 
(internal citations omitted).  

B. By Authorizing Claims Against Officials Who 
Are Mere Stand-Ins For The State, The 
Federal Circuit Has Extended Ex parte 
Young Even Further Beyond Its Proper 
Confines. 

The Federal Circuit extended the Ex parte Young 
doctrine even further from its proper confines than the 
Second Circuit did in Cahill.  Under this Court’s 
precedents, Ex parte Young actions are limited to suits 
for prospective injunctive relief against state officials 
who are committing ongoing violations of federal law.  
See, e.g., Edelman, 415 U.S. at 677.  Here, however, the 
Federal Circuit authorized UUtah’s claims to proceed 
against the UMass Officials even though UUtah does 
not seek any relief against them.  The UMass Officials 
are mere stand-ins for the Commonwealth of 
Massachusetts itself, which UUtah seeks to divest of its 
ownership interests in the Tuschl II patents.   
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The Federal Circuit below was completely silent as 
to why the UMass Officials are proper defendants in 
this case under Ex parte Young or otherwise.  See Pet. 
App. 12a-17a; see also id. at 29a (Moore, J., dissenting) 
(noting that “the majority never holds that the UMass 
Officials have any interest in this proceeding”).  The 
officials have no ownership interest in the Tuschl II 
Patents; UMass itself is the co-owner of the patents.   

Nor does UUtah seek any relief from the UMass 
Officials, injunctive or otherwise.  The only claim that 
UUtah purports to assert against them is for correction 
of inventorship under 35 U.S.C. § 256(b).  That statute 
provides that “[t]he court before which such matter is 
called in question may order correction of the patent on 
notice and hearing of all parties concerned and the 
Director shall issue a certificate accordingly.”  35 
U.S.C. § 256.  Thus, if the district court were to 
determine that inventorship should be corrected, it 
would issue an order to the Director of the USPTO—
not to any of the UMass Officials.  See Pet. App. 29a 
(“Nowhere does the majority suggest that the UMass 
Officials are ‘parties concerned’ that may be subject to 
a correction of inventorship action under § 256(b).” 
(Moore, J., dissenting).)  And because the UMass 
Officials have no ownership interest in the Tuschl II 
Patents (unlike UMass), any such order would have no 
bearing on them.  UUtah’s claim thus would not result 
in the district court’s enjoining any ongoing activity of 
the UMass officials or entering any other relief against 
them.   

Simply put, the relief that Utah seeks in this case 
does not involve the UMass Officials at all.  And absent 
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any legitimate claim for prospective relief against 
them, Utah has no basis on which to invoke or extend 
Ex parte Young. 

UUtah’s claims against the UMass Officials thus 
amount to an undisguised attempt to “recast the nature 
of this dispute” over property belonging to the 
Commonwealth of Massachusetts.  Pet. App. 28a 
(Moore, J., dissenting).  Such a case—a property 
dispute between two States—falls squarely and solely 
in this Court’s original and exclusive jurisdiction.  

CONCLUSION 

The petition for a writ of certiorari should be 
granted.   

    Respectfully submitted,  
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Appendix A 

United States Court of Appeals,  
Federal Circuit.  

UNIVERSITY OF UTAH, Plaintiff—Appellee, 
v.  

MAX—PLANCK—GESELLSCHAFT ZUR 
FORDERUNG DER WISSENSCHAFTEN E.V.,  

Max—Planck—Innovation GmbH, Whitehead Institute for 
Biomedical Research, Massachusetts Institute of 
Technology, and Alnylam Pharmaceuticals, Inc., 

Defendants—Appellants,  
and  

Robert L. Caret, James R. Julian, Jr., David J. Gray,  
and James P. McNamara, Defendants—Appellants. 

Nos. 2012-1540, 2012-1541, 2012-1661.  
Aug. 19, 2013.  

Rehearing En Banc Denied Nov. 12, 2013. 

 
Before MOORE, REYNA, and WALLACH, Circuit 
Judges. 

Opinion for the court filed by Circuit Judge 
REYNA. 

Dissenting opinion filed by Circuit Judge MOORE. 

REYNA, Circuit Judge. 

The University of Utah (“UUtah”) brought this 
lawsuit to correct inventorship of U.S. Patent Nos. 
7,056,704 and 7,078,196 (the “Tuschl Patents”). 
Originally, UUtah named as defendants the assignees 
(“Assignees”) of the Tuschl Patents: Max—
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Planck—Gesellschaft zur Forderung der Wissenschaften 
e.V., Max—Planck—Innovation GmbH, Whitehead 
Institute for Biomedical Research, Massachusetts 
Institute of Technology, and Alnylam 
Pharmaceuticals, Inc., (collectively, the “non-State 
Defendants”) and the University of Massachusetts 
(“UMass”). 

UMass argued that, because the dispute was 
between two States, the Supreme Court had exclusive 
original jurisdiction. In response, UUtah amended 
its complaint, substituting four UMass officials (the 
“Named Officials”) in place of UMass. The Named 
Officials then moved to dismiss the case, arguing that 
UUtah’s claims were barred by sovereign immunity 
and that UUtah had failed to join UMass, which they 
claimed was an indispensable party. The district court 
denied the motion, and the defendants appealed. 

This case requires us to examine the issues of 
sovereign immunity and federal jurisdiction that arise 
when state universities are involved on both sides of an 
inventorship dispute. For the reasons that follow, we 
affirm. 

BACKGROUND 

The following facts come from UUtah’s complaint 
which, for the purpose of evaluating the motion to 
dismiss, we take as true. 

Dr. Brenda Bass is a professor of biochemistry at 
UUtah. Her research is focused on RNA biochemistry. 
In particular, Dr. Bass studies RNA interference 
(“RNAi”), a phenomenon in which RNA plays a role in 
silencing the expression of individual genes. Her 
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employment agreement assigns to UUtah the rights to 
all inventions and discoveries she makes as a result of 
her employment or research, including the rights to 
any patents arising from her work. 

Dr. Thomas Tuschl, a researcher employed by 
UMass, is also active in RNAi research. In the course 
of their work, Drs. Tuschl and Bass attended professional 
conferences at which they both presented papers on 
RNA and RNAi issues. Both researchers were 
familiar with each other’s work. Dr. Tuschl eventually 
applied for and was granted the Tuschl Patents, which 
Dr. Bass claims “disclosed and claimed [her] 
conception.” Dr. Bass is not a named inventor on either 
of the Tuschl Patents. 

UUtah, as assignee of Dr. Bass’s rights, believes 
that Dr. Bass is the sole or a joint inventor of the Tuschl 
Patents. UUtah asked Assignees to cooperate in 
petitioning the United States Patent and Trademark 
Office (“USPTO”) to correct the inventorship of the 
Tuschl Patents by adding Dr. Bass as an inventor. 
Defendants, who do not believe that Dr. Bass is an 
inventor of the Tuschl patents, declined that request. 
As a result, UUtah initiated this suit in district court, 
requesting the correction of the inventorship of the 
Tuschl Patents under 35 U.S.C. § 256 and asserting 
various state law claims against the non-State 
defendants. 

The original and first amended complaints named 
as defendants each of the Assignees, including UMass. 
UMass moved to dismiss, arguing that because UUtah 
and UMass were both arms of the State, the dispute 
between them fell within the exclusive original 
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jurisdiction of the Supreme Court. In response, 
UUtah amended its complaint, replacing UMass 
with four UMass officials: Robert L. Caret 
(President of UMass), James R. Julian 
(Executive Vice President and Chief Operating 
Officer of UMass), David J. Gray (Senior Vice 
President for Administration, Finance, & Technology 
and University Treasurer of UMass), and James P. 
McNamara (Executive Director, Office of Technology 
Management of UMass). UUtah stated that its 
intent in making this amendment was to avoid the 
Supreme Court’s exclusive jurisdiction. 

The Named Officials moved to dismiss, arguing 
that the case fell within the exclusive original 
jurisdiction of the Supreme Court and that UUtah’s 
claims were barred by sovereign immunity The 
district court rejected these arguments, concluding 
that relief under § 256 is “prospective in nature, and 
does not involve a retroactive remedy.” Citing 
Connecticut ex rel. Blumenthal v. Cahill, 217 F.3d 
93, 98 (2d Cir. 2000), the court ruled that the case 
did not fall within the exclusive original jurisdiction 
of the Supreme Court because UUtah had chosen 
to sue state officials, not the State itself. It also 
reasoned that correction of inventorship was not a 
core sovereign interest sufficient to make this a 
dispute between States. Accordingly, the district 
court concluded that it “ha[d] jurisdiction over the 
action against the UMass state officials under the 
Ex parte Young doctrine.” 

The Named Officials also argued that UUtah 
had failed to name UMass, which they claimed was 
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an indispensable party. The district court rejected 
this argument as well, ruling that the suit could 
proceed without UMass. The court reasoned that 
neither UMass nor Defendants would be 
prejudiced by a judgment rendered in UMass’s 
absence because UMass’s interests would be 
adequately represented by the existing 
defendants, including the Named Officials. The 
court also found that the remedy—an order directing 
the USPTO to correct inventorship—would provide 
adequate relief whether or not UMass was joined. 

Defendants appeal the denial of the motion to 
dismiss. This court has jurisdiction under 28 U.S.C. 
§ 1295(a)(1) and the collateral order doctrine. See 
Puerto Rico Aqueduct & Sewer Authority v. Metcalf 
& Eddy, Inc., 506 U.S. 139, 147, 113 S. Ct. 684, 121 
L. Ed. 2d 605 (1993) (holding that immediate appeal 
of the denial of a motion for dismissal based on 
sovereign immunity is permissible under the 
collateral order doctrine). 

DISCUSSION 

State universities frequently obtain 
assignments on patents invented by their faculties 
and staff, just as private corporations often obtain 
assignments on patents invented by their 
employees. Unlike a private corporate assignee or an 
individual inventor, a state university typically 
enjoys sovereign immunity. As a result, a state 
university generally may not be sued for 
infringement, nor may it be forced to defend 
against an action for declaratory judgment of 
invalidity or non-infringement. See A123 Sys., Inc. 
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v. Hydro–Quebec, 626 F.3d 1213, 1220 (Fed. Cir. 
2010). But States do not enjoy sovereign immunity 
from suits brought by other States. Texas v. New 
Mexico, 482 U.S. 124, 130, 107 S. Ct. 2279, 96 L. Ed. 
2d 105 (1987). Similarly, States are free to sue 
citizens of other States without raising sovereign 
immunity issues. 

This case requires us to examine the legal 
complexities that arise when state universities are 
on both sides of a patent dispute. Defendants 
present three issues for our consideration. First, 
they contend that the district court lacked 
jurisdiction because, under 28 U.S.C. § 1251(a), this 
case falls within the exclusive original jurisdiction of 
the Supreme Court. In procedural questions not 
unique to patent law, we review a dismissal for lack 
of subject matter jurisdiction according to the law of 
the regional circuit, which in this case is the First 
Circuit. See Toxgon Corp. v. BNFL, Inc., 312 F.3d 
1379, 1380 (Fed. Cir. 2002). The First Circuit 
reviews a motion to dismiss de novo, “taking as 
true the well-pleaded facts contained in the complaint 
and drawing all reasonable inferences therefrom in the 
plaintiffs favor.” Garrett v. Tandy Corp., 295 F.3d 94 
(1st Cir. 2002). 

Second, Defendants argue that, as an arm of the State 
of Massachusetts, UMass is entitled to Eleventh 
Amendment immunity We have held that the question of 
Eleventh Amendment waiver is a matter of Federal 
Circuit law. Regents of the Univ. o f  N.M v .  Knight ,  
321  F.3d  1111 ,  1124  (Fed. Cir. 2003). “We review 
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the district court’s decision on Eleventh Amendment 
immunity de novo.” A123 Sys., 626 F.3d at 1219. 

And, third, Defendants argue that UMass is an 
indispensable party and that the case should have 
been dismissed under Fed. R. Civ. P. 19(b). “Whether 
a party is indispensable under Rule 19(b) is a matter of 
regional circuit law.” Dainippon Screen Mfg. Co. v. 
CFMT, Inc., 142 F.3d 1266, 1269 (Fed. Cir. 1998). The 
First Circuit reviews Rule 19 decisions for abuse of 
discretion. Picciotto v. Continental Cas. Co., 512 F.3d 9, 
14 (1st Cir. 2008). Having established the applicable 
standards of review in this appeal, we address each of 
these issues in turn. 

I. SUPREME COURT JURISDICTION 

We begin with Defendants’ argument that this case 
is a dispute between States and, as such, falls within the 
exclusive original jurisdiction of the Supreme Court. If 
Defendants are correct, both this court and the district 
court are without jurisdiction over the dispute, and we 
must dismiss the case. Because UMass is not a real party 
in interest under the Supreme Court’s caselaw, we hold 
that this is not a conflict between States subject to the 
Court’s exclusive original jurisdiction. 

Article III, § 2, cl. 2 of the Constitution 
provides: “In all Cases ... in which a State shall be 
Party, the [S]upreme Court shall have original 
Jurisdiction.” When a State sues another State, the 
Court’s jurisdiction is not only original, but exclusive. 28 
U.S.C. § 1251(a) (“The Supreme Court shall have 
original and exclusive jurisdiction of all controversies 
between two or more States.”). But when a State sues 
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the citizens of another State, the Supreme Court’s 
original jurisdiction is concurrent with the district 
courts. See id. § 1251(b)(3). 

The Court has explained that both its exclusive and 
concurrent original jurisdiction is “obligatory only in 
appropriate cases.” Illinois v. City of Milwaukee, 
Wis., 406 U.S. 91, 93-94, 92 S. Ct. 1385, 31 L. Ed. 2d 
712 (1972). Whether original jurisdiction is appropriate 
depends upon “the seriousness and dignity of the 
claim,” whether the “named parties” have another 
forum “where appropriate relief may be had,” and 
whether the case raises “serious and important” 
federalism concerns.1  Id.; Wyoming v. Oklahoma, 502 
U.S. 437, 451, 112 S. Ct. 789, 117 L. Ed. 2d 1 (1992); 
Mississippi v. Louisiana, 506 U.S. 73, 77, 113 S. Ct. 
549, 121 L. Ed. 2d 466 (1992). Further, when deciding 
whether a case is “appropriate,” it is proper to look 
beyond the named parties and determine the real party 
in interest. Illinois, 406 U.S. at 93-94, 92 S. Ct. 
1385; In re State of New York, 256 U.S. 490, 500, 41 S. 
Ct. 588, 65 L. Ed. 1057 (1921); Ex Parte Ayers, 123 
U.S. 443, 487, 8 S. Ct. 164, 31 L. Ed. 216 (1887). 

                                                 
1
 The dissent suggests that these considerations only apply to 

whether the Court exercises its exclusive jurisdiction, not to 
whether it exists. Dissent at 1329-30. In Illinois, however, the 
Court considered all these factors before finding that its exclusive 
jurisdiction did not exist, and that original jurisdiction resided in 
the district court. Illinois, at 93-94, 97-98, 92 S. Ct. 1385. Thus, 
the Court was not merely declining to exercise its exclusive 
jurisdiction because, if it had been, jurisdiction in the lower court 
would have been improper. 
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A State is the “real, substantial party in interest,” for 
purposes of the Supreme Court’s exclusive 
jurisdiction, if it is a “mandatory” or 
“indispensable” party such that the decree would 
operate directly against it and adequate relief cannot be 
granted without it. Pennhurst State School & Hosp. 
v. Halderman, 465 U.S. 89, 104 S. Ct. 900, 79 L. Ed. 
2d 67 (1984) (decree operated directly against the State 
when the district court ordered a state mental hospital 
closed, its prisoners moved, and a special master appointed 
to implement and monitor the court’s order); see also 
Dugan v. Rank, 372 U.S. 609, 620, 83 S. Ct. 999, 
10 L. Ed. 2d 15 (1963) (decree would enjoin federal of-
ficials such that they would be forced to act contrary to 
congressional mandate); Cunningham v. Macon & 
Brunswick R.R. Co., 109 U.S. 446, 457, 3 S. Ct. 292, 27 
L. Ed. 992 (1883) (Georgia was “indispensable” party 
because no relief could be granted without it); but see 
Illinois, 406 U.S. at 97, 92 S. Ct. 1385 (State not 
“mandatory” party). 

For example, a State is the real, substantial party in 
interest if the judgment sought would expend itself on 
the State’s treasury. See, e.g., Land v. Dollar, 330 U.S. 
731, 738, 67 S. Ct. 1009, 91 L. Ed. 1209 (1947); Ex 
parte Ayers, 123 U.S. at 492, 8 S . Ct. 164 (1887); 
Cunningham, 109 U.S. at 455-456, 3 S. Ct. 292. 
Likewise, if an injunction against or compelling state 
administration is sought, the State is the real party in 
interest. Pennhurst, 465 U.S. at 106, 104 S. Ct. 900 
(instructing a State how to conform to its own law 
intrudes on state sovereignty); Cory v. White, 457 U.S. 
85, 89, 102 S. Ct. 2325, 72 L. Ed. 2d 694 (1982) 
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(discussing restraint of state action); Hawaii v. 
Gordon, 373 U.S. 57, 83 S. Ct. 1052, 10 L. Ed. 2d 191 
(1963) (decree would intrude on sovereignty because it 
would require the disposition of property belonging to the 
United States) (per curiam). 

On the other hand, a State with “some interest of hers 
[ ] more or less affected by the decision” but not directly 
affected by the court’s decree is not a real party in 
interest. Cunningham, 109 U.S. at 451, 452, 3 S. Ct. 292 
(discussing, inter alia, when a State may join to assert a 
property right, but is not required to). For example, in 
Illinois, Illinois sought an abatement of a public nuisance 
allegedly caused by the city and county of Milwaukee 
polluting Lake Michigan. While Wisconsin’s interests 
would certainly have been indirectly affected by a decision 
abating the alleged pollution, the Court found that 
Wisconsin was not a “mandatory” party. Illinois, 406 U.S. 
at 97, 92 S. Ct. 1385. Adequate relief could be granted 
without Wisconsin and the suit was allowed to go 
forward in district court against the named defendants, 
the city of Milwaukee and a Milwaukee County Sewage 
Commission. Id. at 97, 98, 92 S. Ct. 1385; see also 
Land, 330 U.S. at 738, 67 S. Ct. 1009 (U.S. 
Government is not a mandatory party if it is not needed to 
grant full relief). 

UUtah, the plaintiff in this case, is an arm of the 
State.2 See Watson v. Univ. of Utah Med. Ctr., 75 F.3d 

                                                 
2
 The “arm of the State” doctrine bestows Eleventh Amendment 

immunity on entities created by state governments that operate as 
instrumentalities of the State. See Mt. Healthy City Sch. Dist. 
Bd. of Educ. v. Doyle, 429 U.S. 274, 280, 97 S. Ct. 568, 50 L. 
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569, 574-75 (10th Cir. 1996). UUtah originally named 
UMass, which is also an arm of the State, see Wong v. 
Univ. of Mass., 438 Mass. 29, 777 N.E.2d 161, 163 n. 3 
(2002), as a defendant. When UMass responded by 
arguing that the lawsuit was a dispute between States 
falling within the Supreme Court’s exclusive original 
jurisdiction, UUtah amended its complaint, replacing 
UMass with the Named Officials. As a result, there are 
no State defendants named in the second amended 
complaint; Defendants are all citizens of a State other than 
Utah. It follows that this action, at least on its face, is a 
proceeding brought by a State against the citizens of 
another State as described in § 1251(b)(3) (and not a 
controversy between States under § 1251(a)). If this is 
true, the Supreme Court does not have exclusive 
jurisdiction. 

The district court, relying on Cahill, concluded that a 
State is generally free to “choose between naming a 
State as the defendant and suing in the Supreme 
Court or naming another proper defendant and suing 
in a district court.” Cahill, 217 F.3d at 98. 
Defendants nevertheless contend that this case falls 
within the exclusive original jurisdiction of the 
Supreme Court. Defendants assert that because 
UUtah seeks the property of UMass, UMass is the 
real party in interest, and that UUtah may not 
“plead around” the Supreme Court’s exclusive 
original jurisdiction over disputes between States. 

                                                                                                    
Ed. 2d 471 (1977). We assume, without deciding, that this doctrine 
is also relevant to the § 1251 inquiry. 
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Thus, we must determine if UMass is a real 
party in interest for purposes of the Supreme 
Court’s exclusive jurisdiction under § 1251(a). The 
First Circuit has not yet addressed this issue. As 
noted, the district court based its decision on 
Cahill, a Second Circuit case that squarely 
addressed whether § 1251(a) deprives the district 
courts of jurisdiction over actions brought by one 
State against officials of another. 

At issue in Cahill was a New York law allowing 
resident permit holders to trap lobsters in a certain 
area but prohibiting non-resident permit holders 
from doing the same. Id. at 96. The State of 
Connecticut, acting as parens patriae, brought suit 
in federal district court to enjoin New York state 
officials from enforcing the law. Id. Although 
Connecticut had sued New York officials, not the 
State of New York, the district court “ruled that the 
State of New York was the sole real defendant-party 
in interest and dismissed the suit for lack of subject 
matter jurisdiction because the suit was a 
‘controvers[y] between two or more States’ within 
the Supreme Court’s exclusive original 
jurisdiction.” Id. 

A divided panel of the Second Circuit reversed. 
The majority concluded that “a plaintiff-State may 
decide whether or not to name another State as a 
defendant, and to enjoy (or suffer) the jurisdictional 
consequences of that decision.” Id. at 98. The 
majority reviewed the Supreme Court’s caselaw and 
concluded that a State is the real party in interest 
when “(1) the alleged injury was caused by actions 
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specifically authorized by State law, and (2) the suit 
implicates the State’s core sovereign interests.” Id. 
at 99. The majority derived its core sovereign 
interests inquiry from the Supreme Court’s focus on 
“the seriousness and dignity of the claim” and cases 
that “implicate serious and important concerns of 
federalism.” Id. (quoting Mississippi, 506 U.S. at 77, 
113 S. Ct. 549 and Wyoming, 502 U.S. at 451, 112 S. 
Ct. 789). The majority provided several examples of 
core sovereign interests, including boundary 
disputes, disputes over water rights, and disputes 
over contracts between states. See id. at 100. A look 
to the Supreme Court’s caselaw identifies further 
examples. See, e.g., Pennhurst, 465 U.S. at 106, 104 
S. Ct. 900 (instructing state officials how to conform 
their conduct to state law “conflicts directly with 
the principles of federalism.”). The majority 
concluded that Connecticut’s suit did not challenge 
New York’s core sovereign interests, but instead 
“challenge[d] as unconstitutional the manner in 
which New York has exercised its unchallenged 
power to regulate its waters.” Id. at 104, 104 S. Ct. 900. 
Accordingly, the majority concluded that jurisdiction 
was appropriate in the district court. 

Circuit Judge Sotomayor dissented. In her view, 
the State of New York was the real party in interest. 
Id. at 107, 104 S. Ct. 900 (Sotomayor, J., dissenting) 
(“[W]hatever ‘considerable freedom’ the majority 
supposes a plaintiff-State possesses in [choosing 
defendants] is still constrained by the requirement 
that courts look beyond the form of the pleadings and 
determine who is the real party being sued.”). 
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According to the dissent, “relief sought nominally 
against an officer is in fact against the sovereign if 
‘the effect of the judgment would be to restrain the 
Government from acting, or to compel it to act.’” Id. 
at 106, 104 S. Ct. 900 (Sotomayor, J., dissenting) 
(citing Pennhurst, 465 U.S. 89, 101 & n. 11, 104 S. 
Ct. 900; Hawaii, 373 U.S. at 58, 83 S. Ct. 1052; and 
Dugan, 372 U.S. at 620, 83 S. Ct. 999). To Judge 
Sotomayor, there could be “no serious doubt” that 
although the action had been brought against 
state officials, it was an action by Connecticut 
against New York. Id. at 106, 104 S. Ct. 900. 

The majority and dissent in Cahill focused on 
different aspects of Supreme Court caselaw when 
deciding whether to disregard a plaintiff-State’s decision to 
name state officials as defendants (under § 1251(b)(3)) and 
treat the suit instead as a controversy between States 
(under § 1251(a)). We need not predict the First 
Circuit’s focus because, overall, the Supreme Court’s 
caselaw does not require us to treat this case as a dispute 
between States. 

First, UMass is not a real party in interest under the 
Cahill majority approach. The majority concluded that 
a State whose officers’ action is challenged must be 
considered the real party in interest where “(1) the 
alleged injury was caused by actions specifically 
authorized by State law, and (2) the suit implicates the 
State’s core sovereign interests.” Cahill, 217 F.3d at 99. 
Assuming arguendo that the first prong of this test is 
met, Defendants have not identified a core sovereign 
interest of Massachusetts in this case. The Named 
Officials are defendants only in counts 1-4, which seek 
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correction of inventorship under § 256, and count 5, 
which seeks declaratory judgment that Dr. Bass is the 
sole or a joint inventor of the Tuschl patents. Thus, with 
respect to UMass, only inventorship is at issue. 

We hold that a State has no core sovereign interest 
in inventorship. The inventors of a patent are “the 
individual or, if a joint invention, the individuals 
collectively who invented or discovered the subject 
matter of the invention.” 35 U.S.C. § 100(f) It is 
axiomatic that inventors are the individuals that conceive 
of the invention: 

Conception is the touchstone of inventorship, 
the completion of the mental part of 
invention. It is the formation in the mind of the 
inventor, of a definite and permanent idea of the 
complete and operative invention, as it is 
hereafter to be applied in practice. Conception 
is complete only when the idea is so clearly 
defined in the inventor’s mind that only 
ordinary skill would be necessary to reduce the 
invention to practice, without extensive 
research or experimentation. 
[Conception] is a mental act.... 

Burroughs Wellcome Co. v. Barr Labs., Inc., 40 
F.3d 1223, 1227-28 (Fed. Cir. 1994) (internal 
quotation marks and citations omitted). To perform this 
mental act, inventors must be natural persons and 
cannot be corporations or sovereigns. And because 
States cannot be inventors, it follows that inventorship 
is not a core sovereign interest of the States. 
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UMass and the dissent confuse the issue by repeatedly 
framing the dispute as one of ownership, not 
inventorship. Although “[q]uestions of patent ownership 
are distinct from questions of inventorship,” they are 
closely related: “[E]ach co-inventor presumptively owns 
a pro rata undivided interest in the entire patent, no matter 
what their respective contributions.” Ethicon, Inc. v. 
U.S. Surgical Corp., 135 F.3d 1456, 1465 (Fed. Cir. 
1998) (footnote omitted). But State ownership of patent 
rights is not akin to State ownership of water rights, 
natural resources, or other property issues that 
“implicate serious and important concerns of federalism” 
and rise to the level of core sovereign interests. Cahill, 
217 F.3d at 99. Accordingly, even if UMass and the 
dissent were correct that ownership was at issue in this 
case, that fact alone would not require us to consider 
UMass a real party in interest under the Cahill majority 
approach. 

Second, UMass is not a real party in interest under 
the Cahill dissent’s approach. As noted, the dissent 
focused on the Supreme Court’s language from Dugan, 
concluding that “relief sought nominally against an 
officer is in fact against the sovereign if ‘ the effect of the 
judgment would be to restrain the Government from 
acting, or to compel it to act.’” Id. at 106 (Sotomayor, 
J., dissenting) (emphasis added); Dugan, 372 U.S. at 
620, 83 S. Ct. 999. A judgment ordering the Director of 
the USPTO to correct inventorship will not require or 
restrain UMass from acting. Neither UMass nor its 
officials are required to cooperate with UUtah in 
petitioning for the correction of inventorship under § 
256(a). Indeed, § 256(b) exists to provide a means for 
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correcting inventorship when a party does not consent to 
cooperate under § 256(a), but a decree under § 256(b) 
does not restrain the State, nor does it compel the State to 
act—rather, it may cause the Director of the USPTO to act. 
Thus, should UUtah prevail, the district court’s judgment 
would not directly restrain or compel UMass. See 
Pennhurst, 465 U.S. at 117, 104 S. Ct. 900. 

A wider view of the Supreme Court cases addressing 
the real party in interest further supports this 
conclusion. UMass is not an “indispensable” or “mandatory” 
party because the district court is fully capable of granting 
the relief UUtah requests without UMass. See Illinois, 
406 U.S. at 97-98, 92 S. Ct. 1385; Cunningham, 109 
U.S. at 451, 3 S. Ct. 292; Ex parte Ayers, 123 U.S. at 
489, 8 S. Ct. 164 (“if the state is not a party there is no 
party against whom the decree can be made”) (quoting 
Governor of Georgia v. Madrazo, 1 Pet. 110, 123-124, 
7 L. Ed. 73 (1900)). Here, the district court can grant 
UUtah all the relief it seeks by directing the 
USPTO to correct the inventorship of the Tuschl Patents.3 
While certain of UMass interests may be “more or less 
affected by the decision,” the court’s decree will not 
deplete the state treasury, compel UMass to act, or 
instruct UMass how to conform to state law. 
Cunningham, 109 U.S. at 451, 3 S. Ct. 292; Pennhurst, 
465 U.S. at 106, 104 S. Ct. 900; Land, 330 U.S. at 
738, 67 S. Ct. 1009; Ex Parte Ayers, 123 U.S. at 492, 8 
S. Ct. 164. Indeed, events aside from the court’s judgment 
                                                 
3
 UUtah also requests that the court as sign it all rights to the 

Tuschl patents. However, should UUtah be entitled to these 
rights, then a decree correcting inventorship would provide all the 
relief it needs to obtain such rights. 



18a 

may later affect UMass’ interests but this is not “the decree 
operat[ing] against UMass.” Pennhurst, 465 U.S. at 
101, 117, 104 S. Ct. 900 (“here[,] the relief sought and 
ordered has an impact directly on the state itself”) 
(emphasis added); Hawaii, 373 U.S. at 58, 83 S. Ct. 1052. 
While UMass would be a proper party in this case, it is 
not required for the relief UUtah seeks. Illinois, 406 
U.S. at 97-98, 92 S. Ct. 1385. 

In sum, whether we focus on the Cahill majority or 
dissent, or take a wider view of the Supreme Court’s 
caselaw, UMass is not a real party in interest here.4 

II. SOVEREIGN IMMUNITY 

The district court also considered whether sovereign 
immunity barred UUtah’s suit. And, if so, whether the 
Ex Parte Young, 209 U.S. 123, 28 S. Ct. 441, 52 L. Ed. 
714 (1908) exception to sovereign immunity applied. 
The Eleventh Amendment provides: “The Judicial 
power of the United States shall not be construed to 
extend to any suit in law or equity, commenced or 
prosecuted against one of the United States by Citizens of 
another State, or by Citizens or Subjects of any Foreign 
State.” While the Supreme Court has interpreted this 
amendment as encompassing a broad principle of sovereign 

                                                 
4
 Contrary to the dissent, our decision does not strip the Supreme Court 

of its discretion to exercise its exclusive jurisdiction nor does it 
contradict the plain language of § 1251(a). Dissent at 1329-30. As 
the dissent acknowledges, we must first determine whether the state 
(i.e. UMass) is a real substantial party in interest. Dissent at 1328-29. 
Because it is not, this is not a “controvers[y] between two or 
more states” and the Court’s exclusive jurisdiction is not triggered. 
28 U.S.C. § 1251(a). 
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immunity Edelman v. Jordan, 415 U.S. 651, 662-63, 
94 S. Ct. 1347, 39 L. Ed. 2d 662 (1974), sovereign 
immunity “applies only to suits by citizens against a 
State.” Texas, 482 U.S. at 130, 107 S. Ct. 2279; 
Cahill, 217 F.3d at 101; but see Virginia Office for 
Prot.  & Advocacy v.  Stewart,   U.S.  ,  131 S. Ct. 
1632, 1638, 179 L. Ed. 2d 675 (2011). Because this case 
does not involve a suit by citizens against a State, there 
is no sovereign immunity issue here. 

III. RULE 19 

Defendants argue that UUtah’s complaint should 
be dismissed for failure to join UMass, which 
Defendants contend is an indispensable party under Fed. 
R. Civ. P. 19. Whether to dismiss under Rule 19 is a two-
step inquiry: first, a party must be joined if feasible under 
Rule 19(a), and second, the party must be indispensable 
under Rule 19(b). See United States v. San Juan Bay 
Marina, 239 F.3d 400, 405 (1st Cir. 2001). The parties do 
not dispute that, as a co-owner of the Tuschl Patents, 
UMass is required to be joined if feasible. At issue is 
whether UMass is indispensable.5 

A 

Before we reach the merits of the district court’s 
ruling that UMass is not an indispensable party, we 
address our jurisdiction. Defendants have asked us to 
                                                 
5
 The dissent notes that parties with an “economic stake” in a patent’s 

validity are proper defendants in a § 256 suit. Dissent at 1329, 1331; 
citing Chou v. University of Chicago, 254 F.3d 1347, 1359-60 (Fed. 
Cir. 2001). There is no dispute that UMass could properly be 
named as a defendant in this action but the question is whether it 
is an indispensable party for purposes of Rule 19(b). 
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review this issue under the doctrine of pendent 
jurisdiction. Such requests are generally disfavored 
and are granted only in extraordinary circumstances. 
See Falana v. Kent State Univ., 669 F.3d 1349, 1360 
(Fed. Cir. 2012). “These extraordinary circumstances may 
be present when the nonappealable decision is 
‘inextricably intertwined’ with the appealable decision 
or when review of the nonappealable decision is 
‘necessary to ensure meaningful review’ of the 
appealable decision.” Id. at 1361 (quoting Swint v. 
County Chambers Comm’n, 514 U.S. 35, 51, 115 S. Ct. 
1203, 131 L. Ed. 2d 60 (1995)). Defendants assert that the 
Rule 19 judgment is inextricably intertwined with the 
sovereign immunity issues. 

The First Circuit has held that “joinder of a Rule 
19 indispensable party may not be waived,” and has 
entertained the question even when it was raised for the 
first time on appeal. See Martinez Moll v. Levitt & Sons 
of Puerto Rico, Inc., 583 F.2d 565, 572 (1st Cir. 1978). 
This court has previously concluded that First Circuit law 
permits performing the Rule 19(b) analysis for the first 
time on appeal. A123 Sys., 626 F.3d at 1221; see also 
Bacardi Int’l Ltd. v. V. Suarez & Co., 719 F.3d 1, 9 (1st 
Cir. 2013) (declining to remand for the district court to 
perform a Rule 19 analysis in the first instance when the 
record was adequate to decide the issue on appeal). On 
the foregoing basis, we proceed with our analysis of the 
Rule 19(b) issue. 

B 

When a party that is required to be joined if feasible 
under Rule 19(a) cannot be joined, the court must 
determine whether, in equity and good conscience, the 
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action should proceed among the existing parties or 
should be dismissed. Fed. R. Civ. P. 19(b). The 
factors for the court to consider include: 

(1) the extent to which a judgment rendered 
in the person’s absence might prejudice that 
person or the existing parties; 

(2) the extent to which any prejudice could be 
lessened or avoided by: 

(A) protective provisions in the judgment; 

(B) shaping the relief; or  

(C) other measures; 

(3) whether a judgment rendered in the 
person’s absence would be adequate; and 

(4) whether the plaintiff would have an 
adequate remedy if the action were 
dismissed for non-joinder. 

Id. In weighing these factors, courts “should keep 
in mind the policies that underlie Rule 19, ‘including the 
public interest in preventing multiple and repetitive 
litigation, the interest of the present parties in obtaining 
complete and effective relief in a single action, and the 
interest of absentees in avoiding the possible 
prejudicial effect of deciding the case without them.’” 
Picciotto, 512 F.3d at 15-16 (quoting Acton Co. v. 
Bachman Foods, Inc., 668 F.2d 76, 78 (1st Cir. 1982)). 

Defendants cite several cases for the proposition that 
a “patent owner is an indispensable party who must be 
joined.” Appellant’s Br. 43 (quoting Alfred E. Mann 
Found. For Sci. Research v. Cochlear Corp.,  604 
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F.3d 1354, 1359 (Fed. Cir. 2010)). But these cases 
deal with standing to bring suit, not with 
indispensability under Rule 19(b). See Alfred E. Mann, 
604 F.3d at 1358-59. To be sure, these cases strongly 
support the conclusion that patent owners are required 
to be joined if feasible under Rule 19(a). See Aspex 
Eyewear, Inc. v. Miracle Optics, Inc., 434 F.3d 
1336, 1344 (Fed. Cir. 2006) (“For the same policy 
reasons that a patentee must be joined in any lawsuit 
involving his or her patent, there must be joinder of any 
exclusive licensee.”). But they do not create a perse rule 
that patent owners are automatically indispensable 
parties—there is no patent-specific exception to Rule 
19(b). As this court recognized in Alfred E. Mann, 
when a necessary patent owner is not joined, even when 
Rule 19(a) is satisfied, the court must still perform the 
inquiry under Rule 19(b) to determine whether that 
owner is indispensable. 604 F.3d at 1363; see also 
Dainippon, 142 F.3d at 1272 (“[E]ven if [a patentee] is 
a necessary party under Rule 19(a) because it would 
be prejudiced by a holding of invalidity of its patent, 
this prejudice does not automatically make CFMT 
indispensable.” (footnote omitted)). 

C 

Here, the district court examined each of the four 
Rule 19(b) factors and concluded that UMass was not 
indispensable. Although First Circuit law applies to the 
question of joinder under Rule 19 in this case, the 
district court and both parties on appeal relied 
primarily on Dainippon, a Federal Circuit case 
applying Ninth Circuit joinder law. The failure to apply 
First Circuit law does not automatically compel us to 
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vacate and remand this decision, however, for this is not 
a case where “the absence of independent analysis (or 
any analysis at all) is a reason for remand.” In re 
Olympic Mills Corp., 477 F.3d 1, 9 (1st Cir. 2007). 
Accordingly, we will not disturb the district court’s 
decision if its reliance on Dainippon is consistent with 
First Circuit  joinder law.  See Rosario–Urdaz 
v.  Rivera–Hernandez, 350 F.3d 219, 221 (1st 
Cir. 2003) (“[A]n abuse of discretion occurs when the 
district court considers improper criteria, ignores 
criteria that deserve significant weight, or gauges only 
the appropriate criteria but makes a clear error of 
judgment in assaying them.”). As we explain below, 
the district court considered the proper criteria and 
correctly weighed those criteria in light of the record, 
and we therefore conclude that its reliance on 
Dainippon did not transform an otherwise proper 
decision into an abuse of discretion. 

In Dainippon, a manufacturer sought declaratory 
judgment of invalidity and non-infringement against a 
patent holding company and its licensee in the District 
Court for the Northern District of California. 142 F.3d 
at 1267-68. The patentee, CFM, had created a wholly 
owned subsidiary, CFMT, as a holding company for its 
patent. CFM assigned its patents to CFMT, which then 
licensed them back exclusively to CFM. Id. The 
district court concluded that it lacked personal 
jurisdiction over CFMT, the holding company, because 
CFMT had no ties to California. The court also concluded 
that CFMT, as the owner of the patent that the 
manufacturer sought to invalidate, was an 
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indispensable party under Rule 19(b). Id. at 1268-69. 
Accordingly, the court dismissed the suit. 

On appeal, this court reversed. Relying on Ninth 
Circuit law, the court reasoned that prejudice is 
mitigated when an absent party is adequately 
represented, and that the presence in the suit of the 
assignee’s parent company and sole owner was 
adequate representation. Id. at 1272. This was 
especially true where the parent company effectively 
controlled the holding company and the two had jointly 
sought legal assistance in defending their patents. Id. 
The court found the second factor, the ability to shape 
relief to minimize prejudice, to have little relevance in 
the absence of prejudice. Id. at 1272-73. The court 
found the third factor, adequacy of the judgment, to be 
satisfied because a declaratory judgment did not require 
an affirmative act by the absent holding company; in 
other words, relief was not hollow absent joinder. Id. at 
1273. In light of the strong showing on the first three 
factors, the court gave little weight to the possibility 
that all parties might be able to be joined in a different 
district court. Id. 

The facts of the instant case support a conclusion of no 
indispensability even more strongly than in Dainippon. 
On the first factor, the district court concluded that 
UMass’s interests were adequately represented by 
Defendants—including all of the Tuschl Patent owners 
except UMass—each of whom stands to lose if 
inventorship changes. In contrast, no owners were joined 
in Dainippon. Also as in Dainippon, Defendants are 
jointly represented by legal counsel in protecting the 
Tuschl Patents. In light of these facts, the district court 
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saw no prejudice, and therefore concluded that the 
second factor had little weight. Additionally, the district 
court’s finding on this prong is strongly supported by the 
settlement agreement which UMass entered into and 
handed sole and exclusive control of this suit over to 
Alnylam, which is a party to this suit. See Oral Arg. at 
13:07-13:45, 26:45-27:15. 

As to the third factor, an order directing the 
USPTO to correct inventorship would not be 
insufficient in the absence of UMass, just as findings of 
invalidity or non-infringement would not have been 
hollow in Dainippon. Defendants argue that such an order 
would not be binding on UMass. But the order would be 
binding on the USPTO, and Defendants do not offer any 
reason why the USPTO would decline to change 
inventorship, should such an order ultimately be issued. 
Indeed, were the order to issue, UUtah would receive 
all of the relief it requests. 

Finally, we agree with the district court that the 
possibility that the Supreme Court would accept 
original jurisdiction in this case weighs only 
slightly against UUtah. Although we do not predict 
whether the Court would accept such a case, we note 
that it does so only rarely. See Lawrence Baum, The 
Supreme Court 157 (10th ed. 2010) (observing that 
out of 70 cases heard by the Court in the 2007 term, 
only one fell under the Court’s original jurisdiction). 
Accordingly, the availability of another forum in this 
case is not particularly strong. Certainly, it is less 
compelling than in Dainippon, where this court 
presumed that the absent party could be joined in the 
district of Delaware. Id. at 1273. In any event, the 
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district court concluded that “this factor [wa]s 
significantly outweighed” by the other three. We cannot 
say that this conclusion was an abuse of its discretion. 

Although we conclude that the district court did not 
abuse its discretion in determining that UMass was not 
indispensable on these facts, we acknowledge that 
certain of these facts may change on remand. For 
example, if an unforeseeable conflict of interest arises 
which negates UMass’s assignment to Alnylam of sole 
and exclusive control over this lawsuit, UMass may be 
free to renew this motion. See Charles Alan Wright et 
al., Federal Practice and Procedure § 1609, at 128-29 
(3d ed. 2001) (“The court is ... free to reconsider a 
previously decided question of indispensability if there 
is a showing of changed circumstances.”). Rule 19 
determinations are fact intensive and should be resolved 
by the district court in the first instance, not by this 
court in advance. 

CONCLUSION 

We affirm the district court’s ruling that this is not a 
dispute between States falling within the exclusive 
original jurisdiction of the Supreme Court. UUtah was 
free to choose between filing this suit in the Supreme 
Court and filing in federal district court. We also 
affirm the judgment that UMass is not an 
indispensable party. 

AFFIRMED. 

COSTS 

Each party shall bear its own costs. 
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MOORE, Circuit Judge, dissenting. 

The majority erroneously holds that a patent-
ownership dispute between two state universities 
is not a “controversy between two or more 
States.” It then compounds this error and holds 
that a patent owner is not an indispensable party to 
an action that seeks to reassign title to the patents-
in-suit. I respectfully dissent. 

I. SUBJECT MATTER JURISDICTION 

The district court lacks jurisdiction over 
UUtah’s claims against the UMass Officials 
because those claims raise a dispute between two 
States, Utah and Massachusetts. Article III of the 
U.S. Constitution vests the Supreme Court with 
original jurisdiction over cases in which a State is a 
party. As § 1251(a) expressly states: “The Supreme 
Court shall have original and exclusive jurisdiction 
of all controversies between two or more States.” 
There is no dispute that UUtah and UMass are 
instruments of Utah and Massachusetts, 
respectively, and that a suit between those 
institutions could only be brought in the Supreme 
Court. See Maj. Op. at 1321; Arkansas v. Texas, 346 
U.S. 368, 370-71, 74 S. Ct. 109, 98 L. Ed. 80 (1953). The 
majority, however, concludes that § 1251(a) does 
not apply here because UUtah elected to sue the 
UMass Officials rather than UMass. That 
conclusion is incorrect. 

To determine if a suit implicates the Supreme 
Court’s exclusive original jurisdiction, we look 
“behind and beyond the legal form” of the claim 
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and determine “whether the State is indeed the real 
party in interest.” Arkansas v. Texas, 346 U.S. at 
371, 74 S. Ct. 109. The majority agrees with this 
general proposition but holds that the UMass 
Officials, not UMass, are the real parties in 
interest. I disagree. 

This case involves a dispute between UMass 
and UUtah over who owns the rights to the 
Tuschl II patents. UMass is the assignee of the 
Tuschl II patents and UUtah “wants to own the 
patents.” Oral Arg. at 43:45-43:54. UUtah is pursuing 
that interest through a correction of inventorship 
claim under 35 U.S.C. § 256 and a corresponding 
request for an order that UUtah owns the 
patents. J.A. 134-36, 141-43. UUtah claims that one 
of its faculty members, Dr. Bass, invented the 
subject matter claimed in the Tuschl II patents. J.A. 
118-34. It alleges that Dr. Bass’s resulting 
ownership interest flows to UUtah by “operation of 
law” via an assignment obligation. Id.; Oral Arg. 
42:44-43:10. 

UUtah also alleges in its complaint that it 
“should be the sole owner or an owner” of the 
Tuschl II patents. J.A. 134. It specifically requests 
that the court “order assignment of all right title and 
interest” in the patents to UUtah. J.A. 142. Indeed, 
the majority recognizes (1) that UUtah specifically 
requested that the court assign it all rights to the 
Tuschl II patents and (2) that UUtah will obtain the 
rights to the patents if it prevails on its correction of 
inventorship claims. Maj. Op. at 1324 n. 3. This is a 
dispute about ownership, plain and simple. 



29a 

UUtah cannot recast the nature of this dispute 
by suing the UMass Officials as stand-ins for 
UMass. Indeed, the majority never holds that the 
UMass Officials have any interest in this 
proceeding. Nowhere does the majority suggest 
that the UMass Officials are “parties concerned” 
that may be subject to a correction of inventorship 
action under § 256(b). See Chou v. Univ. of Chi., 254 
F.3d 1347, 1359-60 (Fed. Cir. 2001) (holding that 
parties with an “economic stake” in the patent are 
proper defendants in a § 256(b) action). The UMass 
Officials do not have a real interest in this action. 

Section 1251(a) contains “uncompromising 
language”: the Supreme Court has original and 
exclusive jurisdiction over “all controversies 
between two or more States.” Mississippi v. 
Louisiana, 506 U.S. 73, 77, 113 S. Ct. 549, 121 L. Ed. 
2d 466 (1992) . The majority errs when it concludes 
that § 1251(a) does not apply to this dispute 
because the “State has no core sovereign interest” 
in inventorship or patent ownership. Maj. Op. at 
1323-25. The majority’s “core sovereign interests” 
test is at odds with the plain language of the 
statute, which contemplates “all controversies” 
between states fall within 1251, not just those 
involving core sovereign interests. There is simply 
no basis to limit the statute in such a way. 

Moreover, requiring a core sovereign interest 
to implicate the Supreme Court’s exclusive 
jurisdiction erodes the Court’s discretion to decide 
which controversies it will hear. The existence of 
the Supreme Court’s exclusive jurisdiction and its 
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discretion to exercise that jurisdiction are separate 
concepts. The Court’s exclusive original jurisdiction 
extends to “all controversies between two or more 
States.” 28 U.S.C. § 1251(a). The Court, however, 
is not required to exercise its jurisdiction over 
every controversy. The Court tends to exercise its 
jurisdiction sparingly, depending upon the nature of 
the interest of the complaining State, the 
seriousness and dignity of the claim, and the 
availability of another original forum to resolve the 
dispute. Mississippi v. Louisiana, 506 U.S. at 76-77, 
113 S. Ct. 549. The concept of a “core sovereign 
interest” has roots in opinions that address whether 
the Supreme Court will decide to exercise its 
jurisdiction over a dispute, not whether the Court’s 
exclusive original jurisdiction over the controversy 
exists. See id. at 77, 113 S. Ct. 549; Texas v. New 
Mexico, 462 U.S. 554, 570, 571 n. 18, 103 S. Ct. 2558, 
77 L. Ed. 2d 1 (1983); Connecticut ex rel. 
Blumenthal v. Cahill, 217 F.3d 93, 109 (2d Cir. 2000) 
(collecting cases). The majority’s conflation of 
those two concepts strips the Supreme Court of its 
discretion to decide if a case is sufficiently serious 
to exercise jurisdiction over it. It reallocates that 
power to the lower courts—who will decide 
which subset of cases—those implicating core 
sovereign interest—will be presented to the 
Supreme Court.1 

                                                 
1
 The majority baldly asserts that issues of patent ownership 

and inventorship are not sufficiently grand for the Supreme 
Court to resolve in the first instance. That is not our decision 
to make. It is for the Supreme Court to itself decide. And I 
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The majority finds support for its decision in 
the Second Circuit’s split decision in Cahill. With 
all due respect, even if we adopt the flawed logic of 
the majority in Cahill, this case would still fall 
within the Supreme Court’s exclusive jurisdiction in 
§ 1251. The majority correctly recognizes that, 
generally, a State is the real party in interest if “the 
effect of the judgment would be to restrain the 
Government from acting, or compel it to act.” Maj. 
Op. at 1324 (quoting Cahill, 217 F.3d at 106). But the 
majority nevertheless concludes that UMass is not 
the real party in interest because a judgment to 
correct inventorship “will not require or restrain 
UMass from acting.” Id. at 1324. This is not 
correct. 

A judgment in UUtah’s favor will restrain 
UMass’s ability to act. If successful, UUtah will be 
declared sole owner of the Tuschl II patents and 
UMass will have no interest in them. UMass will 
not be able to license or assign the patents. And 
UUtah will be able to exclude UMass from 
practicing the inventions claimed in the patents. 
Patent rights are the quintessential right to restrain. 
The effect of this judgment will be to prevent UMass 

                                                                                                    
point out that Universities earn over a billion dollars annually 
from licensing their inventions. Universities Report $1.8–Billion 
in Earnings on Inventions in 2011, The Chronicle of 
Higher Education, http:// chronicle.com/ article/ University- 
Inventions- Earned/ 133972. Ownership of the Tuschl II 
patents has significant consequences for Utah and 
Massachusetts: the patents “have generated hundreds of 
millions of dollars in revenue.” J.A. 134. 
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from exploiting the Tuschl II patents or the 
technologies they cover. This certainly “restrain[s] 
the Government from acting.” 

UUtah alternatively requests that Dr. Bass be 
found to be a co-inventor. A finding that Dr. Bass 
is a co-inventor of the Tuschl II patents will result in 
UUtah co-owning those patents. The effect of the 
judgment would be that UUtah could practice or 
license the patents without UMass’s consent and 
without having to account to UMass. See 35 U.S.C. § 
262. The judgment would thus restrain UMass 
from asserting its rights in the Tuschl II patents 
against UUtah or any of UUtah’s licensees. Again, 
this restrains UMass from acting. 

The majority ignores these effects on UMass. 
Without explanation, the majority asserts that 
UMass will only be “more or less affected by the 
decision” and that transfer of the Tuschl II patents 
to UUtah will “not deplete the state treasury.” 
Maj. Op. at 1324. This is incorrect. A correction of 
inventorship by the PTO will give UUtah an 
ownership interest in the Tuschl II patents by 
operation of law and dilute or revoke UMass’s 
property interest. Indeed, as the majority also 
recognizes, UUtah expressly asks the court to order 
the reassignment of the patents to UUtah. The 
central effect of a judgment in UUtah’s favor will 
be to deplete the assets of the current owners of 
the Tuschl II patents, one of whom is UMass. 
UMass is thus the real party in interest in this case. 

This is a dispute between two state universities 
over who owns a valuable patent portfolio-a 
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dispute over property ownership. As undesirable 
as it may be, we are bound to follow the plain 
language of § 1251(a): “The Supreme Court shall 
have original and exclusive jurisdiction of all 
controversies between two or more States.” It is up 
to the Supreme Court to decide if it wants to exercise 
its exclusive jurisdiction over this controversy. 
We should not contort the statute to avoid a 
perceived .  .  injustice2 that would result if the 
Court declined to exercise jurisdiction over UUtah’s 
claims.  

UUtah initiated an action that seeks to obtain 
UMass’s interest in the Tuschl II patents. That is 
a controversy between two States and can only be 
brought in the Supreme Court. Accordingly, we 
should reverse the district court’s decision that it 
had jurisdiction over UUtah’s claims against the 
UMass Officials. 

II. INDISPENSABLE PARTY 

The majority’s holding that UMass is not an 
indispensable party to this action is incorrect. We 
have held that when a plaintiff brings a declaratory 
judgment action seeking to invalidate a patent or 
hold it not infringed, the patentee is both a 
necessary and indispensable defendant in that 

                                                 
2
 We note that Dr. Bass and UUtah could have protected 

their rights to the invention claimed in the Tuschl II patents 
without invoking the Supreme Court’s exclusive original 
jurisdiction. Dr. Bass could have filed her own patent 
application and provoked an interference proceeding at the 
PTO. 
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action. A123 Sys., Inc. v. Hydro–Quebec, 626 F.3d 
1213, 1217-19, 1220-22 (Fed. Cir. 2010); Enzo APA 
& Son, Inc. v. Geapag A.G., 134 F.3d 1090, 1094 (Fed. 
Cir. 1998). It would be nonsensical to suggest that 
all patent owners must be joined in a suit seeking to 
invalidate the patent, but they need not be joined in 
a suit over patent ownership. Indeed, § 256(b) 
requires a court, before it orders a correction of 
inventorship, to provide “notice and hearing of all 
parties concerned,” i.e., those with an 
“economic stake” in the patent. Chou, 254 F.3d at 
1359-60. We should apply our general rule that all 
co-owners must be joined in an action that affects 
their patent. See Ethicon, Inc. v. U.S. Surgical 
Corp., 135 F.3d 1456, 1467 (Fed. Cir. 1998). 

The majority instead holds that UMass is not 
an indispensable party because UUtah joined “all 
of the Tuschl Patent owners except UMass,” each 
of whom are “jointly represented by legal counsel.” 
Maj. Op. at 1327. It is not enough that UMass and 
the named defendants “share the same overarching 
goal” of defeating UUtah’s inventorship and 
ownership claims. A123 Sys., 626 F.3d at 1221 
(holding that absent patentee was an indispensable 
party when the named party had “overlapping” but not 
“identical” interests). 

The majority deviates from our longstanding 
requirement that all patent owners be joined, citing an 
exception created in Dainippon Screen Manufacturing 
Co. v. CFMT, Inc., 142 F.3d 1266 (Fed. Cir. 
1998). It is true that, like Dainippon Screen, the 
named defendants here are represented by common 
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counsel. But the majority omits the “highly relevant” 
facts from Dainippon Screen—the absent party was 
a wholly-owned subsidiary of the named party and was 
created by the named party to enforce the patents-in-
suit. 142 F.3d at 1267-68, 1272-73. We allowed the 
suit to go forward because “the parties’ interests in the 
asserted patents were not just common, but identical.” 
A123 Sys., 626 F.3d at 1221 (discussing Dainippon 
Screen). 

There is no party in this suit which represents 
UMass’s interest in the Tuschl II patents. Other 
defendants also have an interest in the patents, but 
they do not represent UMass’s interest. Indeed, their 
interests may well diverge. For example, the nonUMass 
defendants may choose to settle with UUtah in a way 
that diminishes UMass’s rights, such as stipulating that 
Dr. Bass is the sole inventor of the Tuschl II patents in 
exchange for ownership interests in the patents. That 
risks extinguishing UMass’s rights to the patents 
without UMass participating in the lawsuit. 

The majority further claims that defendant 
Alnylam can represent UMass’s interest because 
UMass “handed sole and exclusive control of this suit 
over to Alnylam.” Maj. Op. at 1328. That right, however, 
is conditional. If there is a conflict of interest, Alnylam 
loses its right to control UMass’s defense. Id. The 
agreement thus contemplates that Alnylam and UMass 
may not have identical interests. Because UMass does 
not have identical interests with any of the named 
defendants, it is an indispensable party in this case. I 
dissent from the majority’s contrary holding. 
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United States District Court, 

D. Massachusetts. 
UNIVERSITY OF UTAH, Plaintiff, 

v. 
MAX–PLANCK–GESELLSCHAFT  

ZUR FORDERUNG DER WISSENSCHAFTEN 
E.V., a corporation organized under the laws of 

Germany; Max–Planck–Innovation GmbH, a 
corporation organized under the laws of Germany; 

Whitehead Institute for Biomedical Research, a 
Delaware corporation; Massachusetts Institute of 

Technology, a Massachusetts corporation; Alnylam 
Pharmaceuticals, Inc., a Delaware corporation; and 

Robert L. Caret, President of the University of 
Massachusetts in his official capacity; James R. Julian, 
Executive Vice President and Chief Operating Officer 

of the University of Massachusetts, in his official 
capacity; David J. Gray, Senior Vice President for 

Administration, Finance, & Technology and University 
Treasurer of the University of Massachusetts, in his 
official capacity; and James P. McNamara, Executive 

Director, Office of Technology Management of the 
University of Massachusetts, in his official capacity, 

their predecessors and successors in office, Defendants. 
No. 11–CV–10484–PBS. 

June 11, 2012. 
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SARIS, District Judge. 

MEMORANDUM AND ORDER 

I. INTRODUCTION 

This case is the latest battle in the continuing war 
over patent rights in the field of RNA interference 
(“RNAi”), also known as gene silencing.1 RNAi is a 
process whereby a double-stranded RNA molecule 
inserted into a cell directs the destruction of messenger 
RNA before it can be translated into a protein. It has 
great potential therapeutic value. 

The University of Utah (“UUtah”) brings this 
Second Amended Complaint against state officials at 
the University of Massachusetts (“UMass”) and other 
research institutes, alleging that Dr. Brenda Bass, a 
professor on its faculty, should be named either the sole 
inventor or a joint inventor on two patents—U.S. 
Patent No. 7,056,704 and U.S. Patent No. 
7,078,196—collectively referred to as the “Tuschl II” 
patents, named after Dr. Thomas Tuschl, the first 
named inventor. The complaint requests the Court to 
order the U.S. Patent and Trademark Office 
(“USPTO”) to correct inventorship, to issue a 
declaratory judgment, and to require the defendants to 
cease violating federal patent law by naming Dr. Bass 
as a sole or joint inventor. The claims of the Tuschl II 

                                                 
1
 The scientific background is explained in the first patent litiga-

tion. See Max–Planck–Gesellschaft Zur Forderung Der Wissen-
schaften E.V. v. Whitehead Inst. for Biomedical Research, 650 F. 
Supp. 2d 114 (D. Mass. 2009). The parties settled those claims right 
before trial. 
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patents are directed to methods of preparing a 
particular type of double-stranded RNA molecule that 
can mediate RNAi. The molecule has a “3’ overhang,” a 
sequence of nucleotides on one end of an RNA strand 
that hangs over the other RNA strand and make up a 
double-stranded RNA molecule. 

The defendants press two motions to dismiss 
UUtah’s lawsuit. First, the UMass official defendants 
contend that the Supreme Court has exclusive subject 
matter jurisdiction pursuant to 28 U.S.C. § 1251(a) 
because the case involves a controversy between 
instrumentalities of two states: UUtah and UMass, one 
of the current holders of the Tuschl II patents. Second, 
all defendants argue that UUtah has failed to state 
plausible claims for sole or joint inventorship of the 
patents. After a hearing, the Court DENIES the 
pending motions to dismiss. 

II. ANALYSIS 

A. Subject Matter Jurisdiction 

Defendants first contend this Court does not have 
subject matter jurisdiction over the claims against the 
UMass state officials because they are barred by 
sovereign immunity. Generally speaking, “State[s] ... 
can[not] be sued as defendant[s] in any court in this 
country without their consent, except in the limited 
class of cases in which a State may be made a party in 
the Supreme Court of the United States by virtue of 
the original jurisdiction conferred on [the Supreme 
Court] by the Constitution.” Cunningham v. Macon & 
B.R. Co., 109 U.S. 446, 451, 3 S. Ct. 292, 27 L. Ed. 992 
(1883). “Claims against a state official in his official 
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capacity are treated as claims against the state.” 
Negron–Almeda v. Santiago, 528 F.3d 15, 21 n. 2 (1st 
Cir. 2008). 

The Ex parte Young doctrine is a narrow exception 
to this rule. The doctrine permits an action in federal 
court against state officials seeking prospective relief to 
enjoin a continuing violation of the U.S. Constitution or 
federal law. “[W]here prospective relief is sought 
against individual state officers in a federal forum 
based on a federal right, [sovereign immunity], in most 
cases, is not a bar.” Idaho v. Coeur d’Alene Tribe, 521 
U.S. 261, 276–77, 117 S. Ct. 2028, 138 L. Ed. 2d 438 
(1997). This exception is predicated on the legal fiction 
that, when a plaintiff seeks prospective relief and not 
retrospective monetary relief that would be paid out of 
the state’s treasury, the suit is only against the state 
official and not against the state itself. See Pennhurst 
State School & Hosp. v. Halderman, 465 U.S. 89, 102, 
104 S. Ct. 900, 79 L. Ed. 2d 67 (1984). Whether a 
request for relief is prospective requires a 
“straightforward inquiry into whether the complaint 
alleges an ongoing violation of federal law and seeks 
relief properly characterized as prospective.” Verizon 
Md., Inc. v. PSC, 535 U.S. 635, 645, 122 S. Ct. 1753, 152 
L. Ed. 2d 871 (2002) (internal quotations omitted). A 
federal court can order prospective relief that has an 
impact on the state treasury, provided that the impact 
on the state treasury is only an ancillary result of 
requiring that the state official conform his or her 
conduct to the dictates of federal law. See Edelman v. 
Jordan, 415 U.S. 651, 667, 94 S. Ct. 1347, 39 L. Ed. 2d 
662 (1974).  
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The Federal Circuit has held that the Ex parte 
Young doctrine can be invoked in a patent infringement 
action against state officials. Pennington Seed, Inc. v. 
Produce Exch. No. 299, 457 F.3d 1334, 1341–42 (Fed. 
Cir. 2006); see id. at 1343 n. 5 (noting that a state 
official’s refusal to perform a duty can itself be a 
violation of federal law); Xechem Int’l., Inc. v. Univ. of 
Tex. M.D. Anderson Cancer Ctr., 382 F.3d 1324, 
1334–35 (Fed. Cir. 2004) (Newman, J., additional views) 
(suggesting, but taking no view on whether, the Ex 
parte Young doctrine may be available in correction of 
inventorship claims against state university officials).  

At oral argument, counsel for defendants for the 
first time argued that because the relief sought in a 
correction of inventorship claim under 35 U.S.C. § 256 
lies against the USPTO and not the state officials, Ex 
parte Young does not apply. Section 256 states that to 
correct inventorship the court “may order correction of 
the patent ... and [the Patent Office] shall issue a 
certificate [of correction].” 35 U.S.C. § 256. Although it 
is true that the USPTO must correct the patent if 
plaintiff prevails, the requested relief is still 
prospective in nature, and does not involve a 
retroactive remedy. Thus, the Ex parte Young 
exception may still apply to the request for relief.  

Defendants contend that the Ex parte Young 
doctrine does not apply in this case because it is within 
the Supreme Court’s original and exclusive jurisdiction 
over all controversies between two or more states. 28 
U.S.C. § 1251(a). In defendants’ view, because the real 
party in interest here is UMass, a co-owner of the 
patent, this case involves a battle between two state 
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entities, and there is a sufficient remedy in an 
alternative forum, the Supreme Court. Cf. Seminole 
Tribe v. Florida, 517 U.S. 44, 73–74, 116 S. Ct. 1114, 134 
L. Ed. 2d 252 (1996) (holding it was “the carefully 
crafted and intricate remedial scheme set forth [by 
Congress]” that barred Ex parte Young relief). 
However, UUtah chose to sue the state officials in 
federal district court, and to drop the state as a party to 
preclude exclusive jurisdiction in the Supreme Court. 
In an analogous situation, the Second Circuit held that 
the plaintiff has the right to choose whether to name 
the state or state officials as defendants and “to enjoy 
(or suffer) the jurisdictional consequences of that 
decision.” Connecticut ex rel. Blumenthal v. Cahill, 217 
F.3d 93, 98 (2d Cir. 2000). In Cahill, Connecticut sued 
New York state officials for allegedly enforcing an 
unconstitutional state statute forbidding nonresident 
commercial permit-holders from lobstering in an area of 
New York. Id. at 96. Because Connecticut chose to sue 
only New York state officials, but not the state itself, 
the case could proceed in district court. Id. at 99; but 
see id. at 105–12 (Sotomayor, J., dissenting) (concluding 
that the Supreme Court has exclusive jurisdiction over 
Connecticut’s dispute with New York because New 
York state was the real party in interest).  

Defendants also claim that the relief UUtah seeks is 
retrospective, not prospective, because its effect will be 
to deprive the state of Massachusetts of its intellectual 
property. Defendants are correct that such relief would 
have a financial impact on UMass, as it would lose 
either a whole or partial interest in the patents, which 
have been licensed to pharmaceutical companies. 
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Plaintiff argues that such effect is merely an ancillary 
effect of prospectively correcting inventorship of the 
patent. See Papasan v. Allain, 478 U.S. 265, 278, 106 S. 
Ct. 2932, 92 L. Ed. 2d 209 (1986) (Ex parte Young 
doctrine applies “even though [prospective relief may 
be] accompanied by a substantial ancillary effect on the 
state treasury”). This case is not like the Supreme 
Court’s decision in Coeur d’Alene Tribe. There, the 
Court held that Ex parte Young did not apply because 
the relief the Native American tribe sought “would 
diminish, even extinguish, the State’s control over a 
vast reach of lands and waters long deemed by the 
State to be an integral part of its territory.” 521 U.S. at 
282, 117 S. Ct. 2028. Unlike that case, a state’s interest 
in patents does not “uniquely implicate sovereign 
interests.” Id. In the absence of a “core sovereign 
interest,” a state’s injunction suit against state officers 
“may properly proceed in a district court.” Cahill, 217 
F.3d at 100; see id. at 104 (holding state of Connecticut 
may sue New York state officials for declaratory and 
injunctive relief in federal district court in suit over 
lobster rights); Oregon v. Heavy Vehicle Elec. License 
Plate, Inc., 157 F. Supp. 2d 1158, 1164 (D. Or. 2001) 
(holding federal district court had subject matter 
jurisdiction over dispute between state of Oregon and 
Arizona corporation because it was “not the sort of core 
sovereign interest that warrants the Supreme Court’s 
original and exclusive jurisdiction ... [but] rather, 
exactly the sort of quarrel over money and technology 
that the district courts hear frequently when brought 
by private litigants.”). Unlike disputes over lakes, 
rivers, and state boundaries, a quarrel over patent 
rights does not implicate core sovereign interests. 
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Accordingly, this court has jurisdiction over the action 
against the UMass state officials under the Ex parte 
Young doctrine.  

Defendants further claim that the entire case must 
be dismissed because UMass is an indispensable party 
under Fed. R. Civ. P. 19 and must be joined. The 
Second Amended Complaint does not name UMass as a 
defendant in this lawsuit, and UMass has not sought to 
intervene. To determine whether a party is 
indispensable under Rule 19, “the court must 
determine [in its discretion] ‘whether in equity and 
good conscience the action should proceed among the 
parties before it, or should be dismissed.’” Picciotto v. 
Cont’l Cas. Co., 512 F.3d 9, 18 (1st Cir. 2008) (quoting 
Fed. R. Civ. P. 19(b)). The Rule specifies the following 
four factors to consider: 

[F]irst, to what extent a judgment rendered in 
the person’s absence might be prejudicial to the 
person or those already parties; second, the 
extent to which, by protective provisions in the 
judgment, by the shaping of relief, or other 
measures, the prejudice can be lessened or 
avoided; third, whether a judgment rendered in 
the person’s absence will be adequate; fourth, 
whether the plaintiff will have an adequate 
remedy if the action is dismissed for nonjoiner. 

Fed. R. Civ. P. 19(b). Considering the factors, I 
conclude that UMass is not an indispensable party. On 
the first two factors, a judgment rendered in UMass’ 
absence will not prejudice UMass or the other parties. 
UMass’ interests are well represented by the other 
defendants, internationally renowned research 
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institutions and a university, as well as the state 
officials themselves. Indeed, in the earlier litigation, 
UMass was an active participant in this court when it 
was a co-defendant with the Whitehead Institute, 
among others. A vigorous joint defense was mounted. 
All defendants are also represented by the same 
counsel, one of the leading IP law firms in the United 
States, and there is no apparent conflict of interest. See 
Dainippon Screen Mfg. Co. v. CFMT, Inc., 142 F.3d 
1266, 1272 (Fed. Cir. 1998) (“[P]rejudice to an absent 
party is mitigated when the interests of that party are 
adequately protected by those who are present.”) 
(internal quotations omitted). On the third factor, a 
declaratory judgment rendered in UMass’ absence 
regarding the inventorship of the Tuschl II patents will 
provide an adequate remedy since the USPTO is the 
entity which corrects the patent. On the fourth factor, 
while plaintiff would have a remedy against University 
of Massachusetts in the Supreme Court if this action 
were dismissed under Rule 12(b)(1), it is unclear 
whether the Supreme Court would take jurisdiction 
over the other parties. In any event, this factor is 
significantly outweighed by the other factors. 
Accordingly, in equity and good conscience, the action 
should proceed among the parties before it, and the 
motion to dismiss is denied. See Dainippon Screen Mfg. 
Co., 142 F.3d at 1272. 

B. Motion to Dismiss under Rule 12(b)(6) 

Defendants have also filed a motion to dismiss the 
claims of joint and sole inventorship. UUtah asserts a 
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claim for sole inventorship under 35 U.S.C. § 256.2 
Section 256 “provides a cause of action to interested 
parties to have the inventorship of a patent changed to 
reflect the true inventors of the subject matter claimed 
in the patent. [The Federal Circuit has] interpreted § 
256 broadly as a ‘savings provision’ to prevent patent 
rights from being extinguished simply because the 
inventors are not correctly listed.” Larson v. Correct 
Craft, Inc., 569 F.3d 1319, 1324 (Fed. Cir. 2009). 

Section 256 provides a mechanism to correct two 
types of inventorship errors: misjoinder and 
nonjoinder. Stark v. Advanced Magnetics, Inc., 119 
F.3d 1551, 1553 (Fed. Cir. 1997) (“Stark II”). Misjoinder 
occurs when a person who is not an inventor is 
mistakenly listed as an inventor. Id. at 1553. Section 
256 allows for deletion of a misjoined inventor “whether 

                                                 
2
 Section 256 states: 

Whenever through error a person is named in an issued 
patent as the inventor, or through error an inventor is not 
named in an issued patent and such error arose without 
any deceptive intention on his part, the Director may, on 
application of all the parties and assignees, with proof of 
the facts and such other requirements as may be imposed, 
issue a certificate correcting such error.  

The error of omitting inventors or naming persons who 
are not inventors shall not invalidate the patent in which 
such error occurred if it can be corrected as provided in 
this section. The court before which such matter is called 
in question may order correction of the patent on notice 
and hearing of all parties concerned and the Director shall 
issue a certificate accordingly.  

35 U.S.C. § 256. 
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that error occurred by deception or by innocent 
mistake.” Id. at 1555. Nonjoinder occurs when a person 
who is an inventor mistakenly has not been listed as 
such where “the error [does not] involve any deceptive 
intention by the nonjoined inventor.” Id. at 1553. 
“[S]ection 256 allows complete substitution of inventors 
as long as the true inventors are without deceptive 
intent.” Id. at 1556. “If a patentee demonstrates that 
inventorship can be corrected as provided for in section 
256, a district court must order correction of the patent, 
thus saving it from being rendered invalid.” Pannu v. 
Iolab Corp., 155 F.3d 1344, 1350 (Fed. Cir. 1998).  

The Second Amended Complaint sufficiently alleges 
facts stating a claim for complete substitution, 
contending that Dr. Bass of UUtah was the sole 
inventor of the Tuschl II patents. The complaint states 
that Dr. Bass conceived the invention “that the RNase 
III enzyme Dicer was the key agent of [RNA 
interference], and hence, that the resultant molecule 
would have ... a 3’ overhang, by treating multicellular 
animals with dsRNA corresponding to C. elegans 3 
Dicer.” Compl. ¶ 32. It also alleges that she conceived 
“treating mammals, including humans, using dsRNA of 
21–23 nucleotides with a 3’ overhang.” Id. ¶ 33. The 
complaint describes in detail the chronology explaining 
how she conceived of those inventions and combined 
them with the prior art, allegedly making her the sole 
inventor of the patents. Id. ¶¶ 34–43, 50–56, 70, 74–77.  

Defendants contend that UUtah is really making a 
claim for priority of invention, not sole inventorship, 
                                                 
3
 C. elegans is a type of worm about 1 mm in length. 
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and such a claim is not actionable under § 256. Their 
reliance on Rubin v. Gen. Hosp. Corp., 2011 WL 
1625024 (D. Mass. Apr. 28, 2011) is misplaced. In Rubin, 
the district court allowed summary judgment on a 
complete substitution claim where there was no 
evidence of “even the most minimal relationship of 
interaction with the named inventors.” Id. at *12. Here, 
there are allegations of interaction between Dr. Bass 
and the named inventors. Further, although the district 
court points out that some district courts have not 
permitted complete substitution under § 256 where 
there is no collaboration at all between the inventors, § 
256 does not require collaboration as a prerequisite for 
complete substitution. Stark is not so stark. Rather, it 
permits sole inventorship claims “as long as the true 
inventors are without deceptive intent.” Stark II, 119 
F.3d at 1556.  

The Second Amended Complaint also alleges a 
sufficient “quantum of collaboration or connection” to 
meet the requirements of joint inventorship under 35 
U.S.C. § 116. Kimberly–Clark Corp. v. Procter & 
Gamble Distrib. Co., 973 F.2d 911, 917 (Fed. Cir. 1992); 
see Compl. ¶¶ 40–61. It alleges that Dr. Bass 
contributed in “some significant manner to the 
conception of the invention.” Fina Oil & Chem. Co. v. 
Ewen, 123 F.3d 1466, 1473 (Fed. Cir. 1997). Dr. Bass 
published an article explaining the capability to 
mediate RNAi in mammals with dsRNA fragments 
having a 3’ overhang. Compl. ¶¶ 42–43. The named 
inventors read her article, and incorporated her work. 
Id. ¶¶ 46–48, 60. She also discussed her conception with 
the named inventors at two conferences and over 
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dinner. Id. ¶¶ 51–53, 57–58. See Kimberly–Clark, 973 
F.2d at 917 (“For persons to be joint inventors under 
Section 116, there must be some element of joint 
behavior, such as collaboration or working under 
common direction, one inventor seeing a relevant 
report and building upon it or hearing another’s 
suggestion at a meeting.”). Federal Circuit caselaw is 
clear that there is “no bright-line standard” in 
determining joint inventorship. Fina Oil, 123 F.3d at 
1473. Accordingly, the motion to dismiss is denied. 

III. ORDER 

Defendants’ motions to dismiss (Docket No. 54 & 
Docket No. 57) are DENIED. 
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Appendix C 

UNITED STATES COURT of APPEALS, 
for the FEDERAL CIRCUIT  

_____________________ 
 

UNIVERSITY OF UTAH,  
Plaintiff-Appellee, 

v.  
 

MAX—PLANCK—GESELLSCHAFT ZUR 
FORDERUNG DER WISSENSCHAFTEN E.V.,  

MAX-PLANCK-INNOVATION GMBH, WHITEHEAD 
INSTITUTE FOR BIOMEDICAL RESEARCH, 

MASSACHUSETTS INSTITUTE OF 
TECHNOLOGY, AND ALNYLAM 

PHARMACEUTICALS, INC., 
Defendants—Appellants,  

 

and  
 

ROBERT L. CARET, JAMES R. JULIAN, JR., 
DAVID J. GRAY, AND JAMES P. MCNAMARA, 

Defendants—Appellants. 
______________________ 

Nos. 2012-1540, -1541, -1661 
_____________________ 

 

Appeals from the United States District Court for 
the District of Massachusetts in No. 11-CV-10484, 
Judge Patti B. Saris.       
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_____________________ 
 

ON PETITION FOR REHEARING EN BANC 
_____________________ 

 

Before RADER, Chief Judge, NEWMAN, 
LOURIE, DYK, PROST, MOORE, O’MALLEY, 
REYNA, WALLACH, TARANTO, CHEN and 
HUGHES, Circuit Judges.  

PER CURIAM. 

O R D E R 

A petition for rehearing en banc was filed by the 
Appellants, and a response thereto was invited by the 
court and filed by the appellee.  Appellants, by leave of 
court, filed a reply in support of their petition.  The 
matter was first referred as a petition for rehearing to 
the panel that heard the appeal, and thereafter the 
petition for rehearing en banc, response, and reply 
were referred to the circuit judges who are in regular 
active service. 

Upon consideration thereof,  

IT IS ORDERED THAT: 

The petition for rehearing be, and the same hereby 
is, DENIED, and 

The petition for rehearing en banc be, and the same 
hereby is, DENIED. 

The mandate of the court will issue on November 
19, 2013. 
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     FOR THE COURT 

 

November 12, 2013  /s/ Daniel E. O’Toole 
                 Date   Daniel E. O’Toole       
     Clerk of Court 
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