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Respondent UUtah’s arguments against review of 

this case are uniformly unpersuasive.  The questions 
presented here — involving whether and when the 
lower federal courts can trump this Court’s original and 
exclusive jurisdiction by entertaining lawsuits brought 
by a State against the officials of another State, sued in 
their official capacity — are of obvious import.  
Moreover, there is every reason to think that two 
circuits have now gone far astray in their 
interpretation of 28 U.S.C. § 1251(a), in a manner that 
effectively usurps the authority of this Court.  The 
Court should intervene. 

It is telling that UUtah does not even attempt to 
defend the primary rationale articulated by the Federal 
Circuit, based on the Second Circuit’s decision in 
Connecticut v. Cahill, 217 F.3d 93 (2d Cir. 2000).  
Rather than trying to explain how a “core sovereign 
interest” limitation can be derived from the 
unconditional language of section 1251(a), Respondent 
defends what it sees as an alternative holding of the 
Federal Circuit — that this lawsuit is not an interstate 
dispute, and thus falls outside this Court’s exclusive 
jurisdiction, because no injunctive relief is sought 
directly against the defendant university officials.  But 
that proposed rule is even more indefensible than the 
Cahill rule.  There are many types of clearly interstate 
disputes, such as boundary or property disputes, that 
can be resolved without a court compelling defendant 
State officials to act.  For example, the goal of this 
lawsuit is to transfer patent ownership interests, 
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currently held by UMass and others, to UUtah.1  The 
fact that this would be accomplished by a declaration 
about who was the inventor and a direction to the 
USPTO to issue corrected patent certificates — rather 
than by ordering UMass to do something — cannot 
possibly make a difference. 

1.  The Federal Circuit majority’s primary ruling 
was based on Cahill.  It held that Massachusetts is not 
a real party in interest for purposes of 28 U.S.C. § 
1251(a) because of the identity of the defendants and 
because of the nature of the claims being litigated.  As 
to the former, the court found it significant that a State 
entity defendant (UMass) had been replaced in 
UUtah’s second amended complaint by UMass officials 
sued in their official capacity.  This meant, the court 
said puzzlingly, that there are “no State defendants 
named in the second amended complaint.”  Pet. App. 
11a.  As to the nature of the claims being litigated, the 
court flatly held that “a State has no core sovereign 
interest in inventorship,”  id. at 15a, even though in this 
case ownership of the patents in dispute necessarily 
follows inventorship (because, as is undisputed by 

                                                 
1 Contrary to UUtah’s suggestion, there is no significance to 
UMass’s agreement to let its licensee, Alnylam, lead this 
litigation.  Br. in Opp. at 6.  Alnylam remains only a licensee of 
UMass’s property rights as one of the owners of the valuable 
Tuschl Patents — rights UUtah is currently seeking to eliminate 
or, at a minimum, dilute.  Moreover, notwithstanding Alnylam’s 
counsel’s lead role in the litigation, the University itself has also 
been represented throughout this litigation by the Attorney 
General. 
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UUtah, employee/inventors at both universities have 
an obligation to assign ownership of their inventions to 
their respective employers).  Applying Cahill, the court 
said that this combination — a plaintiff State’s choice to 
sue State officials but not the other State and a 
determination that the subject matter of the case does 
not involve a so-called “core sovereign interest” — 
makes the case something other than an interstate 
dispute.  In so ruling, the court distinguished issues 
involving “State ownership of patent rights” from 
issues involving “State ownership of water rights, 
natural resources, or other property issues,” which it 
decided have more sovereign characteristics.  Id. at 
16a.   

UUtah does not even try to defend this reasoning 
except by asserting, in a footnote and without 
explanation, that “Cahill’s core-sovereign-interest test 
is not the affront to this Court that Petitioners 
suggest.”  Br. in Opp at 28 n.42.  Nor could it offer a 
persuasive defense.  Even though two circuits have 
now embraced the notion, there is no basis whatsoever 
under section 1251(a) for carving out exceptions to this 
Court’s original and exclusive jurisdiction over 
interstate matters based on the nature of the rights at 
issue and whether they affect what somebody 
instinctively decides is a core sovereign interest.  
Regardless of the right at stake, Congress has 
expressly provided that a lawsuit between two States 
remains exclusively within this Court’s jurisdiction.2  

                                                 
2 Remarkably, UUtah claims that none of the criteria governing a 
grant of certiorari set forth in Sup. Ct. R. 10 would apply here, and 
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Moreover, as discussed infra, it should make no 
difference under section 1251(a) whether the defendant 
is a State entity or a State official sued in her official 
capacity. 

2.  Instead of defending the Federal Circuit’s 
reliance on Cahill, UUtah defends a different rule.  It 
argues that section 1251(a) is not implicated where (1) 
the plaintiff State chooses to sue another State’s 
officials in their official capacity (rather than a State 
entity) and (2) the relief sought would not include an 
injunction requiring those officials to take some official 
action.  Thus, like the Federal Circuit, UUtah deems it 
legally significant that “UMass is not a party to this 
action,” Br. In Opp. at 22, having been nominally 
replaced by university officials sued in their official 
capacity.  And it insists that “this action is not a 
controversy between states because UUtah seeks 
nothing from UMass.”  Id. at 15 (emphasis in original). 

But this rationale, to the extent it constitutes an 
alternative holding of the Federal Circuit, is even more 
troubling than the Cahill core-sovereign-interest test.  
The impact of such a rule on this Court’s jurisdiction 
over interstate disputes would be extremely broad.  It 
would mean that any interstate dispute that can be 

                                                                                                    
criticizes Petitioners for allegedly not identifying one.  UUtah is 
wrong.  We have shown that two circuits have now espoused a 
jurisdictional rule that (1) defies the plain terms of the applicable 
federal statute, and (2) conflicts with this Court’s prior decisions 
addressing the scope of its own original and exclusive jurisdiction 
over interstate disputes.  These problems certainly warrant this 
Court’s attention.    
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resolved through a declaratory judgment or through a 
direction to some neutral stakeholder (here the 
USPTO) — a category that would include at a minimum 
any dispute over ownership of property, boundaries, 
the power to tax, and the like — can be pursued in the 
lower courts as long as the plaintiff State chooses to sue 
State officials in their official capacity rather than the 
other State or a State entity.  Under this test, even 
interstate disputes involving what anyone would say 
are “core” sovereign interests could still be litigated 
without triggering this Court’s exclusive jurisdiction.   

Unsurprisingly, this alternative rule makes no sense 
as a matter of law.  First, contrary to what Respondent 
and the Federal Circuit both have asserted, a lawsuit 
against State officials in their official capacity is a 
lawsuit against the State.  The difference is only one of 
form.  This Court has, to be sure, indulged the “fiction” 
— for Eleventh Amendment purposes — that a lawsuit 
against State officials seeking to bring their conduct 
into compliance with federal law is not against the 
State.  See Ex parte Young, 209 U.S. 123 (1908).  But 
the Ex parte Young rule remains a “fiction,” and for all 
other purposes there is no difference between suing a 
State or State entities and suing officials in their official 
capacity.  Cf. Cahill, 217 F.3d at 108 (“[A] State official 
acting in his or her official capacity functions as an arm 
of the State.” (Sotomayor, J., dissenting)). 

Thus, the Court has said that “the nature of a suit as 
one against the state” does not turn on whether the 
state or its official is named but “is to be determined by 
the essential nature and effect of the proceeding.”  
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Ford Motor Co. v. Dep’t. of Treasury of Ind., 323 U.S. 
459, 464 (1945), overruled on other grounds by Lapides 
v. Bd. of Regents, 535 U.S. 613 (2002).  If money being 
sought would come from the State rather than the 
named individual defendant, the suit is against the 
State.  Id.  The same result applies, of course, if the 
lawsuit seeks to enjoin the official actions of the 
defendant.  Pennhurst State Sch. & Hosp. v. 
Halderman, 465 U.S. 89, 106 (1984) (injunctive action 
against State official barred by the Eleventh 
Amendment because Ex parte Young fiction does not 
apply to lawsuit based on State law). 

And the same result also applies to any lawsuit 
disputing a government’s claim of property ownership.  
This Court has made that clear in cases involving the 
sovereign immunity of the federal government.  See 
Hawaii v. Gordon, 373 U.S. 57, 58 (1963) (sovereign 
immunity applies to a lawsuit against a federal official 
that would “cause . . . the disposition of property 
admittedly belonging to the United States”); Larson v 
Domestic & Foreign Commerce Corp., 337 U.S. 682, 691 
n.11 (1949) (sovereign immunity applies to an action 
brought against a federal official if it involves the 
“disposition of unquestionably sovereign property”).  
Thus, here, where the suit will determine who invented 
a patented invention, and thus which State has an 
ownership interest in the patents as the inventors’ 
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assignee, the lawsuit is in reality one between those 
two States.3 

UUtah nevertheless argues that then-Judge 
Sotomayor herself agreed with its position in her 
dissent in Cahill. But that is just not true.  In fact, 
Judge Sotomayor flatly rejected the core premise of 
both the Cahill rule  and the alternative rule that 
UUtah advances:  namely, that “a plaintiff-State may 
plead around the jurisdictional confines of § 1251(a) by 
naming State officials as defendants instead of the 
State itself.”  Cahill, 217 F.3d at 108 (Sotomayor, J., 
dissenting).  It is correct that she relied on the general 
rule that a suit against State officials is properly 
viewed as against the State if the relief sought is an 
order compelling or restraining official actions.  See Br. 
in Opp. at 10 (quoting the Federal Circuit’s description 
of Judge Sotomayor’s dissent).  But Justice Sotomayor 
certainly did not suggest that where the relief sought is 
a declaration about which State owns property or an 
order to a disinterested non-party such as the USPTO 
that would necessarily result in the transfer of 
property from one State to another, the absence of an 

                                                 
3 Like the Federal Circuit, Pet. App. 16a, Respondent insists that 
this case involves an issue of inventorship and not patent 
ownership, Br. in Opp. at 9 n.7.  But the two go hand in hand.  
Respondent goes on to acknowledge that if it prevails and the 
district court directs the USPTO to issue certificates of correction 
regarding the inventorship of the patents, “Respondent will 
thereupon become owner of the corrected patents, and Petitioners 
will lose their interest in them — by operation of law.”  Id. at 29.  
It is thus incomprehensible how Respondent can repeatedly label 
UMass’s interest in this case as “indirect.”   
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injunctive relief claim against the defendant State 
officials means the case is not an interstate dispute.  
That question did not need to be decided in Cahill.  
And nothing in Judge Sotomayor’s dissent suggests 
that she meant to endorse such an illogical rule. 

Respondent also relies on two decisions of this 
Court to support its argument that this case is not an 
interstate dispute because UUtah is not seeking to 
compel UMass to take some action.  Neither is apposite.  
Mississippi v. Louisiana, 506 U.S. 73 (1992), involved a 
dispute between two private parties over the location 
of a property line, which was defined as the boundary 
between Mississippi and Louisiana.  Louisiana 
intervened in the district court and filed a third-party 
complaint against Mississippi.  This Court held that the 
intervention was proper and that the district court 
properly adjudicated the dispute between the private 
parties.  But it also held that the third-party complaint 
against Mississippi should not have been entertained 
because it fell within this Court’s exclusive jurisdiction.  
The case says nothing about the proper treatment of a 
property dispute between two States, where the 
defendants are State official sued in their official 
capacity.   

Illinois v. City of Milwaukee, 406 U.S. 91 (1972), 
involved a lawsuit by Illinois against several Wisconsin 
municipalities, which Illinois tried to bring as an 
original case in this Court.  In declining to hear the 
case, this Court held that it did not fall within this 
Court’s exclusive jurisdiction because the defendants 
were political subdivisions, not the State of Wisconsin.  
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Again, the case is entirely uninformative about the 
situation presented here, where the defendants include 
State officials sued in their official capacity, rather than 
municipalities.   

Two decisions of courts of appeals also cited by 
UUtah again provide no support for the notion that 
lower federal courts may entertain a lawsuit where one 
State is seeking to deprive another of sovereign 
property.  South Dakota v. Ubbelohde, 330 F.3d 1014 
(8th Cir. 2003), and Georgia v. U.S. Army Corps of 
Engineers, 302 F.3d 1242 (11th Cir. 2002), each 
involved situations in which multiple States were suing 
the United States Army Corps of Engineers under the 
Administrative Procedures Act for statutory and 
regulatory violations.  No State was pursuing a claim 
against another State.  It was not even clear whether 
and how much the relief each sought would adversely 
affect the interests of the other States.  Ubbelohde, 330 
F.3d at 1024; Georgia, 302 F.3d at 1251-53.  The Eighth 
and Eleventh Circuits opined that such lawsuits fell 
outside this Court’s original jurisdiction.  Ubbelohde, 
330 F.3d at 1025-26; Georgia, 302 F.3d at 1256 n.11.  
Whether right or wrong, those rulings have scant 
relevance here, where UUtah is directly pursuing a 
competing claim of inventorship (and thus property 
ownership) against another State.  Indeed, in contrast 
to those lawsuits against the Army Corps of Engineers, 
neither UUtah nor UMass here is asserting any claims 
against the USPTO, which is simply a disinterested 
non-party that neither side is accusing of any unlawful 
conduct. UUtah’s inventorship claim is against UMass 
and its patent co-owners — not against the USPTO. 
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3.  UUtah claims not to understand the relevance of 
Petitioners’ discussion of Ex parte Young.  Br. in Opp. 
at 31.  But the reality is that it is making an argument 
for extending Ex parte Young, transforming it from a 
fiction that allows federal courts to enforce federal law 
against States into a vehicle for avoiding the clear 
jurisdictional mandate set forth in section 1251(a).  
Both the Cahill approach and UUtah’s preferred 
alternative argument depend on the notion that there is 
something legally significant about a choice to sue State 
officials in their official capacity rather than suing a 
State or State entity.   

That choice does make a difference under Ex parte 
Young with regard to the application of the Eleventh 
Amendment.  The rule of Ex parte Young is that State 
officials can be sued on federal claims for prospective 
relief, while States may not.  But there is no reason to 
adopt the same approach in applying section 1251(a).  
There is no indication that Congress would have 
wanted to create a gaping loophole in this Court’s 
exclusive jurisdiction over interstate disputes.  Cf. 
Seminole Tribe of Florida v. Florida, 517 U.S. 44, 76 
(1996) (where Congress provided an alternative forum 
— there a detailed remedial scheme — there is no basis 
for allowing it to be bypassed by means of an Ex parte 
Young action).  And there is certainly no need do so (as 
there is with the Eleventh Amendment) in order to 
vindicate federal rights. 

Nor should the Court view it as a trifling matter 
that the lower federal courts have begun to 
manufacture exceptions to the original and exclusive 
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jurisdiction of this Court over interstate disputes.  That 
exclusivity has been the rule since the first Judiciary 
Act and was an implicit part of the constitutional 
bargain among the States.  There is no basis now to 
start cutting back based on suppositions about which 
cases implicate “core sovereign interests” or based on 
the exact form of the relief being sought. 

CONCLUSION 

The petition for a writ of certiorari should be 
granted. 

    Respectfully submitted,  
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