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INTRODUCTION 

 Marvel’s brief in opposition does not dispute the 
existence of a wide-ranging, authoritative consensus 
that the judge-made rule announced in Brulotte v. 
Thys Co., 379 U.S. 29 (1964) is fundamentally mis-
guided and economically unsound, and that the rigid 
per se prohibition on collecting patent royalties based 
on post-expiration use should therefore be discarded 
in favor of a more flexible, case-by-case analysis. Pet. 
12-16. Marvel similarly does not dispute that this 
case presents an ideal vehicle for reconsidering 
Brulotte. Pet. 35.  

 The premise underlying Marvel’s opposition, 
instead, is that everyone but Marvel is wrong on the 
merits – that the authors of all of the leading treatis-
es on the subject; ten judges of the courts of appeals 
(including such noted competition law authorities as 
Richard Posner and Frank Easterbrook); the staffs of 
the Antitrust Division of the Justice Department, the 
Federal Trade Commission, and the U.S. Patent and 
Trademark Office;1 and the three groups of amici 

 
 1 See Testimony of Rene D. Tegtmeyer, Assistant Commis-
sioner of Patents in Patent Licensing Reform Act of 1988: 
Hearing on H.R. 4086 before the Subcommittee on Courts, Civil 
Liberties, and the Administration of Justice of the House Com-
mittee on the Judiciary, 100th Cong. at 30 & 35 (May 11, 1988) 
(“H.R. 4086 Hearing”) (USPTO’s position is that Brulotte’s “per 
se condemnation of royalty payments beyond the life of a patent” 
is “unsound” because this Court denounced such “conduct as 
economically contrary to public policy, even where that conduct 

(Continued on following page) 
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supporting this petition (representing research insti-
tutions, IP practitioners, and prominent scholars in 
the field), have all misread Brulotte, misunderstood 
its doctrinal foundations, and misapprehended its 
impact on the American economy.  

 Merely to state this argument is to demonstrate 
its utter implausibility. Indeed, it speaks volumes 
that, even among the commentators Marvel has cited 
for the first time in its opposition, not a single one 
unequivocally supports retaining Brulotte’s rigid per 
se rule.2 

 
is not anticompetitive”) (available at http://babel.hathitrust.org/ 
cgi/pt?id=pst.000014967702). 
 2 See, e.g., Daryl Lim, Patent Misuse and Antitrust Law, 
Empirical, Doctrinal and Policy Perspectives, 114-15 & 373 
(2013) (“[T]he lingering presence of Brulotte does not necessarily 
validate its relevance or correctness in modern times . . . 
Brulotte has fallen out of favor with courts more attuned to 
contemporary economic analysis. . . . Most courts and commen-
tators would disapprove of Brulotte today.”); 1 Michael A. 
Epstein & Frank L. Politano, Drafting License Agreements §7.01 
(4th ed. 2002 & Supp. 2013) (“The perception that patents are 
dangerous monopolies – the philosophical foundation for the 
Brulotte rule – is out of step with current judicial philosophy.”); 
Robert P. Merges, Reflections on Current Legislation Affecting 
Patent Misuse, 70 J. Pat. & Trademark Off. Soc’y 793, 802-03 
(1988) (refusing to endorse Brulotte’s per se prohibition because 
“[s]ome practices that have been characterized as patent misuse 
when forced on a licensee have escaped this characterization 
when licensors can prove licensees assumed them voluntarily,” 
and thus “legalizing voluntary extensions of [the] patent term” 
nevertheless “makes . . . sense”) (emphasis in original); Louis 
Altman, Is There An Afterlife? The Effect of Patent or Copyright 
Expiration on License Agreements, 64 J. Pat. Off. Soc’y 297, 310-12 

(Continued on following page) 
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 For the reasons discussed below, Marvel’s defense 
of Brulotte readily is answered. But Marvel’s substan-
tive arguments are not merely off-base – they are 
beside the point. The question at the petition stage 

 
(1982) (criticizing Brulotte for irrebuttably “assuming that 
patents always affect the bargaining relationship by their mere 
presence” so as to “taint an otherwise acceptable business deal”) 
(emphases in original); Robin C. Feldman, The Insufficiency of 
Antitrust Analysis for Patent Misuse, 55 Hastings L.J. 399, 417 
(2003) (endorsing application of “a flexible test under equitable 
principles,” rather than a per se rule, “when faced with behavior 
that appears to extend the physical or temporal scope of a patent 
grant”); William F. Baxter, Legal Restrictions on Exploitation of 
the Patent Monopoly: An Economic Analysis, 76 Yale L.J. 267, 
328-29 (1966) (declining to sanction per se prohibition on patent 
royalties based on post-expiration use even while making 
controversial claim that such royalties should be prohibited in 
certain specific situations; Brulotte’s conclusion that “royalty 
computation after patent expiration . . . extend[s] the monopo-
listic impact of the patent beyond its statutory term” is “inade-
quate,” as “royalty rates generally will be lower and the degree 
of restriction on output less during the life of the patent under 
the longer royalty computation provision”); Comment, Validity of 
Patent License Provisions Requiring Payment of Post-Expiration 
Royalties, 65 Colum. L. Rev. 1256, 1269-71 (1965) (“[Brulotte’s] 
per se rule, in light of the harm sought to be redressed and the 
potential restraints upon common commercial practices, re-
mains an inordinately severe judicial sanction. . . . [The] patent 
holder should be given an opportunity to demonstrate that no 
unfair deployment of patent leverage was involved in drafting 
the agreement.”); compare also Opp. at 23 (referencing single 
sentence supporting Brulotte in 1988 testimony of Prof. Herbert 
F. Schwartz) with F. Scott Kieff, Pauline Newman, Herbert F. 
Schwartz & Henry E. Smith, Principles of Patent Law: Cases 
and Materials 1173 (5th ed. 2011) (describing as “strong” Judge 
Posner’s “criticism of [Brulotte’s] logic” in Scheiber v. Dolby 
Labs., Inc., 293 F.3d 1014 (7th Cir. 2002)). 
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is whether this Court should consider overruling 
Brulotte. In view of the broad expert consensus that 
Brulotte should be revisited, the answer to that 
question plainly is “yes.” Marvel’s defense of Brulotte, 
such as it is, is for this Court to weigh on the merits, 
not a reason to deny review. The petition should be 
granted. 

---------------------------------  --------------------------------- 
 

ARGUMENT 

I. Brulotte Harms The American Economy 
And Suppresses Innovation By Forbid-
ding Licensing Practices That Would Pro-
vide Unique Procompetitive Benefits. 

 Marvel’s lead argument against certiorari is that 
the adverse economic impact of Brulotte’s per se pro-
hibition on accrual of patent royalties based on post-
expiration use (“accrual postponement”) is somehow 
negated because Brulotte permits postponing, into the 
post-expiration period, payment of patent royalties 
already accrued based on pre-expiration use (“pay-
ment postponement”). Opp. 8-14. 

 Marvel is wrong. As federal government agencies, 
courts of appeals, academic experts, and amici all 
have recognized, Brulotte damages the American 
economy and suppresses innovation precisely because 
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the licensing practices it forbids would provide 
unique procompetitive benefits. Pet. 22-30.3 

 First, simply postponing, into the post-expiration 
period, payment of patent royalties already accrued 
based on pre-expiration use does not allow parties to 
balance and allocate the risks of developing and 
commercializing new technology in the same way that 
permitting accrual of patent royalties directly based 
on post-expiration use does. Pet. 26 & n.12. Consider, 
for example, medical research commercialization. 
Academic and research institutions  

frequently grant licenses for early-stage 
technology that has not been fully developed 
and that is, as yet, of unknown or speculative 
commercial value. In such cases, their licen-
sees face a particular risk that no viable 
product or process will be developed during 

 
 3 See also Brief Amici Curiae of Memorial Sloan-Kettering 
Cancer Center et al. at 5-9 & 11-13 (“Memorial Sloan-Kettering 
Amicus Brief ”) (Brulotte’s “inflexible rule interferes with 
transactions that are beneficial to the licensor, the licensee, and 
the general public . . . [and] prevents universities and small 
businesses (as well as large companies) from devising contractu-
al arrangements that maximize the potential benefit of the 
universities’ technological advancements”); Brief Amici Curiae of 
Center for Intellectual Property Research of the Indiana Uni-
versity Maurer School of Law et al. at 3, 4-6 (“Legal Scholars 
Amicus Brief ”) (“Brulotte hinders the innovation needed to 
make our economy vibrant” by discouraging “flexible licensing 
agreements needed for commercialization of inventions.”); Brief 
Amicus Curiae of The Intellectual Property Law Association of 
Chicago at 7 (“Brulotte causes affirmative social harm.”) (inter-
nal quotation marks omitted). 
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the patent term. This risk is particularly 
acute with respect to pharmaceutical innova-
tions, where development costs and failure 
rates are very high and many years of devel-
opment, clinical trials, and regulatory review 
are required before the product ever reaches 
the commercial market. 

Memorial Sloan-Kettering Amicus Brief at 12-13. In 
such situations, “the licensee may strongly prefer to 
defer a large share of license payments from the 
development phase (generally within the life of the 
patent), in favor of royalties on eventual sales that 
may begin toward the end of the patent term and 
extend for years thereafter.” Id. at 6-7. 

 Forcing such parties to accrue patent royalties 
prior to patent expiration, but then allowing them to 
postpone payment of funds already owed, as Marvel 
suggests, Opp. 13, would do nothing to address the 
development and commercialization risk at issue. 
This scenario, which is not unique to medical re-
search, see, e.g., Legal Scholars Amicus Brief at 4-5, 
clearly shows how Brulotte suppresses innovation – a 
point that the Justice Department, the FTC, and 
numerous commentators and amici all have recog-
nized, but Marvel ignores. Pet. 23-34 & n.10; id. at 26 
& n.12; Memorial Sloan-Kettering Amicus Brief at 5 
& 13. 

 Second, payment postponement, unlike accrual 
postponement, will not lower prices and raise output 
during the patent term. Pet. 27-28. The reason is 
straightforward – if the patent royalty base is  
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restricted to use during the patent term, then the 
royalty rate must be higher relative to the alternative 
where the patent royalty base includes use during the 
post-expiration period. This, too, is a point that the 
Justice Department, the FTC, and numerous com-
mentators have recognized – but Marvel again ig-
nores. Id. 

 Finally, payment postponement, unlike accrual 
postponement, also will not lower prices and increase 
competition after the end of the patent term. Pet. 28-
29 & n.13. The reason is, again, straightforward – if 
the licensee must collect the entire patent royalty 
obligation prior to patent expiration, it cannot there-
after be undercut by new market entrants, as would 
have been the case had it been subject to ongoing 
patent royalties based on post-expiration use. Id. On 
this issue, as well, Marvel’s brief is silent.4 

 

 

 

 

 
 4 Marvel argues that Brulotte’s per se prohibition supposed-
ly is “narrow” because it permits, in certain circumstances 
(though not in this case), collection of non-patent royalties for 
post-expiration use. Opp. 10-11 & 5. Marvel notably does not 
contend, however, that this in any way negates the adverse 
economic impact of the per se prohibition on post-expiration 
patent royalty accrual. 
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II. Neither Concerns About Leverage Nor 
Patent Policy Justify A Blanket Prohibi-
tion On Collecting Patent Royalties Based 
On Post-Expiration Use. 

 Marvel’s defense of Brulotte next recycles the 
same mistaken contentions about patent leverage and 
patent policy that already have been comprehensively 
addressed – and refuted – in the Petition. Compare 
Opp. 15-20 with Pet. 17-22 & 30-35. 

 The short answer to Marvel’s arguments is that 
not a single one of the commentators Marvel cites in 
this section of its brief actually supports retaining 
Brulotte’s rigid per se rule. See n.2, supra; see also 
Pet. 17-22 & 30-35.  

 The slightly longer answer is this: 

 Marvel first argues that, in licensing negotia-
tions, a patent holder may sometimes coerce the 
licensee into accepting patent royalties based on post-
expiration use. Opp. 15-16. Marvel does not explain, 
however, how this could possibly justify a per se 
prohibition on such royalties. Brulotte grounded its 
blanket ban in the now-outdated patent-equals-
market-power presumption. Pet. 30-32. With this 
presumption abandoned, inquiry into the actual 
negotiations of the parties is a far more sensible way 
to probe for any allegedly wrongful leveraging. Pet. 
33-34 & n.14 (citing authorities). 

 Marvel next asserts that the policy underlying 
limited patent terms supposedly justifies Brulotte’s 
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per se rule – regardless of how much damage that 
rule inflicts on the American economy. Opp. 16-19. 
But this argument rests on the now widely-
discredited assumption in Brulotte that patent royal-
ties on post-expiration use somehow extend the 
patent right into the post-expiration period. Pet. 17-
22. And, again, tellingly, even the commentators 
whose work Marvel cites in support of this argument 
do not actually back retaining Brulotte’s rigid per se 
prohibition. Compare Opp. 19 with n.2, supra. 

 Marvel’s final argument is that the antitrust rule 
of reason supposedly is an inadequate replacement 
for Brulotte’s per se bar because patent policy con-
cerns must be taken into account. Opp. 19-20. But the 
question of precisely what factors should be consid-
ered in the case-by-case analysis that would replace 
Brulotte’s blanket prohibition is a matter for the 
merits. The key point at this stage is that Marvel has 
not demonstrated that any patent policy justifies 
retaining a rigid per se rule. 

 
III. Stare Decisis Does Not Foreclose Recon-

sideration Of Brulotte. 

 Finally, the doctrine of stare decisis also does not 
counsel against reconsideration of Brulotte. 

 1. Marvel argues that overturning Brulotte is a 
matter for Congress, not this Court, because Brulotte 
is a “statutory precedent.” Opp. 21-22 & 24. Not so. 
Nowhere in its brief does Marvel actually quote 35 
U.S.C. §154, the statutory provision it says the Court 
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was interpreting in Brulotte, or otherwise explain 
what words in that statute Brulotte is supposed to 
have construed. And with good reason. Section 154 
says nothing about royalties, let alone the propriety 
of contracts providing for patent royalties based on 
post-expiration use. Pet. App. 74-75 (quoting section 
154); see also 1 Herbert Hovenkamp, Mark D. Janis, 
Mark A. Lemley & Christopher R. Leslie, IP and 
Antitrust: An Analysis of Antitrust Principles Applied 
to Intellectual Property Law §23.2a at 23-11 (2d ed. 
2013) (“[T]he language of the Patent Act nowhere 
condemns such a contract.”). Instead, courts and 
commentators agree that the rule of Brulotte is judge-
made, “a free-floating product of a misplaced fear of 
monopoly,” rather than an “interpretation of . . . the 
patent statute or any other statute.” Scheiber, 293 
F.3d at 1018. In fact, Marvel, contradicting its own 
argument, candidly admits this elsewhere in its brief, 
asserting that “Brulotte was premised on the policy 
and purpose of the patent laws.” Opp. 8 & 17 (empha-
sis added). 

 This Court has not, in similar circumstances, 
“hesitated to overrule an earlier decision and settle a 
matter of continuing concern, even though relief 
might have been obtained by legislation.” United 
States v. Reliable Transfer Co., 421 U.S. 397, 409 n.15 
(1975); see also Motion Picture Patents Co. v. Univer-
sal Film Mfg. Co., 243 U.S. 502, 518 (1917) (overrul-
ing judge-made patent misuse rule); Pet. 36 (citing 
cases). It should do so again here. Because Brulotte 
created a rule of federal common law, nothing compels 



11 

“plac[ing] on the shoulders of Congress the burden of 
the Court’s own error.” Monell v. Dep’t of Soc. Servs., 
436 U.S. 658, 695 (1978) (internal quotation marks 
omitted). 

 2. Marvel also fails in its attempt to distinguish 
this Court’s consistent teaching, in the closely-related 
antitrust context, that reconsideration of per se 
prohibitions particularly is warranted when – as here 
– the relevant government agencies and the academic 
literature, in light of intervening experience and 
analysis, come to the conclusion that application of a 
more nuanced, case-by-case approach is appropriate. 
See, e.g., Leegin Creative Leather Prods., Inc. v. 
PSKS, Inc., 551 U.S. 877, 900, 907 (2007); see also 
Pet. 36-37 (citing cases). Marvel says that these 
decisions do not apply because Brulotte is a “statutory 
precedent.” Opp. 22 & n.6. Because, as just demon-
strated, this premise is incorrect, Marvel’s argument 
fails.  

 3. Marvel next contends that Brulotte should be 
retained because it articulates a “bright-line” rule. 
Opp. 21. If this were a sufficient basis for preserving 
poorly-reasoned decisions, no case announcing a per 
se prohibition – which is necessarily a bright-line rule 
– could ever be reconsidered. The fact that, on the 
contrary, this Court has, in recent years, consistently 
replaced per se prohibitions with rule of reason analy-
sis, Pet. 36-37, fully answers Marvel’s argument. 

 4. In yet another variation on its “Congress-
knows-best” theme, Marvel argues that Congress has 
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somehow ratified Brulotte by considering in 1988, but 
not enacting, a proposed bill, H.R. 4086. Opp. 23. This 
argument fails for two reasons. 

 First, H.R. 4086 would not simply have replaced 
Brulotte’s rule of per se illegality with rule of reason 
analysis. It would, instead, have made post-
expiration royalties for issued patents per se legal. 
See H.R. 4086 Hearing at 3-4 (text of proposed bill) 
(no patent misuse if “the parties have mutually 
agreed to such [post-expiration] payments after the 
issuance of the patent”). The fact that Congress did 
not enact this far-reaching proposal sheds no light on 
its views about the more measured step of replacing 
Brulotte’s per se prohibition with a flexible, case-by-
case approach.5 

 Second, this Court, in any event, has warned 
against “the danger of placing undue reliance on the 
concept of congressional ‘ratification,’ ” Patterson v. 
McLean Credit Union, 491 U.S. 164, 175 n.1 (1989), 
and repeatedly has reconsidered its own precedent 
notwithstanding Congressional inaction. Thus, for 
example, in Illinois Tool Works, Inc. v. Independent 
Ink, Inc., 547 U.S. 28, 41, 45-46 (2006), this Court 
overruled four prior decisions and rejected “the patent- 
equals-market-power presumption” in the antitrust 
tying context, notwithstanding respondent’s argument 

 
 5 The other proposed and enacted legislation cited by 
Marvel, Opp. 23-24 & nn. 7-8, is even less relevant, as it had 
nothing at all to do with post-expiration patent royalties.  
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in that case that Congress had considered, but failed 
to enact, such a change on several occasions. See id., 
Brief for Respondent Independent Ink, Inc. at 34-35 
& n.14 (enumerating six proposed but unenacted bills 
addressing the issue).6 Similarly, in Blonder-Tongue 
Labs., Inc. v. Univ. of Ill. Found., 402 U.S. 313, 320, 
327 n.17, 339-42 (1971), this Court, in overruling a 
prior decision and rejecting the “judge-made doctrine” 
of mutuality of estoppel in patent litigation, refused 
to find Congressional ratification of the prior rule 
despite “the introduction of several bills” to effect 
relevant changes, congressional hearings on the 
issue, and an intervening reform of the patent stat-
ute. Congress’ failure to act here similarly presents 
no bar to overruling Brulotte. 

 5. Finally, Marvel’s assertion (Opp. 20-21) that 
overruling Brulotte would disrupt licenses that do not 
provide for patent royalties based on post-expiration 
use is demonstrably illogical. By hypothesis, lifting 
Brulotte’s per se prohibition cannot have any effect on 
agreements that do not run afoul of it. Indeed, as 
explained in detail in the Petition, discarding Brulotte 
would not implicate reliance concerns at all. Pet. 38-
39.  

---------------------------------  --------------------------------- 
 

 
 6 This brief is available at http://www.americanbar.org/ 
content/dam/aba/publishing/preview/publiced_preview_briefs_pdfs_ 
05_06_04_1329_Respondent.authcheckdam.pdf. 
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CONCLUSION 

 The petition for a writ of certiorari should be 
granted.  
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