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(i) 

QUESTIONS PRESENTED 

1. Whether the Cuban Assets Control Regula-
tions, which generally prohibit the transfer of any 
property to a Cuban entity by a person subject to U.S. 
jurisdiction, 31 C.F.R. § 515.201(b), bar a Cuban corpo-
ration from obtaining administrative cancellation of a 
trademark registration that has been held by a U.S. 
company for more than thirty years. 

2. Whether the Federal Circuit’s categorical rule 
that a prior judgment in a trademark infringement ac-
tion that affirms the validity of a trademark registra-
tion cannot, as a matter of law, bar the challenger from 
petitioning an administrative agency for cancellation of 
the same registration is contrary to established claim 
preclusion standards. 



 

(ii) 

CORPORATE DISCLOSURE STATEMENT 

General Cigar Co., Inc. is a wholly owned subsidi-
ary of STG US Holding, Inc., which is a wholly owned 
subsidiary of Scandinavian Tobacco Group A/S.  Swe-
dish Match AB, a publicly held company, owns 49% of 
Scandinavian Tobacco Group A/S through Swedish 
Match Cigar Holding AB.  Scandinavian Tobacco Group 
A/S’s parent corporation is Skandinavisk Holding II 
A/S, a wholly owned subsidiary of Skandinavisk Hold-
ing A/S.  Skandinavisk Holding A/S is wholly owned by 
Chr. Augustinus Fabrikker Aktieselskab, a wholly 
owned subsidiary of Augustinus Fonden, and C.W. Ob-
el A/S, a wholly owned subsidiary of Det Obelske Fami-
liefond.  Augustinus Fonden and Det Obelske Fami-
liefond have no parent corporations and no publicly 
held company owns 10% or more of their respective 
stock.
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IN THE 

Supreme Court of the United States 
 

No. 14-     
 

GENERAL CIGAR CO., INC., 
Petitioner, 

v. 

EMPRESA CUBANA DEL TABACO, D/B/A CUBATABACO, 
Respondent. 

 
ON PETITION FOR A WRIT OF CERTIORARI TO THE 

UNITED STATES COURT OF APPEALS 
FOR THE FEDERAL CIRCUIT 

 

PETITION FOR A WRIT OF CERTIORARI 

 

Petitioner General Cigar Co., Inc. respectfully peti-
tions for a writ of certiorari to review the judgment of 
the United States Court of Appeals for the Federal 
Circuit in this case. 

OPINIONS BELOW 

The opinion of the court of appeals (App. 1a-16a) is 
reported at 753 F.3d 1270.  The decision of the Trade-
mark Trial and Appeal Board (App. 17a-29a) is unre-
ported but available at 2013 WL 3168090. 
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JURISDICTION 

The judgment of the court of appeals was entered 
on June 4, 2014.  App. 1a.  On August 7, 2014, the Chief 
Justice extended the time for filing a petition for certio-
rari to October 2, 2014.  On September 24, 2014, the 
Chief Justice further extended the time for filing to 
November 1, 2014.  This Court has jurisdiction pursu-
ant to 28 U.S.C. § 1254(1). 

STATUTES AND REGULATIONS INVOLVED 

Pertinent portions of the following statutes and 
regulations are reproduced in the appendix to this peti-
tion:  Sections 14 and 37 of the Lanham Act, 15 U.S.C. 
§§ 1064 and 1119 (App. 33a-34a), and Sections 515.201, 
515.310, 515.311, and 515.527 of the Cuban Assets Con-
trol Regulations, 31 C.F.R. §§ 515.201, 515.310, 515.311, 
515.527 (App. 35a-38a). 

STATEMENT 

This case involves a dispute between General Cigar 
Company, a U.S. company, and Cubatabaco, a Cuban 
company, over the right to sell cigars with the trade-
mark COHIBA, which General Cigar registered and 
owns in the United States.  Two courts of appeals have 
heard the dispute and reached conflicting decisions.  In 
2005, the Second Circuit ruled that General Cigar owns 
the COHIBA mark in the United States, and that the 
Cuban Assets Control Regulations (“the Regulations” 
or “CACR”) preclude Cubatabaco from obtaining can-
cellation of General Cigar’s mark.  See Empresa Cuba-
na Del Tabaco v. Culbro Corp., 399 F.3d 462, 471-472 
(2d Cir. 2005) (Culbro II).  But now the Federal Circuit 
has held, in the decision below, that the Regulations do 
not prohibit Cubatabaco from obtaining cancellation of 
that mark in a Trademark Trial and Appeal Board 
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(TTAB) proceeding, and has also held that the Second 
Circuit’s prior judgment does not preclude Cubataba-
co’s current TTAB cancellation petition.  App. 8a-10a, 
16a.  Those conflicting decisions raise important ques-
tions about the Cuban embargo and the legal standards 
for claim preclusion that warrant this Court’s review. 

A. The Cuban Embargo And The Creation Of 
Parallel Brands Of Cigars 

1. The United States imposed an economic em-
bargo on Cuba in the early 1960s to respond to Cuba’s 
expropriation of American assets, see Dep’t of State, 
U.S. Relations With Cuba (Aug. 30, 2013), http://
www.state.gov/ r/pa/ei/bgn/2886.htm, and to “Cuban at-
tempts to destabilize governments throughout Latin 
America,” Regan v. Wald, 468 U.S. 222, 226 (1984).  The 
Secretary of the Treasury implements the embargo 
through the Regulations.  See generally 31 C.F.R. 
§§ 515.101 et seq.  In 1996, Congress reaffirmed the con-
tinuing importance of the embargo by codifying the 
Regulations in the Cuban Liberty and Democratic Soli-
darity (LIBERTAD) Act, 22 U.S.C. §§ 6021-6091.1 

The Cuban embargo has had a significant impact on 
the cigar market in the United States.  The Regulations 
prohibit the importation of products of Cuban origin, 31 
C.F.R. § 515.204(a), and therefore forbid “selling [Cu-
ban] cigars in the United States,” App. 2a. 

The Regulations also generally bar Cuban entities 
from acquiring trademarks owned by U.S. cigar compa-
nies.  The Regulations prohibit transfers by a person 
subject to U.S. jurisdiction of property in which a Cuban 

                                                 
1 The Secretary has delegated the authority to administer the 

embargo to the Office for Foreign Assets Control (OFAC).  Culbro 
II, 399 F.3d at 465. 
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entity has “any interest of any nature whatsoever, direct 
or indirect,” absent authorization by the Secretary of the 
Treasury.  31 C.F.R. § 515.201(b).  That prohibition ex-
tends to transfers of trademarks, which fall within the 
Regulations’ definition of “property.”  Id. § 515.311(a).  A 
general license from the Treasury Department authoriz-
es Cuban entities to apply for the registration and re-
newal of U.S. trademarks but does not authorize U.S. 
owners of existing marks to convey any rights in those 
marks to Cuban entities.  Id. § 515.527(a)(1).  As a result, 
U.S.-registered  trademarks cannot be transferred to or 
from Cuban entities without a special license from 
OFAC.  E.g., Havana Club Holding, SA v. Galleon SA, 
203 F.3d 116, 119, 125 (2d Cir. 2000). 

In part because of these prohibitions, the cigar 
markets in the United States and Cuba operate inde-
pendently of each other.  Parallel brands, where “the 
Cuban government sells a Cuban cigar in Cuba and 
other parts of the world under the same apparent 
trademark as an unrelated company that sells a non-
Cuban cigar in the U.S.,” are common.  Empresa 
Cubana Del Tabaco v. Culbro Corp., 213 F. Supp. 2d 
247, 257 (S.D.N.Y. 2002) (Culbro I).  The COHIBA 
mark at issue in this case is one example.  General Ci-
gar sells COHIBA cigars in the United States, and Cu-
batabaco, a company owned by the Cuban government, 
sells entirely different COHIBA cigars in Cuba and 
other countries. 

B. General Cigar’s Registrations For The COHIBA 
Mark 

Petitioner General Cigar and its predecessor com-
panies have manufactured and distributed cigars in the 
United States for over a century.  In 1978, a predeces-
sor company began shipping cigars domestically using 
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the COHIBA mark.  Culbro I, 213 F. Supp. 2d at 258.2  
It applied to register the mark the same year, and the 
United States Patent and Trademark Office (USPTO) 
registered the mark in 1981.  Culbro II, 399 F.3d at 466.  
No party opposed that application.  Id.  By the mid-
1980s, General Cigar was selling thousands of cigars us-
ing the COHIBA mark.  In 1986, the USPTO declared 
General Cigar’s registration incontestable.  213 F. Supp. 
2d at 258; see 15 U.S.C. § 1065. 

During the late 1980s and early 1990s, the cigar 
market experienced a period of depressed sales; be-
tween 1987 and 1992, General Cigar sold no new cigars 
to retailers under the COHIBA mark, although retail 
sales of cigars already shipped continued.  Culbro I, 213 
F. Supp. 2d at 258 & n.11.  In 1992, General Cigar re-
launched the COHIBA brand and filed a second trade-
mark registration.  Once again, no party opposed the 
registration, and the USPTO approved the registration 
in 1995.  Id. at 262.  In that year, General Cigar sold 
more than a hundred thousand COHIBA cigars. 

In 1997, General Cigar repositioned COHIBA as a 
“super-premium” cigar through an extensive advertis-
ing campaign costing more than two million dollars.  
Culbro I, 213 F. Supp. 2d at 264, 277 n.45.  It sold hun-
                                                 

2 In 1978, General Cigar executives were aware that the Cas-
tro government was making limited sales of a “Cohiba” cigar in 
Cuba.  Culbro I, 213 F. Supp. 2d at 255.  Because trademark rights 
are territorial in nature, a U.S. company may register a mark with 
knowledge that it has been used by another in a foreign country, 
but not in the U.S.  See Person’s Co. v. Christman, 900 F.2d 1565, 
1570 (Fed. Cir. 1990).  Cubatabaco did not sell the Cuban Cohiba 
outside Cuba until 1982, four years after General Cigar began sales 
in the U.S.  Culbro I, 213 F. Supp. 2d at 253-254.  Cubatabaco 
made no attempt to register the mark in the U.S. until 1983, id. at 
253, and has never sold the Cuban Cohiba in the U.S. because of 
the Cuban embargo, see 31 C.F.R. § 515.201. 
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dreds of thousands of COHIBA cigars in the following 
years.  Id.  

C. The Second Circuit Litigation 

1. In 1997, Cubatabaco filed a petition with the 
TTAB seeking cancellation of General Cigar’s U.S. reg-
istrations for the COHIBA mark—fourteen years after 
Cubatabaco learned of their existence.  Culbro II, 399 
F.3d at 465-466.3  After General Cigar moved to dismiss 
the petition, Cubatabaco filed a complaint against Gen-
eral Cigar in the Southern District of New York based 
on virtually identical allegations.  Cubatabaco asserted 
claims for trademark infringement and for cancellation 
of General Cigar’s trademark registrations under the 
Lanham Act, as well as infringement, dilution, unfair 
competition, and other claims under federal, state, and 
international law.  See id. at 466-467.  General Cigar 
counterclaimed for a declaratory judgment that it had 
the right to the continued exclusive use and registra-
tion of the COHIBA mark in the U.S.  Id. at 467.  Cu-
batabaco then moved to suspend the TTAB proceed-
ings, explaining that the district court litigation would 
“completely resolve all issues before the Board” and 
that “[a]ll of the claims that could be decided in the 
Cancellation Proceeding are now subsumed in the Fed-
eral Action.”  CAJA 734.  The TTAB granted the sus-
pension motion.  CAJA 736. 

                                                 
3 OFAC granted Cubatabaco a specific license to “‘pursue [its] 

judicial remedies with respect to claims to the COHIBA trade-
mark.’”  Culbro II, 399 F.3d at 474.  As the government later in-
formed the Second Circuit, however (and as the Second Circuit 
agreed), that license authorized Cubatabaco only “to seek relief in 
U.S. courts”; it did not “authorize transfers of property barred by 
the Regulations.”  Id. at 476. 
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Cubatabaco’s claims (as relevant here) turned on 
the core assertion that Cubatabaco, rather than General 
Cigar, owned the right to use the COHIBA mark to 
market cigars in the United States.  CAJA 495-502.  
Cubatabaco claimed that (1) General Cigar abandoned 
its initial 1981 registration through nonuse of the mark 
between 1987 and 1992, allowing the COHIBA mark to 
be acquired by others; (2) under the so-called “famous 
marks” doctrine (which this Court has never recog-
nized), Cubatabaco acquired the exclusive right to the 
COHIBA mark in 1992; and (3) General Cigar’s 1981 
trademark registration was invalid because of, among 
other things, fraud, while its 1995 registration could not 
stand because by then Cubatabaco owned the mark. 
Cubatabaco’s claims for relief flowed directly from those 
contentions:  It sought cancellation of General Cigar’s 
trademark registrations, damages for infringement, and 
injunctive relief against General Cigar’s further sales of 
COHIBA cigars.  CAJA 500-502; see Culbro II, 399 F.3d 
at 464; Culbro I, 213 F. Supp. 2d at 267. 

The district court ruled for Cubatabaco on its Lan-
ham Act infringement claim, accepting Cubatabaco’s 
abandonment theory and concluding that Cubatabaco 
had established priority rights in the mark under the 
“famous marks” doctrine prior to General Cigar’s re-
suming use.  The district court accordingly entered 
judgment for Cubatabaco, cancelling General Cigar’s 
registrations and enjoining it from further use of the 
COHIBA mark.  Culbro II, 399 F.3d at 467-470. 

2. The Second Circuit reversed the cancellation 
and other relief that the district court had granted to 
Cubatabaco, ruling that the Regulations prohibit the 
relief that Cubatabaco sought.  Culbro II, 399 F.3d at 
464.  The court relied in part on its prior decision in 
Havana Club, 203 F.3d at 123-124, in which it had ruled 
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that the general license in 31 C.F.R. § 515.527(a)(1) for 
trademark registrations and renewals, as an exception 
to the Cuban embargo, must be “interpreted narrowly,” 
and does not authorize assignments of trademarks to or 
from Cuban entities.  The Second Circuit found that 
reasoning equally applicable to Cubatabaco’s claim, and 
ruled that § 515.527(a)(1) does not authorize the trans-
fer of U.S. trademark rights to a Cuban entity by oper-
ation of law, including through the “famous marks” doc-
trine.  Culbro II, 399 F.3d at 474-476. 

The court concluded that, “even if General Cigar 
did abandon its mark, it owns the mark now because it 
resumed use of the mark in November 1992 and Cubat-
abaco is unable, in light of the embargo, to establish 
that it acquired rights to the mark in the interval.”  
Culbro II, 399 F.3d at 472.  Because “Cubatabaco 
claim[ed] no other basis for owning the mark,” the 
court held that “General Cigar’s legal right to the 
COHIBA mark has been established as against Cubat-
abaco.”  Id. at 471, 479.4 

The Second Circuit also rejected Cubatabaco’s al-
ternate theory—that even if it could not own the mark, 
it was entitled to obtain cancellation and injunctive re-
lief to prevent alleged consumer confusion.  Culbro II, 
399 F.3d at 471, 477.  The Regulations prohibited such 
relief because “General Cigar has a right to use the 
mark in the United States,” “owns the mark in the 
United States,” and “does have a valid registration on 
the COHIBA mark in the United States.”  Id. at 479.  
                                                 

4 The court affirmed the district court’s dismissal of Cubata-
baco’s remaining claims.  Culbro II, 399 F.3d at 465.  Following the 
issuance of the mandate, General Cigar filed a motion requesting 
that the district court dismiss Cubatabaco’s still-pending cancella-
tion petition in the TTAB.  See App. 5a.  The district court denied 
the motion, and the Second Circuit affirmed.  Id. 
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Allowing Cubatabaco to obtain cancellation of General 
Cigar’s registration or injunctive relief would therefore 
“entail a transfer of property rights in the COHIBA 
mark to Cubatabaco in violation of the embargo.”  Id. at 
471.  The court refused to allow Cubatabaco to “achieve 
the same transfer” the court had previously rejected 
“via a route that is one step more circuitous.”  Id. at 479. 

D. The Federal Circuit Litigation 

After the Second Circuit’s judgment became final, 
Cubatabaco returned to the TTAB and revived the pe-
tition that the agency had stayed.  App. 5a.  Its amend-
ed petition sought cancellation of General Cigar’s 
trademark registrations because they blocked Cubata-
baco from registering the COHIBA mark itself.  See 
App. 27a.  Cubatabaco’s grounds for cancellation were 
largely identical to those it raised in district court and 
the Second Circuit.  CAJA 49-52. 

The TTAB subsequently dismissed Cubatabaco’s 
petition on the ground that the Second Circuit’s judg-
ment had eliminated Cubatabaco’s potential commercial 
interest in the COHIBA mark and thus deprived it of 
standing.  App. 27a.  The TTAB relied on the “binding, 
final federal court judgment” from the Second Circuit 
litigation that General Cigar “has the full panel of prop-
erty rights in the COHIBA mark” and that Cubatabaco 
was “by law barred from acquiring any proper interest 
in the mark.”  App. 27a-28a. 

The Federal Circuit vacated and remanded for con-
sideration of Cubatabaco’s cancellation claims on the 
merits.  App. 16a.  The panel accepted Cubatabaco’s ar-
gument that it had standing to seek cancellation because 
“Cubatabaco has sought a registration for the COHIBA 
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mark in the United States, and [General Cigar’s] Regis-
trations currently block its application.”  App. 10a. 

The Federal Circuit acknowledged that, if the Reg-
ulations preclude Cubatabaco from acquiring any prop-
erty interest in the COHIBA mark, that “would re-
quire” a holding “that Cubatabaco … ha[s] no legiti-
mate commercial interest sufficient to confer standing.”  
App. 8a.  Nonetheless, the panel declined to follow the 
Second Circuit’s holding.  App. 8a-10a.  The panel rea-
soned that the Second Circuit’s judgment only prohib-
ited Cubatabaco from obtaining cancellation relief in 
federal district court, but did not address Cubatabaco’s 
ability to obtain the same relief through a petition be-
fore the TTAB.  App. 10a. 

In fact, the panel concluded that “Cubatabaco en-
joys affirmative authorization to seek cancellation” 
from the TTAB.  App. 8a.  For that proposition it cited 
a Treasury regulation, 31 C.F.R. § 515.527(a)(1), which 
creates an exception to the general prohibitions on 
transfers that “authorizes Cuban entities to engage in 
transactions ‘related to the registration and renewal’ of 
trademarks before the U.S. Patent and Trademark Of-
fice,” App. 8a.  The Federal Circuit did not analyze the 
text of that regulation or consider how it fits into the 
embargo’s overall regulatory scheme and purpose.  The 
court’s only support for its regulatory interpretation 
was a nearly two-decade-old, one-page letter from 
OFAC to Cubatabaco’s counsel.  Id.; see also App. 31a-
32a (letter). 

The Federal Circuit also rejected General Cigar’s 
argument that Cubatabaco’s claims were barred by 
claim preclusion.  Although the Second Circuit had re-
jected largely identical claims by Cubatabaco—
including claims for cancellation—the Federal Circuit 
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refused to accord the earlier judgment claim-preclusive 
effect, citing the categorical claim preclusion rule the 
court first announced in Jet, Inc. v. Sewage Aeration 
Systems, 223 F.3d 1360 (Fed. Cir. 2000).  That rule pro-
vides that a judgment in a prior infringement action 
(here, the Second Circuit action) “cannot serve to bar a 
[subsequent] petition for cancellation.”  App. 15a (quot-
ing Jet, 223 F.3d at 1364) (emphasis added). 

REASONS FOR GRANTING THE PETITION 

The Federal Circuit and the Second Circuit have 
rendered conflicting interpretations of the regulations 
that generally bar Cuban entities from conducting 
business in the United States—regulations that have 
analogues in other sanctions regimes as well, including 
those applicable to Iran.  Moreover, by declining to fol-
low the Second Circuit’s ruling, the Federal Circuit ad-
hered to an erroneous approach to claim preclusion that 
conflicts with decisions of this Court, other courts of 
appeals, and the widely accepted articulation of preclu-
sion principles in the Restatement (Second) of Judg-
ments.  Both questions are important and warrant this 
Court’s review. 

First, the Federal Circuit’s interpretation of the 
Regulations is irreconcilable with the Second Circuit’s 
reading.  The Federal Circuit would permit a Cuban en-
tity to acquire a U.S. trademark from a person under 
U.S. jurisdiction by (1) obtaining cancellation of the U.S. 
person’s trademark and (2) then registering the same 
trademark under its own name.  The Second Circuit has 
squarely held that the Regulations bar that same result.  
The Federal Circuit’s interpretation of the Regulations 
is also wrong.  It departs from the text of the pertinent 
regulation, places undue reliance on a one-page letter 
from OFAC written nearly twenty years ago, and con-
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flicts with the longstanding principle that the district 
courts and the TTAB have coextensive authority over 
claims for cancellation.  Moreover, the Federal Circuit’s 
interpretation is a matter of national importance, for it 
undermines the Cuban embargo and may also impair 
U.S. sanctions against other nations. 

The claim preclusion rule applied by the Federal 
Circuit is also wrong.  The Federal Circuit’s categorical 
rule—that a judgment in an infringement action cannot 
bar a subsequent petition for cancellation, even if the 
facts and claims for relief are the same and even if the 
prior judgment expressly denied cancellation—conflicts 
with the modern approach to preclusion articulated in 
the Restatement, under which a final judgment pre-
cludes all claims arising from the same transaction or 
series of transactions.  Rather than apply that transac-
tion-based inquiry, the Federal Circuit rule denies pre-
clusion on the sole ground that the elements of an in-
fringement claim differ from the elements of a cancella-
tion claim.  As this case demonstrates, the Federal Cir-
cuit’s rule encourages piecemeal litigation and incon-
sistent results and undermines the finality of judg-
ments as to the ownership of trademarks. 

I. THE FEDERAL CIRCUIT’S DECISION MISINTERPRETS 

THE CUBAN ASSETS CONTROL REGULATIONS, CREAT-

ING A CONFLICT WITH THE SECOND CIRCUIT AND 

RAISING AN ISSUE OF NATIONAL IMPORTANCE 

A. The Federal Circuit’s Ruling Creates A Cir-
cuit Split Over The CACR 

The Federal Circuit and Second Circuit decisions 
offer fundamentally incompatible interpretations of the 
conduct prohibited under the Regulations—specifically, 
whether cancellation of a U.S. company’s trademark at 
the behest of a Cuban company that seeks to claim the 
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mark for its own constitutes a prohibited transfer of 
property.  The Second Circuit ruled that Cubatabaco’s 
requested cancellation relief is prohibited because it 
would strip General Cigar of “the full panel of property 
rights [that General Cigar currently holds] in the 
COHIBA mark, including the right to exclude or limit 
others seeking to use the mark in the United States.”  
Culbro II, 399 F.3d at 476.  Conversely, the Federal 
Circuit concluded that the Regulations do not prohibit 
Cubatabaco from obtaining cancellation of the same 
registrations from the TTAB.  That direct conflict af-
fects a matter of “great public concern,” Dean Witter 
Reynolds, Inc. v. Fernandez, 741 F.2d 355, 361 (11th 
Cir. 1984)—the scope of the U.S. sanctions towards Cu-
ba and other countries, such as Iran—and warrants this 
Court’s review. 

1. The Regulations prohibit transfers of property 
to a Cuban entity by a person subject to U.S. jurisdic-
tion unless a general or specific license expressly per-
mits the transfer.  31 C.F.R. § 515.201(b)(1)-(2).  They 
also bar transactions that have “the effect of evading or 
avoiding any of the prohibitions set forth in” subsection 
(b).  Id. § 515.201(c). 

The Regulations’ prohibitions capture a wide range 
of conduct.  The word “‘[t]ransfer’ is defined broadly,” 
Culbro II, 399 F.3d at 473, and includes “any actual or 
purported act or transaction, … the purpose, intent or 
effect of which is to create, surrender, release, transfer, 
or alter, directly or indirectly, any right, remedy, pow-
er, privilege, or interest with respect to any property,” 
31 C.F.R. § 515.310.  The word “property” is similarly 
defined expansively, and expressly includes “trade-
marks.”  Id. § 515.311(b). 
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The transfer of trademark rights is proscribed un-
der the Regulations.  Culbro II, 399 F.3d at 474-475.  
But as the Second Circuit recognized, a transfer of 
trademark rights is exactly what Cubatabaco is seek-
ing:  Cubatabaco wishes to obtain cancellation of Gen-
eral Cigar’s trademarks so that it can register the 
COHIBA mark for itself.  The Regulations bar that 
transaction unless Cubatabaco can identify a general or 
specific license that would authorize such an action.  See 
App. 2a; Culbro II, 399 F.3d at 473-475; Havana Club, 
203 F.3d at 122.5 

2. The Second and Federal Circuits are irremedi-
ably split over the scope of one of the general excep-
tions to the Regulations’ broad prohibition on the trans-
fer of property.6  The general license at issue in this 
case authorizes Cubans to engage in “[t]ransactions re-
lated to the registration and renewal in the United 
States Patent and Trademark Office ... of patents [and] 

                                                 
5 The cancellation of General Cigar’s registration at Cubata-

baco’s behest would, by itself, constitute a prohibited transfer.  
The Regulations define “transfer” to include an “act … the effect 
of which is to … surrender … or alter [a] right … with respect to 
any property.”  31 C.F.R. § 515.310.  Federal trademark registra-
tion confers important rights on the registrant that common-law 
mark claimants do not have.  See 3 McCarthy, McCarthy on 
Trademarks and Unfair Competition §§ 26:31-26:57 (4th ed. 2014).  
Cancellation of a registered mark deprives the former registrant 
of these “very important legal rights and benefits.”  Id. § 20:68.  A 
cancellation order would require General Cigar to “surrender” or 
“alter” its valuable federal substantive rights and would therefore 
constitute a “transfer” prohibited under the Regulations. 

6 Cubatabaco does not claim that the Treasury Department 
has issued a specific license authorizing it to obtain cancellation 
relief.  See Cubatabaco Fed. Cir. Opening Br. 26 & n.5; see also 
Empresa Cubana Del Tabaco v. Culbro Corp., 478 F. Supp. 2d 513, 
517 (S.D.N.Y. 2007). 
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trademarks … in which the Government of Cuba or a 
Cuban national has an interest.”  31 C.F.R. 
§ 515.527(a)(1) (emphasis added).  The Second Circuit 
has twice held that this exception should be read “nar-
rowly” and that the provision’s authorization of regis-
trations and renewals of trademarks does not extend to 
conveyances of trademark rights to a Cuban entity or 
transactions (e.g., cancellation of a registration) that 
have the same effect.  See Culbro II, 399 F.3d at 476-
477, 479; Havana Club, 203 F.3d at 123-125. 

By contrast, the Federal Circuit has interpreted 
the general license in § 515.527(a)(1) to permit Cubata-
baco to obtain a cancellation of the same COHIBA reg-
istrations by the TTAB.  Cubatabaco has already ap-
plied to register the COHIBA mark, and acknowledges 
that its application was denied because of General Ci-
gar’s prior registrations.  CAJA 28.  The TTAB’s can-
cellation of the blocking registrations would permit Cu-
batabaco’s application to proceed to registration, mak-
ing the Cuban entity the owner of the U.S. COHIBA 
registrations.  See App. 10a. 

These two competing interpretations cannot be 
reconciled.  The Federal Circuit attempted to distin-
guish Culbro II on the supposed basis that the Second 
Circuit held only that “the federal courts[] [lacked] au-
thority to grant Cubatabaco injunctive relief because to 
do so would entail a prohibited transfer under the [em-
bargo regulations].”  App. 8a (emphasis added).  The 
Federal Circuit suggested that Culbro II “specifically 
did not address whether Cubatabaco could seek cancel-
lation” with the TTAB.  Id. 

The Second Circuit decision was not so limited.  
That court held broadly that the general license in 
§ 515.527(a)(1) does not authorize conveying trademark 
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rights to Cuban entities even when the conveyance is 
effectuated by operation of legal principles (such as the 
“famous marks” doctrine) rather than a privately nego-
tiated assignment.  See Culbro II, 399 F.3d at 474-475.  
Thus, an order transferring U.S. trademark rights to a 
Cuban entity as the result of a legal rule is prohibited 
by the Regulations, id. at 474-475, whether the order is 
issued by a district court or the TTAB. 

The Second Circuit also expressly ruled that Gen-
eral Cigar has “the full panel of property rights in the 
COHIBA mark, including the right to exclude or limit 
others seeking to use the mark in the United States.”  
Culbro II, 399 F.3d at 476.  A cancellation order by the 
TTAB, as authorized by the Federal Circuit ruling, 
would necessarily contravene the Second Circuit’s rul-
ing:  It would strip General Cigar of its property rights 
in its registrations and allow Cubatabaco to acquire the 
“full panel of property rights in the COHIBA mark.”  
Id.  The two circuits are therefore in direct conflict. 

B. The Federal Circuit’s Interpretation Of The 
CACR Is Wrong 

The Federal Circuit’s interpretation of the Regula-
tions is incorrect.  The Federal Circuit did not ground 
its decision in the text, purpose, or history of § 515.527.  
Instead, it placed dispositive reliance on a brief agency 
letter delivered to Cubatabaco’s lawyers two decades 
ago, which merited no deference.  By creating a special 
exception for TTAB cancellation proceedings, the Fed-
eral Circuit also ignored the longstanding principle that 
the district courts and the TTAB have coextensive can-
cellation powers. 
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1. The Federal Circuit misreads the plain 
language of the CACR 

The Federal Circuit’s holding necessarily rests on 
its conclusion that § 515.527(a)(1) authorizes the TTAB 
to grant cancellation relief to Cuban entities.  That 
reading is unsupported by the regulation’s text, which 
“authorize[s]” only “[t]ransactions related to the regis-
tration and renewal in the United States Patent and 
Trademark Office … of trademarks … in which the 
Government of Cuba or a Cuban national has an inter-
est” (emphasis added). 

Section 515.527(a)(1) is an exception to the general 
prohibition on transactions involving Cuban entities, 
and authorizes Cuban entities to obtain rights in a U.S. 
trademark only through registration and renewal of the 
mark at the USPTO.  It does not authorize Cuban enti-
ties to obtain rights in a mark already held by a U.S. 
entity, even with the U.S. entity’s consent.  Section 
515.201(b), which states the general prohibition, ex-
pressly bars such transactions. 

Section 515.527(a)(1) does not authorize a Cuban 
entity to acquire an existing trademark via cancellation 
of a U.S. entity’s mark.  The regulation does not even 
use the word “cancellation.”  Although the regulation’s 
reference to transactions “related to” registrations and 
renewals may expand somewhat the reach of the au-
thorization, in this context it cannot be interpreted to 
reach cancellation proceedings that would strip a U.S. 
entity of trademark rights and enable a Cuban entity to 
acquire those rights.  Otherwise, § 515.527(a)(1)—which 
is an exception to the broad general prohibition on con-
veyances of property to Cuban entities—would “swal-
low much of the general rule of the Cuban embargo 
prohibiting transfers of trademarks.”  Havana Club, 
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203 F.3d at 123.  Indeed, when OFAC added the “relat-
ed to” language to § 515.527(a)(1) in 1995, it explained 
that the purpose of the amendment was a limited one—
to make clear that Cuban entities could make monetary 
payments for the kinds of registration and renewal 
transactions that the regulation had long authorized.  
See 60 Fed. Reg. 54194, 54195 (Oct. 20, 1995); Culbro II, 
399 F.3d at 475; compare 28 Fed. Reg. 6982 (July 9, 
1963).  The final rule said nothing suggesting that the 
amendment was also intended to give the TTAB the 
authority to cancel a U.S. registration at the behest of a 
Cuban petitioner, especially when the trademark would 
subsequently be registered in the petitioner’s name.  
See generally 60 Fed. Reg. at 54194-54197. 

Nor can such an intent be inferred.  A cancellation 
proceeding is not inherently “related to” registration or 
renewal of a trademark.  The federal statutes govern-
ing registration (15 U.S.C. § 1051) and renewal (id. 
§ 1059) make no mention of cancellation as a prerequi-
site to either procedure; conversely, the statute gov-
erning cancellation (id. § 1064) does not require that the 
party seeking to cancel a registration must itself seek 
to register the trademark.  The regulations governing 
registration and renewal (37 C.F.R. §§ 2.21-2.84, 2.181-
2.186) and cancellation (§§ 2.111-2.115) similarly make 
no mention of one another. 

The Federal Circuit’s expansive reading of “related 
to” is also contrary to the Regulations’ overriding pur-
pose of prohibiting transfers of property to or from Cu-
ban nationals.  As the Second Circuit has explained, 
§ 515.527(a)(1), which is an exception to the broad sanc-
tions regime against Cuba, must be interpreted “nar-
rowly.”  Culbro II, 399 F.3d at 476; Havana Club, 203 
F.3d at 123-134.  Reading that regulation broadly to 
permit trademark conveyances, as the Federal Circuit 
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has done, “substantially undermin[es] the [embargo’s] 
general prohibitions as applied to United States trade-
marks.”  Havana Club, 203 F.3d at 125.  Section 
515.527(a)(1) thus must be read to prohibit a Cuban en-
tity from obtaining a TTAB order cancelling a U.S. 
company’s registration so that the Cuban entity can 
then register the mark for itself—exactly what Cubat-
abaco is attempting to do in this case.  See Culbro II, 
399 F.3d at 476. 

2. The Federal Circuit was unduly deferen-
tial to an informal agency letter 

The Federal Circuit did not support its interpreta-
tion of § 515.527(a)(1) with an analysis of the text or 
history of that provision.  Instead, it relied solely on a 
single paragraph in an eighteen-year-old one-page let-
ter from OFAC to Cubatabaco’s lawyers.  App. 8a; see 
also App. 31a-32a (letter).  Although the Federal Cir-
cuit did not expressly cite Auer v. Robbins, 519 U.S. 
452 (1997), its failure to note any other support for its 
ruling means that it must have accorded the letter def-
erence as an agency’s interpretation of its own regula-
tion.  See id. at 461.  That deference was unwarranted; 
OFAC’s cursory letter will not bear such weight. 

Auer deference applies only when an agency inter-
prets “its own ambiguous regulation.”  Christopher v. 
SmithKline Beecham Corp., 132 S. Ct. 2156, 2166 (2012) 
(emphasis added).  Here, as explained above, see supra 
pp. 17-19, § 515.527(a)(1) is not ambiguous.  It expressly 
permits only transactions relating to registration and 
renewal of registrations and does not encompass can-
cellation.  Deference under Auer is inappropriate 
where, as here, “the agency’s interpretation is … incon-
sistent with the regulation.”  Id. (internal quotation 
marks omitted). 
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Moreover, even when a regulation is ambiguous, 
Auer deference “is likewise unwarranted when there is 
reason to suspect that the agency’s interpretation does 
not reflect the agency’s fair and considered judgment 
on the matter in question,” as when “the agency’s in-
terpretation conflicts with a prior interpretation.”  132 
S. Ct. at 2166 (internal quotation marks omitted).  That 
is the situation here.  The OFAC letter was a one-page 
“response” to Cubatabaco’s letters to OFAC inquiring 
about the scope of § 515.527.  See App. 31a-32a.  The 
letter stated, without offering any reasoning, that 
§ 515.527 authorized the filing of “a petition to cancel a 
prior registration of a trademark where these actions 
relate to the protection of a trademark in which Cuba 
or a Cuban national … has an interest.”  Id.  That per-
functory and countertextual assertion hardly indicates 
“fair and considered judgment.”  Cf. FCC v. Fox Tele-
vision Stations, Inc., 556 U.S. 502, 515 (2009) (discuss-
ing “requirement that an agency provide [a] reasoned 
explanation for its action”).  And the August 1996 
OFAC letter is in tension with another letter signed by 
the same official and issued just four months later ex-
plaining that § 515.527 “‘allows only for the registration 
and renewal of intellectual property; § 515.527 does not 
convey to the registrant the authority to assign the 
registrant’s interest in a … trademark.’”  See Havana 
Club, 203 F.3d at 124 (emphasis added). 

3. The Federal Circuit’s decision violates 
the longstanding principle that the bases 
for cancellation relief are identical in the 
TTAB and the district courts 

The Federal Circuit’s reasoning is also wrong be-
cause it allows litigants to obtain cancellation relief 
through the TTAB that they cannot obtain in district 
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court.  That disparity contradicts the settled principle 
that the two tribunals have identical power to cancel 
registrations.  See 5 McCarthy, McCarthy on Trade-
marks and Unfair Competition § 30:112 (4th ed. 2014) 
(citing cases). 

The power of the district courts to cancel a trade-
mark registration under 15 U.S.C. § 1119 and the pow-
er of the TTAB to cancel a trademark registration un-
der 15 U.S.C. § 1064 are coextensive.  See, e.g., Shake-
speare Co. v. Silstar Corp. of Am., 9 F.3d 1091, 1092 
(4th Cir. 1993).  This coextensive authority promotes 
judicial economy by allowing district courts hearing in-
fringement claims to decide related cancellation claims 
in the same action, rather than requiring the cancella-
tion issues to be decided separately by the TTAB.  See 
Simmonds Aerocessories, Ltd. v. Elastic Stop Nut 
Corp. of Am., 257 F.2d 485, 491 (3d Cir. 1958); infra p. 31.  
The Federal Circuit’s ruling runs contrary to congres-
sional intent by creating the anomalous result that Cu-
ban entities may obtain cancellation relief through the 
TTAB even after they fail to obtain that relief in a dis-
trict court action adjudicating rights in the same mark.  
That erroneous interpretation can only lead to forum 
shopping and duplicative litigation—as this case 
demonstrates. 

C. The Federal Circuit’s Interpretation Presents 
A Question Of National Importance 

The Federal Circuit’s decision also warrants review 
because the CACR, and similar sanctions regimes im-
posed by the government on other countries, are cen-
tral aspects of the United States’ foreign policy.  See 
Culbro II, 399 F.3d at 471 (proper interpretation of the 
CACR “implicates an issue of significant public con-
cern—the United States’ national policy towards Cuba 
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as established by the President and the Congress”); 
Dean Witter, 741 F.2d at 361 (case implicating one of 
the “principal purpose[s]” of the embargo—“deny[ing] 
Cuba access to American dollars which could finance 
acts of aggression or subversion”—raised issue of great 
public concern); see also Regan v. Wald, 468 U.S. 222, 
242 (1984) (Cuban sanctions regime implicates “weighty 
concerns of foreign policy”); cf. Crosby v. National For-
eign Trade Council, 530 U.S. 363, 372 (2000) (consider-
ing “important questions” involving scope of federal 
sanctions against Burma).  The Federal Circuit’s rule 
invites Cuban entities that cannot acquire rights in ex-
isting U.S. trademarks to achieve the same result 
through cancellation proceedings before the TTAB, un-
dermining the Cuban embargo’s central purpose. 

“[T]he purpose” of the CACR “could not be more 
clear”:  The Regulations are intended to “prevent any 
Cuban national or entity from attracting hard currency 
into Cuba by selling, assigning, or otherwise transfer-
ring rights subject to United States jurisdiction.”   
Havana Club, 203 F.3d at 124; see Dean Witter, 741 
F.2d at 361 (similar).  The Federal Circuit’s expansive 
interpretation of § 515.527’s general license would en-
gender precisely the opposite result.  It would give Cu-
ban entities undeserved possession of trademarks made 
valuable by the extensive marketing and sales of U.S. 
registrants.  A Cuban entity could then license the 
rights in such a mark to a third party not covered by 
the embargo, who could sell products in the U.S. and 
remit royalties to Cuba.  Permitting Cuban entities to 
appropriate U.S. trademarks in this way would under-
mine the embargo, for it would allow Cuban entities to 
sidestep U.S. law intended to cut economic ties to a re-
gime that “severely restricted fundamental freedoms, 
repressed political opponents, and violated human 
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rights.”  Dep’t of State, U.S. Relations With Cuba 
(Aug. 30, 2013), http://www.state.gov/ r/pa/ei/bgn/2886
.htm. 

The Federal Circuit’s erroneous interpretation of 
the CACR is likely to affect other sanctions regimes as 
well.  In addition to Cuba, the United States has im-
posed sanctions on more than a dozen nations.7  At least 
four of those sanctions regimes—Iran, Sudan, Syria, 
and Burma—authorize specified intellectual property 
transactions in the USPTO, much as the CACR does, 
but none of the regulations expressly authorizes a can-
cellation proceeding.  See 31 C.F.R. § 560.509 (Iran); 
§ 538.514 (Sudan); § 542.520 (Syria); § 537.522 (Burma).8  
For example, the Iranian regulation “authorizes” 

[a]ll of the following transactions in connection 
with … trademark … or other intellectual 
property protection in the United States or 
Iran[:] … 

(1) The filing and prosecution of any application 
to obtain a patent, trademark, copyright or 
other form of intellectual property protection; 

                                                 
7 See, for example, 31 C.F.R. § 588 (Balkans); § 548 (Belarus); 

§ 537 (Burma); § 543 (Cote D’Ivoire); § 547 (Democratic Republic 
of the Congo); §§ 535, 560-562 (Iran); § 549 (Lebanon); §570 (Lib-
ya); § 510 (North Korea); § 551 (Somalia); §§ 538, 546 (Sudan); § 542 
(Syria); and § 541 (Zimbabwe). 

8 The Syrian and Burmese regulations expressly authorize 
the “assignment or transfer of a patent, trademark, copyright, or 
other form of intellectual property protection.”  See 31 C.F.R. 
§ 542.520(a)(5) (Syria); § 537.522(a)(5) (Burma).  Those regulations 
show that if the Treasury Department had intended the CACR to 
permit the transfer of trademarks to Cuban entities, it would have 
said so explicitly. 
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(2) The receipt of a patent, trademark, copy-
right or other form of intellectual property pro-
tection; 

(3) The renewal or maintenance of a patent, 
trademark, copyright or other form of intellec-
tual property protection; and 

(4) The filing and prosecution of opposition or 
infringement proceedings with respect to a pa-
tent, trademark, copyright or other form of in-
tellectual property protection, or the entrance 
of a defense to any such proceeding.   

31 C.F.R. § 560.509(a). 

The Iranian regulations are similar to the CACR; 
both prohibit transfers of trademarks to entities of the 
sanctioned country, and neither expressly authorizes 
such entities to obtain cancellation of a trademark held 
by a U.S. national.  If the Federal Circuit’s interpreta-
tion of § 515.527(a)(1) is permitted to stand, one of two 
undesirable consequences will follow:  Either the Cuba 
sanctions regime will be discordant from other regimes 
without any apparent justification for the distinction, or 
later decisions will extend the holding below to other 
sanctioned countries.  The potential disruption to Unit-
ed States foreign policy, as expressed in these sanctions 
regimes, that will flow from the Federal Circuit’s deci-
sion warrants review by this Court. 

II. THE FEDERAL CIRCUIT’S CLAIM PRECLUSION RULE IS 

ERRONEOUS AND CONFLICTS WITH THE APPROACH 

FOLLOWED BY THIS COURT AND OTHER CIRCUITS 

The Second Circuit considered the dispute at issue 
in this case—over the right to use and register the 
mark “COHIBA”—and held that General Cigar had es-
tablished its “legal right to the COHIBA mark … as 
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against Cubatabaco”; that General Cigar “owns the 
mark in the United States” and “ha[s] a valid registra-
tion” for the mark; and that Cubatabaco was not enti-
tled to cancellation relief.  Culbro II, 399 F.3d at 471, 
479.  When the Federal Circuit later heard the same 
dispute, however, it declined to accord the Second Cir-
cuit judgment preclusive effect.  See App. 15a-16a.  In 
doing so, the Federal Circuit relied on a per se claim-
preclusion rule that is at odds with the approach fol-
lowed by this Court and the other courts of appeals.  
The Federal Circuit’s rule conflicts with the purposes 
of claim-preclusion doctrine, invites serial litigation, 
and creates uncertainty in trademark rights.  This 
Court’s review is therefore warranted. 

A. The Federal Circuit’s Categorical Rule Con-
flicts With The Claim Preclusion Standards 
Adopted By This Court And The Courts Of 
Appeals 

1. Under the principle of claim preclusion, a final 
judgment bars subsequent litigation of “all grounds for 
… recovery that were previously available to the par-
ties, regardless of whether they were asserted or de-
termined in the prior proceeding.”  Brown v. Felsen, 
442 U.S. 127, 131 (1979).  Claim preclusion thus differs 
from the related doctrine of issue preclusion—which 
bars relitigation of issues “actually litigated and re-
solved in a valid court determination”—in that it ap-
plies whether or not the “claim” was actually litigated 
or decided in the prior action.  Taylor v. Sturgell, 553 
U.S. 880, 892 (2008) (internal quotation marks omitted).  
By “foreclosing relitigation of matters that should have 
been raised in an earlier suit,” Migra v. Warren City 
Sch. Dist., 465 U.S. 75, 77 n.1 (1984), claim preclusion 
“ensures the finality of decisions,” Brown, 442 U.S. at 
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131, and enables “the conclusive resolution of disputes,” 
Montana v. United States, 440 U.S. 147, 153 (1979). 

This Court has noted that the modern “expansion 
of the definition of” the precluded “‘claim’” has “en-
hance[d] the capabilities of the courts to deal with … 
issues swiftly but fairly.”  Blonder-Tongue Labs., Inc. 
v. University of Ill. Found., 402 U.S. 313, 327 (1971).  
The modern approach to claim preclusion is articulated 
in the Restatement (Second) of Judgments, which “has 
been adopted by so many [federal] decisions, represent-
ing virtually all federal courts, as to be the predominant 
federal rule.”  18 Wright et al., Federal Practice & Pro-
cedure § 4407 (2d ed. 2002) (citing cases). 

Under the Restatement, “the claim extinguished 
includes all rights of the plaintiff to remedies against 
the defendant with respect to all or any part of the 
transaction, or series of connected transactions, out of 
which the action arose.”  Restatement (Second) of 
Judgments § 24 (1982).  This approach “identif[ies] a 
claim for preclusion purposes based on facts rather 
than relief.”  United States v. Tohono O’Odham Nation, 
131 S. Ct. 1723, 1730 (2011); see also Restatement § 24 
cmt. a (precluded claim is defined “in factual terms”).  
Because the precluded claim is “coterminous with the 
transaction,” claim preclusion applies “regardless of the 
number of substantive theories, or variant forms of re-
lief flowing from those theories,” or “the variations in 
the evidence needed to support the theories.”  Re-
statement § 24 cmt. a; see also Tohono O’odham Na-
tion, 131 S. Ct. at 1730 (citing Restatement). 

2. In this case, the Federal Circuit held that the 
Second Circuit judgment did not preclude Cubatabaco’s 
claim because of the per se rule first announced in Jet, 
Inc. v. Sewage Aeration System, 223 F.3d 1360, 1364 
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(Fed. Cir. 2000).  That rule provides that “[a] prior 
trademark infringement action will not, by action of 
claim preclusion, bar the subsequent prosecution of a 
petition for cancellation of the defendant’s registered 
trademark.”  Id. at 1366.  The Federal Circuit accord-
ingly held that, because the dispute between Cubataba-
co and General Cigar was presented through an in-
fringement action in the Second Circuit and a cancella-
tion petition in the TTAB, the latter action was not 
precluded.  App. 15a-16a. 

The Federal Circuit’s rationale for this rule is that 
the elements of a trademark cancellation cause of action 
differ from those of a trademark infringement cause of 
action.  For example, “infringement requires the plain-
tiff to have a valid registered mark, cancellation does 
not,” and “cancellation requires the respondent (i.e., the 
party in the position of defendant) to hold a federally 
registered mark, infringement does not.”  Jet, 223 F.3d 
at 1364 (emphasis omitted).  According to the Federal 
Circuit, those differences “conclusively demonstrate[] 
that claim preclusion cannot serve to bar a petition for 
cancellation based upon an earlier infringement pro-
ceeding.”  Id. (emphasis added).  This case marks a fur-
ther extension of the rule, because cancellation, as well 
as infringement, was litigated in the prior proceeding, 
and the Second Circuit expressly held that Cubatabaco 
was not entitled to cancellation. 

3. By categorically denying claim preclusion 
based solely on differences between the elements of the 
infringement and cancellation causes of action, the 
Federal Circuit’s rule contradicts the Restatement ap-
proach adopted by this Court and the other Federal 
Circuits.  Under the Restatement, a final judgment bars 
all claims arising from the same “transaction or series 
of transactions,” without regard to the plaintiff’s chosen 
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legal theory.  Thus, this Court has explained that claim 
preclusion “bar[s] claims arising from the same transac-
tion even if brought under different statutes.”  Kremer 
v. Chemical Constr. Corp., 456 U.S. 461, 481 n.22 
(1982).  Preclusion can apply even if “the legal elements 
of each claim [are] different,” Highway J Citizens Grp. 
v. Department of Transp., 456 F.3d 734, 743 (7th Cir. 
2006), and even if the plaintiff offers “different legal 
theories to support the same claim,” Natural Res. Def. 
Council v. EPA, 513 F.3d 257, 261 (D.C. Cir. 2008); see 
also 18 Federal Practice and Procedure § 4407 n.50 (cit-
ing cases).9 

Under the Restatement approach, “[w]hat factual 
grouping constitutes a ‘transaction’, and what group-
ings constitute a ‘series’, are to be determined pragmat-
ically, giving weight to such considerations as whether 
the facts are related in time, space, origin, or motiva-
tion, whether they form a convenient trial unit, and 
whether their treatment as a unit conforms to the par-
ties’ expectations or business understanding or usage.”  
Restatement § 24.  The Federal Circuit’s approach re-
places this factual inquiry with a categorical rule that, 
because the abstract elements of two causes of action 
are different, claim preclusion cannot apply. 

                                                 
9 The Restatement notes, for example, that where B fails to 

return borrowed goods to A, A might sue B under “alternative 
theories of negligent loss of the goods, breach of a contractual duty 
to return the goods, or wrongful conversion of the goods.”  Re-
statement § 24 cmt. c, illus. 3.  Those multiple causes of action 
nonetheless relate to a single transaction or claim.  Id.  Thus, re-
gardless of which theory A chooses in the first litigation, a final 
judgment precludes a second suit against B, “even on a view of the 
facts or a theory not presented, or a form or measure of relief not 
sought, in the first action.”  Id. 
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At least two Federal Circuit judges have noted the 
error of that court’s approach.  In Jet, then-Chief Judge 
Mayer’s dissent explained that, contrary to the majori-
ty’s per se rule, claim preclusion ought to apply in that 
case “[b]ecause Jet’s cancellation claim was based on 
the same transactional facts as its infringement claim 
and was brought under a similar theory of confusion 
against the same defendant.”  223 F.3d 1367.  Similarly, 
in Nasalok Coating Corp. v. Nylok Corp., 522 F.3d 
1320, 1330-1331 (Fed. Cir. 2008), Judge Newman’s con-
currence rejected the majority’s reliance on reasoning 
akin to Jet’s.  Judge Newman noted that “the cancella-
tion proceeding raises the same grounds of invalidity 
that were before the district court” in the infringement 
proceedings; claim preclusion therefore applied because 
“the parties are the same, the issues are the same, the 
transactional facts are the same, there was a final 
judgment of validity, and there was opportunity for ap-
peal.”  Id. 

B. This Case Is A Good Vehicle For Reviewing 
The Federal Circuit’s Rule 

This case squarely presents the conflict between 
the Federal Circuit’s categorical rule and the transac-
tion-based Restatement approach followed by this 
Court and the other courts of appeals.  Cubatabaco’s 
claims in its TTAB petition plainly arise out of the same 
series of transactions as those in the Second Circuit lit-
igation.  In both actions, Cubatabaco’s core contentions 
were that (1) General Cigar abandoned its 1981 regis-
tration through nonuse between 1987 and 1992; (2) Cu-
batabaco acquired rights to the COHIBA mark in the 
U.S. during that period through the “famous marks” 
doctrine, prior to General Cigar resuming use in 1992 
and obtaining its second 1995 registration; and (3) Gen-
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eral Cigar’s registrations were obtained by fraud or 
otherwise defective.  Those contentions all relate to the 
same series of transactions:  General Cigar’s alleged 
nonuse of the COHIBA mark between 1987 and 1992, 
the fame allegedly attaching to Cubatabaco’s Cohiba 
cigar prior to 1992, and General Cigar’s first and second 
applications for registration.  As a result, the relevant 
facts in both cases “are related in time, space, origin, or 
motivation” and “form a convenient trial unit,” and 
treating them “as a unit conforms to the parties’ expec-
tations or business understanding or usage.”  Restate-
ment § 24. 

The other courts of appeals would therefore con-
clude that the judgment in the Second Circuit litigation 
precludes the TTAB cancellation proceeding.  Yet the 
Federal Circuit, applying its categorical claim-
preclusion rule, reached the opposite conclusion and 
held that claim preclusion cannot apply.  This case 
therefore presents an ideal opportunity to resolve the 
conflict between the Federal Circuit’s rule and the 
claim preclusion standards adopted by this Court and 
the other courts of appeals. 

C. The Federal Circuit’s Rule Undermines The 
Purposes Of Claim Preclusion And Finality In 
The Adjudication Of Trademark Rights 

1. Claim preclusion is intended to “‘relieve[] par-
ties of the cost and vexation of multiple lawsuits, con-
serve[] judicial resources, and, by preventing incon-
sistent decisions, encourage[] reliance on adjudication.’”  
Kremer, 456 U.S. at 467 n.6.  Rather than promote these 
objectives, the Federal Circuit’s rule subverts them. 

First, the rule encourages piecemeal litigation.  A 
plaintiff can, as Cubatabaco did, pursue infringement 
and even cancellation claims in federal court, and, if it 
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loses, still have a second shot at winning on cancellation 
in the TTAB.  Allowing litigants to “carv[e] up a single 
transaction into overlapping pieces seeking different 
relief” imposes unnecessary costs on both litigants and 
the courts.  Tohono O’Odham Nation, 131 S. Ct. at 1730. 

Second, the Federal Circuit’s rule undermines the 
finality of judgments.  By allowing litigation in different 
fora of claims arising from the same transaction, the 
rule makes inconsistent judgments possible.  The rule 
creates uncertainty about the ownership of trademark 
rights even after a final judgment that the infringe-
ment defendant owns a valid trademark and trademark 
registration, devaluing those rights and making it less 
likely that companies will invest in promoting trade-
marked goods and services. 

Third, the Federal Circuit’s rule undermines Con-
gress’s intent, in authorizing district courts to grant 
cancellation relief in infringement actions involving 
registered marks, that “all questions in respect to a 
registered trade-mark may be determined in one pro-
ceeding, thus preventing vexatious and harassing liti-
gation as well as saving time, expense and inconven-
ience to the parties and to the courts and Patent Office 
tribunals.”  Simmonds Aerocessories, 257 F.2d at 491.  
Instead, the rule allows an administrative agency—the 
TTAB—to revisit and overrule an Article III court’s 
judgment adjudicating rights to a trademark.  In doing 
so, the Federal Circuit threatens the “the well-
established rule that the judgments of Article III 
courts cannot be revised by the Executive or Legisla-
tive Branches.”  Alaska Dep’t of Envtl. Conservation v. 
EPA, 540 U.S. 461, 512 (2004). 

2. This case amply illustrates the problems that 
the Federal Circuit’s approach creates.  Cubatabaco’s 
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federal complaint and TTAB petition present the same 
issue—whether General Cigar or Cubatabaco has the 
right to use the COHIBA mark to sell cigars in the 
United States—and make essentially the same allega-
tions.  The Second Circuit concluded after a full trial 
that “General Cigar’s legal right to the COHIBA mark 
has been established as against Cubatabaco” and that 
“General Cigar … owns the mark in the United States.”  
Culbro II, 399 F.3d at 479.  The Federal Circuit would 
nonetheless permit Cubatabaco, 14 years after it sued 
in federal court, to again attack General Cigar’s owner-
ship rights before the TTAB.  This raises a real possi-
bility of inconsistent judgments as to which party owns 
the mark and has the right to register it.10 

3. Review is warranted because this issue is likely 
to recur.  The Federal Circuit’s rule is potentially im-
                                                 

10 The Federal Circuit protects infringement plaintiffs, but 
not infringement defendants, from the effects of its preclusion rule.  
Nasalok Coating Corp. v. Nylok Corp. considered whether a 
judgment on a prior infringement claim precludes a subsequent 
cancellation claim by the defendant in the infringement action, ra-
ther than the plaintiff (as in Jet).  522 F.3d at 1322-1323.  The Fed-
eral Circuit adhered to Jet’s reasoning that claim preclusion could 
not apply because “the infringement claim and the cancellation 
proceeding were not based on the ‘same set of factual allegations.’”  
Id. at 1324.  The court nonetheless held that preclusion applied 
under a distinct “defendant preclusion” doctrine.  The court ex-
plained that precluding the later cancellation action was necessary 
because “allowing [the infringement defendant] to proceed on its 
cancellation petition would undoubtedly impair [the infringement 
plaintiff’s] rights as established in the infringement action, in par-
ticular its rights under the injunction, and would constitute a col-
lateral attack on the district court’s judgment.”  Id. at 1329.  Be-
cause Nasalok’s “defendant preclusion” principle precludes only 
later claims by the infringement defendant, Cubatabaco—the in-
fringement plaintiff—was free to pursue its claims against Gen-
eral Cigar, notwithstanding the prior judgment rejecting its 
claims. 
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plicated whenever a defendant holds a registration for 
a disputed mark and prevails in infringement litigation 
brought in a district court.  In such cases, the Federal 
Circuit’s rule gives the unsuccessful infringement 
plaintiff a chance to relitigate the dispute through a 
cancellation proceeding before the TTAB.  Indeed, the 
Federal Circuit has already extended its rule to cases 
presenting other fact patterns and implicating other 
areas of law.  In Levi Strauss & Co. v. Abercrombie & 
Fitch Trading Co., 719 F.3d 1367, 1374 (Fed. Cir. 2013), 
for example, the Federal Circuit applied similar reason-
ing to hold that an adverse final judgment in a trade-
mark dilution case does not bar the dilution plaintiff 
from then challenging the registration of the defend-
ant’s mark before the TTAB.  Absent review by this 
Court, the Federal Circuit’s rule will continue to en-
courage duplicative lawsuits and threaten the finality of 
judgments in trademark litigation. 

CONCLUSION 

The petition for a writ of certiorari should be 
granted. 
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APPENDIX A 

UNITED STATES COURT OF APPEALS 
FOR THE FEDERAL CIRCUIT 

 

EMPRESA CUBANA DEL TABACO, 
(doing business as Cubatabaco), 

Appellant, 
v. 

GENERAL CIGAR CO., INC., 
Appellee. 

 
Appeal from the United States Patent and 

Trademark Office, Trademark Trial and Appeal Board, 
in Cancellation No. 92025859. 

 
2013-1465 

Decided:  June 4, 2014 
 

* * * 

Before RADER,* TARANTO and HUGHES, Circuit 
Judges. 

RADER, Circuit Judge. 

Empresa Cubana Del Tabaco (d/b/a Cubatabaco) 
challenges the Trademark Trial and Appeal Board’s 
grant of summary judgment to General Cigar Co., Inc. 
on the basis that Cubatabaco—a Cuban company—
lacks standing to seek cancellation of General Cigar’s 
two registrations for the trademark COHIBA (the 
Registrations).  Because this court finds that Cubata-
                                                 

* Randall R. Rader vacated the position of Chief Judge on 
May 30, 2014. 
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baco has a statutory cause of action to petition the 
Board to cancel the Registrations, and that issue and 
claim preclusion do not bar Cubatabaco’s Amended Pe-
tition to cancel the Registrations, this court vacates the 
Board’s decision and remands for proceedings con-
sistent with this opinion. 

I. 

Both Cubatabaco and General Cigar manufacture 
and distribute cigars using the COHIBA mark.  Em-
presa Cubana del Tabaco v. Culbro Corp., 399 F.3d 462, 
464 (2d Cir. 2005).  General Cigar, a Delaware corpora-
tion, owns two trademark registrations for the COHI-
BA mark for use in connection with cigars.  J.A. 439, 
482.  The first, No. 1,147,309, issued on February 17, 
1981 (First Registration) and the second, No. 1,898,273, 
issued on June 6, 1995 for the mark in block letter for-
mat (Second Registration).  Id. 

Cubatabaco is a Cuban entity that owns the 
COHIBA mark in Cuba and supplies cigars bearing 
that mark throughout the world.  Empresa, 399 F.3d at 
464.  The Cuban Assets Control Regulations, 31 C.F.R. 
Part 15 (CACR), prohibit Cubatabaco from selling ci-
gars in the United States.  The CACR generally pro-
hibits a wide range of transactions with Cuban entities, 
including the importation of products of Cuban origin.  
See, e.g., 31 C.F.R. §§ 515.201, 515.204.  Of note, 
§ 515.201(b) generally prohibits a “transfer of property 
rights … to a Cuban entity by a person subject to the 
jurisdiction of the United States.” 

The CACR is subject to exceptions.  A general or 
specific license allows Cuban entities to engage in cer-
tain otherwise prohibited transactions.  See, e.g., 31 
C.F.R. §§ 515.527(a)(1), 515.318.  The CACR itself sets 
forth general licenses.  For instance, § 515.527(a)(1) ex-
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pressly authorizes Cuban entities to engage in transac-
tions “related to the registration and renewal” of 
trademarks before the U.S. Patent and Trademark Of-
fice.  Specific licenses, on the other hand, must be re-
quested from the Department of Treasury’s Office of 
Foreign Assets Control (OFAC).  31 C.F.R. § 515.318. 

Here, Cubatabaco used a general license to attempt 
to register the COHIBA mark in the United States.  
Specifically, in January of 1997, Cubatabaco filed an ap-
plication to register COHIBA for cigars and related 
goods.  J.A. 711.  Operating under the general license 
contained in 31 C.F.R. § 515.527(a)(1), Cubatabaco 
based its application on its registration of the same 
mark in Cuba, relying on Section 44(e) of the Lanham 
Act, 15 U.S.C. § 1126(e).  Section 44(e) allows an appli-
cant to rely on a foreign registration to register the 
same mark in the United States if the applicant has a 
bona fide intent to use the mark in commerce, and thus 
does not require actual use at the time of filing.  J.A. 
291.  Cubatabaco also filed a petition to cancel the Reg-
istrations, which the U.S. Patent and Trademark Office 
cited as grounds for refusing registration to Cubataba-
co because its mark created a likelihood of confusion.  
J.A. 307-08, 707. 

Cubatabaco subsequently requested a special li-
cense from OFAC to commence litigation against Gen-
eral Cigar for its use of the COHIBA mark.  In October 
of 1997, OFAC agreed and granted Cubatabaco a spe-
cial license to “initiate legal proceedings in the U.S. 
courts and to otherwise pursue their judicial remedies 
with respect to claims to the COHIBA trademark.”  
Empresa, 399 F.3d at 473-74.  Shortly thereafter, on 
November 12, 1997, Cubatabaco sued General Cigar in 
the U.S. District Court for the Southern District of 
New York alleging trademark infringement and seek-
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ing, inter alia, to enjoin General Cigar’s use of the 
COHIBA mark in the United States and to cancel Gen-
eral Cigar’s competing Registrations.  J.A. 486-502.  A 
few weeks later, Cubatabaco requested that the Board 
suspend the cancellation proceedings pending the out-
come of the district court action.  The Board agreed and 
stayed the proceedings.  J.A. 19, 733-34. 

In June 2002, the district court granted partial 
summary judgment. Empresa Cubana Del Tabaco v. 
Culbro Corp., 213 F. Supp. 2d 247, 286-87 (S.D.N.Y. 
2002).  The court cancelled the First Registration, find-
ing that General Cigar had abandoned it during five 
years of non-use from 1987 to late 1992.  Id. at 267-71. 

In March of 2004, after a bench trial, the district 
court permanently enjoined General Cigar’s use of the 
COHIBA mark and cancelled the Registrations, finding 
that Cubatabaco had acquired ownership of the mark 
under the famous marks doctrine during the period be-
tween General Cigar’s abandonment of the First Regis-
tration and the filing date of the Second Registration.  
Empresa Cubana del Tabaco v. Culbro Corp., No. 97-
8399, 2004 WL 925647, at *2-3 (S.D.N.Y. Apr. 30, 2004).  
General Cigar appealed. 

On appeal, the Second Circuit reversed the district 
court’s finding of infringement and vacated cancellation 
of the Registrations and any injunctive relief granted 
by the district court.  Empresa, 399 F.3d at 486.  Specif-
ically, the Second Circuit held that the district court 
could not grant Cubatabaco the injunctive relief it 
sought because the remedy would involve a prohibited 
transfer of property under § 515.201 of the CACR, giv-
en that Cubatabaco would acquire ownership of the un-
derlying mark.  Id. at 474-76.  The Second Circuit noted 
that “General Cigar has the full panel of property 
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rights in the COHIBA mark.”  Id. at 476.  The Second 
Circuit specifically did not address the district court’s 
conclusion that General Cigar had abandoned the First 
Registration, dismissing the issue as moot.  Id. at 472. 

After the Second Circuit issued its mandate dis-
missing all of Cubatabaco’s remaining claims, General 
Cigar moved the district court for orders dismissing 
Cubatabaco’s cancellation petition before the Board as 
well as an order mandating denial of Cubatabaco’s ap-
plication for registration.  Empresa Cubana Del Taba-
co v. Culbro Corp., 478 F. Supp. 2d 513, 517 (S.D.N.Y. 
2007).  The district court denied the motion as untimely.  
Id. at 517-18.  In dicta, however, the district court stat-
ed that the Board should decide on its own the preclu-
sive effect of the Second Circuit’s decision, if any, leav-
ing open the question of whether cancellation by the 
Board—rather than injunctive relief granted by federal 
courts—would constitute a prohibited transfer under 
the CACR.  Id. at 521. 

General Cigar appealed, and the Second Circuit af-
firmed denial of the motion.  Empresa Cubana del 
Tabaco v. Culbro Corp., 541 F.3d 476, 479 (2d Cir. 
2008).  The Second Circuit stated that it was not an 
abuse of discretion for the district court “to let the 
agency decide … what preclusive effect should be given 
to our decision.”  Id.  The Second Circuit similarly did 
not address the open question of whether cancellation 
of the Registrations by the Board would constitute a 
prohibited transfer under the CACR. Id. at 477-79. 

When proceedings before the Board resumed on 
June 23, 2011, Cubatabaco filed its Amended Petition.  
J.A. 19, 22-53.  General Cigar answered and moved for 
summary judgment on grounds that Cubatabaco lacked 
standing and, moreover, that principles of issue and 



6a 

 

claim preclusion barred the Amended Petition.  J.A. 19, 
238-57.  The Board agreed, granting General Cigar’s 
motion and dismissing the Amended Petition with 
prejudice.  J.A. 16.  The Board expressly noted that it 
“need not reach the merits of the preclusion analysis” 
because “Cubatabaco lacked standing to pursue the 
matter.”  J.A. 14-16.  Although the Board acknowl-
edged that a petitioner generally has standing when a 
pending trademark registration application has been 
refused based on one or more blocking registrations, 
the Board still found that Cubatabaco lacked standing 
in light of the “binding, federal court judgment” from 
the Second Circuit.  J.A. 14. 

In its decision, the Board cited Stephen Slesinger, 
Inc. v. Disney Enters., Inc., 2011 WL 2489755 (TTAB 
June 8, 2011), and Gal v. Israel Military Indus. of the 
Ministry of Def. of the State of Israel, 1986 TTAB 
LEXIS 83 (TTAB June 10, 1986), for the proposition 
that “where a previous final judgment determines that 
a party does not own a property interest in a mark, the 
party lacks standing to challenge another’s registration 
of the same mark.”  J.A. 15.  Notably, the determina-
tions of no standing in Slesinger and Gal depended on 
an application of issue preclusion, whereas the Board 
here explicitly did not address preclusion.  J.A. 16; 
Slesinger, 2011 WL 2489755, at *8 (“Disney is entitled 
to summary judgment based on collateral estoppel.”); 
Gal, 1986 TTAB LEXIS, at *19-20 (“In determining … 
that collateral estoppel bars Gal from asserting propri-
etary rights in the term ‘UZI’ in this action, we must 
conclude that Gal does not have standing … .”). 

II. 

This court reviews the Board’s grant of summary 
judgment de novo.  See Coach Servs., Inc. v. Triumph 
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Learning LLC, 668 F.3d 1356, 1376 (Fed. Cir. 2012); 
Mayer/Berkshire Corp. v. Berkshire Fashions, Inc., 424 
F.3d 1229, 1234 (Fed. Cir. 2005).  The Supreme Court 
recently clarified that issues sometimes discussed in 
terms of “standing” are more appropriately viewed as 
interpretations of a statutory cause of action.  Lexmark 
Int’l, Inc. v. Static Control Components, Inc., 134 S. Ct. 
1377, 1386-88 (2014).  Therefore, this opinion focuses on 
Cubatabaco’s entitlement to the cause of action defined 
by 15 U.S.C. § 1064.  Where entitlement turns on statu-
tory interpretation, this court reviews the question de 
novo.  Id. at 6 (applying “traditional principles of statu-
tory interpretation” to determine whether party has a 
cause of action under the statute). 

General Cigar does not separately deny that Cu-
batabaco’s appeal to this court presents a case or con-
troversy under Article III.  See id. at 1386.  We have no 
reason to doubt that General Cigar’s Registrations ad-
versely affect Cubatabaco’s interest in its current for-
eign sales and potential future domestic sales should 
the existing prohibitions be lifted. 

III. 

Because the USPTO refused Cubatabaco registra-
tion based on a likelihood of confusion with General Ci-
gar’s Registrations, Cubatabaco has a real interest in 
cancelling the Registrations and a reasonable belief 
that the Registrations blocking its application are caus-
ing it damage.  Cubatabaco therefore has a cause of ac-
tion under the Lanham Act to seek cancellation of the 
Registrations.  

The Lanham Act provides a cause of action to “any 
person who believes that he is or will be damaged … by 
the registration of a mark” to petition the USPTO to 
cancel the mark.  15 U.S.C. § 1064.  Contrary to the 
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Board’s finding, Cubatabaco satisfies this.  Though it 
declined to address the preclusive effect of the Second 
Circuit’s decision, the Board nevertheless relied exclu-
sively on the Second Circuit’s decision to find that Cu-
batabaco lacks standing.  J.A. 14-15.  Indeed, the Board 
appears to have read that decision as barring Cubata-
baco from ever acquiring any property interest in the 
mark under the CACR.  This conclusion in turn would 
require that Cubatabaco be seen as having no legiti-
mate commercial interest sufficient to confer standing.  
Id.  But the Second Circuit specifically did not address 
whether Cubatabaco could seek cancellation of the Reg-
istrations with the Board.  Rather, the Second Circuit 
decided only that the CACR limited the federal courts’ 
authority to grant Cubatabaco injunctive relief because 
to do so would entail a prohibited transfer under the 
CACR.  Empresa, 399 F.3d at 476. 

The Second Circuit’s finding in this regard is irrel-
evant to the proceeding before the Board.  Before the 
Board, Cubatabaco enjoys affirmative authorization to 
seek cancellation emanating from the general license 
provided by the CACR.  In a letter to Cubatabaco’s 
counsel in 1996, OFAC explained that § 515.527(a)(1) 
authorizes Cuban entities to engage in transactions “re-
lated to the registration and renewal” of trademarks in 
the USPTO and “may be relied on … to petition to can-
cel a prior registration of a trademark where these ac-
tions relate to the protection of a trademark in which 
Cuba or a Cuban national general license has an inter-
est.”  J.A. 483. 

Furthermore, Cubatabaco has a legitimate com-
mercial interest in the COHIBA mark.  Indeed, that 
interest appears evident in the USPTO’s refusal of the 
pending application based on a likelihood of confusion 
with the Registrations.  A petitioner is authorized by 
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statute to seek cancellation of a mark where it has 
“both a ‘real interest’ in the proceedings as well as a 
‘reasonable’ basis for its belief of damage.”  
ShutEmDown Sports, Inc. v. Lacy, 102 U.S.P.Q.2d 
1036, 1041 (TTAB 2012) (citing Ritchie v. Simpson, 170 
F.3d 1092 (Fed. Cir. 1999)).  And a pending application 
that has been refused registration based on a likelihood 
of confusion with a registered mark is sufficient to show 
that the petitioner seeking to cancel the registered 
mark is the type of party Congress authorized under 15 
U.S.C. § 1064.  Id. (citing Lipton Indus., Inc. v. Ralston 
Purina Co., 670 F.2d 1024, 1029 (CCPA 1982)).  As ex-
plained in Lipton, the desire for a registration with its 
“attendant statutory advantages” is a “legitimate 
commercial interest,” so to satisfy the requirements for 
bringing a cancellation proceeding, it is enough to show 
that a petitioner “filed an application and that a rejec-
tion was made because of” some existing registered 
mark.  670 F.2d at 1029. 

General Cigar misinterprets the Second Circuit’s 
decision to mean that the “CACR prevent[s] Cubataba-
co from acquiring any property interest in the U.S. 
COHIBA mark at any time.”  Appellee Br. 19.  Neither 
the Second Circuit decision nor the CACR prohibits 
Cubatabaco from registering the mark.  And the CACR 
authorizes Cubatabaco to seek cancellation of registra-
tions that block its application.  Here, Cubatabaco ba-
ses its application on Section 44(e) of the Lanham Act, 
15 U.S.C. § 1126(e), which allows a foreign registrant to 
rely on a foreign registration in seeking a U.S. registra-
tion for the same mark.  Section 44(e) only requires that 
Cubatabaco have a bona fide intent to use the mark in 
commerce rather than requiring actual use before reg-
istration.  Cubatabaco therefore has a legitimate inter-
est in the cancellation of the Registrations that are 
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causing Cubatabaco damage by blocking its application.  
Indeed, if Cubatabaco proves successful in the cancella-
tion proceedings, Cubatabaco could obtain registration 
of the COHIBA mark. 

Also, the Second Circuit’s decision is not a per se 
bar to Cubatabaco’s claims before the Board.  The Sec-
ond Circuit’s decision held only that the district court 
could not enjoin General Cigar from use of the COHI-
BA mark under its interpretation of the CACR’s prohi-
bition against transfers of property.  It specifically does 
not address Cubatabaco’s ability to seek cancellation of 
the Registrations before the Board, which the CACR 
authorizes by general license. 

Thus, because Cubatabaco has sought a registra-
tion for the COHIBA mark in the United States, and 
the Registrations currently block its application, Cu-
batabaco has a statutory cause of action under the Lan-
ham Act to seek cancellation of the Registrations be-
fore the Board. 

IV. 

Although the Board declined to address preclusion 
in its judgment, this court finds that neither issue nor 
claim preclusion bars the Amended Petition.  This court 
has recognized its authority to resolve questions of law 
not addressed below as long as such a ruling would not 
be clearly unfair to the appellee.  See Dey, L.P. v. 
Sunovion Pharm., Inc., 715 F.3d 1351, 1360 n.5 (Fed. 
Cir. 2013) (citing numerous authorities) (addressing an 
appeal from a summary judgment); see also Delta-X 
Corp. v. Baker Hughes Prod. Tools, 984 F.2d 410, 413 
n.2 (Fed. Cir. 1993) (applying Fifth Circuit law).  Here, 
it would not be clearly unfair to General Cigar to decide 
the questions of law concerning issue and claim preclu-
sion in the first instance because the parties have fully 
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briefed this issue, and because the Board and the fed-
eral court proceedings assembled an extensive record 
on the matter. 

Issue preclusion requires four preconditions to 
erect a bar to relitigation: (1) identity of the issues in a 
prior proceeding; (2) actual litigation of those issues; (3) 
necessity of the prior determination to the resulting 
judgment; and (4) full and fair opportunities to litigate 
issues for the party defending against preclusion.  Levi 
Strauss & Co. v. Abercrombie & Fitch Trading Co., 719 
F.3d 1367, 1371 (Fed. Cir. 2013) (citing Jet, Inc. v. Sew-
age Aeration Sys., 223 F.3d 1360, 1366 (Fed. Cir. 2000)).  
Issue preclusion does not bar any of the grounds for 
which Cubatabaco seeks cancellation of the Registra-
tions. 

The Second Circuit either never addressed—or ex-
plicitly declined to reach the merits on—the issues that 
Cubatabaco raises in Grounds 1-3 (as to the First Reg-
istration) and 6, 9, and 10 (as to the Second Registra-
tion) of the Amended Petition. 

Cubatabaco alleges in Ground 1 that General Cigar 
abandoned the First Registration.  J.A. 49.  But the 
Second Circuit explicitly stated it did “not decide 
whether the District Court properly found that General 
Cigar had abandoned [the First Registration] between 
1987 and 1992,” finding the issue moot because it had 
already decided to vacate the district court’s order can-
celling the Registrations and enjoining General Cigar 
from use of the COHIBA mark.  Empresa, 399 F.3d at 
462.  Thus, the determination of the issue presented in 
Ground 1 was not necessary to the resulting judgment. 

In Grounds 2 and 3, Cubatabaco asserts that Gen-
eral Cigar committed fraud on the USPTO in obtaining 
the Registrations.  J.A. 49.  But again, the Second Cir-
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cuit did not address whether General Cigar committed 
fraud on the USPTO in obtaining the First Registra-
tion, a question that the district court explicitly did not 
reach when it found General Cigar had abandoned the 
First Registration. Empresa, 213 F. Supp. 2d at 272.  
And thus again, the issue was not necessary to the Sec-
ond Circuit’s judgment. 

In Ground 6, Cubatabaco alleges that the Board 
should cancel the Second Registration pursuant to 15 
U.S.C. § 1052 because Cubatabaco used the mark in the 
United States through a campaign of national advertis-
ing and promotion before General Cigar commenced 
use of or applied to register the mark in late 1992.  Ap-
pellant Br. 45.  The Second Circuit did not address this 
issue in its decision, nor was it necessary to the judg-
ment.  

Cubatabaco asserts in Ground 9 that under Article 
6bis of the Paris Convention for Protection of Industri-
al Property, owners of foreign marks that are well 
known in the United States may cancel a registration of 
a confusingly similar mark without requiring ownership 
of the mark in the United States.  Appellant Br. 52.   
While the Second Circuit acknowledged this argument, 
it ultimately did not reach the merits in light of its deci-
sion that the CACR barred Cubatabaco from acquiring 
property rights in the mark.  Empresa, 399 F.3d at 479-
80.  Thus, issue preclusion does not apply. 

Cubatabaco bases Grounds 10 and 11 on the famous 
marks doctrine.  J.A. 51-52.  Yet the Second Circuit de-
clined to address the vitality of the famous marks doc-
trine and its application to the dispute, because it had 
already decided that the CACR barred Cubatabaco 
from obtaining ownership of the COHIBA mark.  Em-
presa, 399 F.3d at 471.  Issue preclusion poses no bar to 
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Ground 10.  This court need not consider Ground 11 be-
cause Cubatabaco submits that it will not pursue this 
claim.  Appellant Reply Br. 21. 

In sum, issue preclusion does not bar Grounds 1-3, 
6, 9, and 10 of the Amended Petition because, at a min-
imum, the issues that Cubatabaco raises therein were 
not addressed by, or necessary to, the Second Circuit’s 
final judgment. 

Pertinent to Grounds 4 and 8, the Second Circuit 
affirmed the district court’s finding that General Ci-
gar’s actions did not meet the bad faith requirement 
under Cubatabaco’s New York common law unfair 
competition claim.  Empresa, 399 F.3d at 485.  In 
Ground 4, Cubatabaco asserts that General Cigar ap-
plied for and obtained the First Registration in bad 
faith and for impermissible reasons, specifically for the 
purpose of blocking “Cubatabaco from entering the 
U.S. market with COHIBA branded Cuban cigars … 
and to coerce Cubatabaco into granting distribution 
rights for the Cuban COHIBA.”  J.A. 31, 49-50.  Cubat-
abaco alleges in Ground 8 that “General Cigar applied 
for and obtained the Registration for the purpose of 
capitalizing on and exploiting the renown and reputa-
tion of the Cuban COHIBA in the United States.”  J.A. 
51. 

This court sees no basis for precluding Grounds 4 
and 8.  The issue of bad faith in the New York common 
law unfair competition context is not identical to the 
allegations of inequitable conduct made in Cubatabaco’s 
grounds for cancellation of the Registrations under 15 
U.S.C. § 1064.  Furthermore, as the district court rec-
ognized in its dismissal of the state law claim, “[u]nder 
New York law, common law unfair competition claims 
closely resemble Lanham Act claims except insofar as 
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the state law claim may require an additional element 
of bad faith or intent.”  Empresa Cubana del Tabaco v. 
Culbro Corp., No. 97-cv-8399(RWS), 2004 WL 602295, 
at *55 (S.D.N.Y. Mar. 26, 2004) (emphasis added). 

Therefore, because the bad faith determination af-
firmed by the Second Circuit is not identical to the is-
sues raised in Cubatabaco’s cancellation claims in 
Grounds 4 and 8, issue preclusion does not bar Grounds 
4 and 8 of the Amended Petition. 

Issue preclusion also does not apply to Grounds 5 
and 7.  Grounds 5 and 7 are based on Articles 7 and 8 of 
the General Inter American Convention for Trade 
Mark and Commercial Protection (IAC), which allow 
for a party from a contracting state like the United 
States and Cuba to interfere, oppose, or otherwise can-
cel the trademark registration of a party from another 
contracting state.  General Cigar asserts the issues un-
derlying these claims are firmly decided against Cubat-
abaco because the Second Circuit upheld the district 
court’s dismissal of Cubatabaco’s claims under Articles 
7 and 8 of the IAC.  Empresa, 399 F.3d at 482-83.  In 
the district court litigation, Cubatabaco claimed relief 
under Articles 7 and 8 pursuant to Sections 44(b) and 
44(h) of the Lanham Act.  Id.  Relying on Havana Club 
Holding S.A. v. Galleon S.A., 203 F.3d 116, 124 (2d Cir. 
2000), the Second Circuit rejected that argument, hold-
ing that Cubatabaco’s IAC claims were not “related to 
the repression of unfair competition” and therefore did 
not fall “within the ambit of Section 44(h).”  Empresa, 
399 F.3d at 482-83. 

Here, however, Cubatabaco asserts that, unlike the 
federal courts, the Board can cancel registrations di-
rectly under Article 8 of the IAC, pursuant to the 
Board’s jurisdiction under 15 U.S.C. § 1067(a).  See, e.g., 
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British-Am. Tobacco Co. v. Phillip Morris, Inc., 2001 
WL 256142, at *2 (TTAB Feb. 27, 2001); see also Diaz v. 
Servicios de Franquicia Pardo’s S.A.C., 2007 WL 
549241, at *2-3 (TTAB Feb. 16, 2007). Unlike in the dis-
trict court, the Board need not consider the interplay 
with Section 44(h).  And in any event, the Second Cir-
cuit certainly did not address whether Cubatabaco 
could request that the Board cancel the registrations 
directly under those same IAC provisions.  According-
ly, issue preclusion does not bar Grounds 5 and 7 for 
cancellation of the Registrations. 

Finally, General Cigar argues that claim preclusion 
should bar Cubatabaco’s Amended Petition.  For claim 
preclusion to bar relitigating a claim in a second suit, 
three preconditions must be met: “(1) an identity of 
parties (or their privies); (2) there has been an earlier 
final judgment on the merits of a claim; and (3) the sec-
ond claim is based on the same set of transactional facts 
as the first.”  Levi Strauss, 719 F.3d at 1372 (quoting 
Jet, 223 F.3d at 1362).  Due to the “array of differences 
in transactional facts” between claims of infringement 
and cancellation, “claim preclusion cannot serve to bar a 
petition for cancellation based upon an earlier in-
fringement proceeding.”  Jet, 223 F.3d at 1364. 

Claim preclusion does not bar Cubatabaco’s 
Amended Petition.  The Second Circuit never issued a 
final judgment on the merits of Cubatabaco’s cancella-
tion claims.  Moreover, the transactional facts involved 
in the Second Circuit decision differ from those in the 
cancellation proceedings before the Board.  For in-
stance, the Second Circuit decided that under the 
CACR that Cubatabaco could not enjoin General Cigar 
from using the COHIBA mark because it would entail a 
prohibited transfer of property to a Cuban entity.  Em-
presa, 399 F.3d at 476.  In the proceedings before the 
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Board, however, Cubatabaco need not own the mark to 
cancel the Registrations under 15 U.S.C. § 1064.  The 
CACR’s effect before the Board is necessarily differ-
ent.  Claim preclusion therefore does not bar the 
Amended Petition. 

V. 

Cubatabaco has a cause of action under the Lanham 
Act to petition the Board to seek cancellation of the 
Registrations blocking its application for trademark 
registration.  Further, principles of issue and claim pre-
clusion do not bar the Amended Petition.  This court 
therefore vacates the Board’s decision and remands for 
further proceedings consistent with this opinion. 

VACATED AND REMANDED 
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APPENDIX B 

[THIS DECISION IS NOT A PRECEDENT OF THE TTAB] 

UNITED STATES PATENT AND TRADEMARK OFFICE 
TRADEMARK TRIAL AND APPEAL BOARD 

P.O. Box. 1451 
Alexandria, VA  22313-1451 

 

EMPRESA CUBANA DEL TABACO, 
d.b.a. Cubatabaco 

v. 

GENERAL CIGAR CO., INC. 

 
GCP 

Mailed:  March 14, 2013 
Cancellation No. 92025859 

 
Before Quinn, Cataldo, and Zervas, Administra-

tive Trademark Judges. 

By the Board: 

This case now comes before the Board for consider-
ation of (1) respondent’s motion for summary judgment 
on the grounds that (i) petitioner lacks standing to pur-
sue this cancellation proceeding, and (ii) petitioner’s as-
serted claims are precluded by the doctrines of res ju-
dicata and collateral estoppel; and (2) petitioner’s mo-
tion to use testimony from a civil action in opposition to 
respondent’s motion for summary judgment.  The mo-
tions are fully briefed. 

By way of background, on January 15, 1997, peti-
tioner filed a petition for cancellation that seeks to can-
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cel two registrations owned by respondent both for the 
mark COHIBA; one in standard characters,1 and the 
other, as displayed below,2 each for “cigars” in Interna-
tional Class 34. 

 
By an order dated June 23, 2011, the Board ad-

dressed various earlier filings by the parties and, inter 
alia, permitted petitioner to file a motion or pleading, 
as it deemed appropriate, relevant to its petition to 
cancel.  The same day, petitioner filed an amended peti-
tion to cancel.  As grounds for cancellation, petitioner 
alleges the following claims in its amended petition to 
cancel:  (1) abandonment, (2) fraud, (3) respondent’s 
registrations were obtained in bad faith, (4) priority 
and likelihood of confusion under Section 2(d) of the 
Lanham Act, (4) relief under Articles 7 and 8 of the 
General Inter-American Convention for Trademark 
and Commercial Protection (“IAC”), (5) respondent im-
properly obtained its registrations for the sole purpose 
of capitalizing on and exploiting the renown and repu-
tation of petitioner’s COHIBA mark, (6) relief pursuant 
to Article 6bis of the Paris Convention,(7) likelihood of 
confusion under the “well-known” marks doctrine, and 
(8) a stand-alone priority of use claim. 

                                                 
1 Reg. No. 1147309, issued on February 17, 1981 on the Prin-

cipal Register, claiming February 13, 1978, as both the date of first 
use anywhere and as the first date of use in commerce. 

2 Reg. No. 1898273, issued on June 6, 1995, claiming Decem-
ber 1992, as both the first date of use anywhere and as the first 
date of use in commerce. 
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Respondent filed its answer to the amended peti-
tion to cancel on July 7, 2011 denying the salient allega-
tions asserted therein.3 

Long before the filing of petitioner’s amended 
pleading, the Board had, on January 28, 1998, suspend-
ed this proceeding pending the final determination of a 
civil action involving the parties herein.  The civil ac-
tion has been finally determined.  A review of the dis-
position of the civil action is in order, in light of the op-
erative pleadings for this case. 

Federal Action 

On November 12, 1997, petitioner commenced the 
federal action by filing a complaint in the United States 
District Court for the Southern District of New York.4  
In its civil complaint, petitioner alleges that respond-
ent’s use of the COHIBA mark constitutes trademark 
infringement under the Trademark Act and interna-
tional conventions, and unfair competition and misap-
propriation under New York law.  Petitioner requested 
that the district court grant, among other relief, an or-
der canceling respondent’s involved registrations.  In 
2002, the district court dismissed petitioner’s claims 
under Articles 7 and 8 of the IAC and Article 6bis of 
the Paris Convention because these international con-
ventions did not confer a right to sue for unfair compe-
tition separate from the Trademark Act.  See Empresa 
Cubana Del Tabaco, d.b.a. Cubatabaco v. Culbro Cor-
poration and General Cigar Co., 213 F. Supp. 247, 281-

                                                 
3 In view thereof, petitioner’s amended petition to cancel and 

respondent’s answer thereto are now the operative pleadings in 
this case. 

4 Case No. 97 CIV. 8399, styled Empresa Cubana Del Tabaco, 
d.b.a. Cubatabaco v. Culbro Corporation and General Cigar Co. 
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84 (SDNY 2002).  The district court also granted, in 
part, petitioner’s motion for partial summary judgment, 
finding that respondent had abandoned its COHIBA 
mark subject to its involved Registration No. 1147309 
through non-use from 1987-1992, and ordered this reg-
istration canceled.  Id. at 267-271. 

Following a bench trial, the district court issued a 
decision on March 26, 2004 dismissing petitioner’s 
claims for New York common-law unfair competition 
and misappropriation, finding that bad faith was an es-
sential element of these claims, and that there was no 
evidence that respondent selected or used the COHI-
BA mark in bad faith.  See Empresa Cubana Del Taba-
co, d.b.a. Cubatabaco v. Culbro Corporation, 70 
USPQ2d 1650 (SDNY 2004).  The district court also 
dismissed petitioner’s claims for violation of the Feder-
al Trademark Dilution Act and the New York anti-
dilution statute, and for trade dress infringement, de-
ceptive trade practices, trade dress dilution and false 
advertising.  70 USPQ2d at 1692-93, 1694-96. 

The district court, however, found in favor of peti-
tioner on its claim for trademark infringement under 
Section 43(a) of the Trademark Act.  70 USPQ2d at 
1692.  It concluded that by 1992, when respondent ap-
plied for its second registration for the COHIBA mark, 
petitioner had acquired priority rights in the mark 
COHIBA in the United States over respondent under 
the well-known or famous marks doctrine.  Id.  It based 
this finding upon its previous holding that respondent 
had lost its priority by abandoning use of the COHIBA 
mark in 1987 and not resuming such use until 1992.  213 
F. Supp.2d at 269.  However, according to the district 
court, by 1992 the COHIBA mark had become famous 
in the United States and associated with petitioner’s 
cigars.  The district court stated that petitioner had 
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rights in the mark that were superior to those of re-
spondent and these rights preclude respondent from 
obtaining its second registration for the COHIBA 
mark.  70 USPQ2d at 1692.  The district court also 
found that there was a likelihood of U.S. consumer con-
fusion between petitioner’s COHIBA mark and re-
spondent’s COHIBA mark.  70 USPQ2d at 1689. 

In view of these findings, the district court ordered 
the cancellation of respondent’s second registration for 
the mark COHIBA, i.e., Registration No. 1898273, en-
joined respondent from further use of the COHIBA 
mark, and ordered respondent to recall all goods sold 
under the COHIBA mark.  Id.  This determination was 
embodied in an Order, Judgment and Permanent In-
junction.  Respondent appealed to the Second Circuit 
from the adverse portions of the district court judg-
ment.  Petitioner cross-appealed from those portions of 
the district court’s pretrial orders and the district court 
judgment that had dismissed some of petitioner’s 
claims. 

On February 24, 2005, the Second Circuit issued an 
opinion reversing the district court’s finding of likeli-
hood of confusion.  See Empresa Cubana Del Tabaco, 
d.b.a. Cubatabaco v. Culbro Corporation, General Ci-
gar Co., Inc. and General Cigar Holdings, Inc., 399 
F.3d 462, 73 USPQ2d 1936 (2d Cir. 2005).  It vacated 
the district court’s cancellation of respondent’s second 
registration, and the injunctive and recall relief ordered 
by the district court.  The Second Circuit’s reversal was 
based on the Cuban Asset Control Regulations 
(“CACR”), 31 C.F.R. § 515.201, et seq., which embody 
the terms of the United States’ economic embargo on 
Cuba.  The CACR prevents Cuban entities such as pe-
titioner from selling cigars in the United States.  73 
USPQ2d at 1938.  The Second Circuit held that (1) “ab-
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sent a general or specific license” from the Department 
of the Treasury’s Office of Foreign Assets Control 
(“OFAC”),” Section 515.201(b) of the CACR “prohibits 
the transfer of property rights, including trademark 
rights, to a Cuban entity by a person subject to the ju-
risdiction of the United States.”  73 USPQ2d at 1944.  It 
also found that forbidden property transfers also in-
clude transfers by operation of law.  73 USPQ2d at 
1945-46. 

The Second Circuit found it unnecessary to decide 
whether the Trademark Act incorporated the “famous 
marks” doctrine, because even if it were incorporated, 
Section 515.201(b)(2) of the CACR “clearly bars [peti-
tioner’s] acquisition of the COHIBA mark through the 
famous marks doctrine.”  73 USPQ2d at 1946.  The Sec-
ond Circuit held that petitioner was not authorized to 
acquire any rights in the COHIBA mark under any 
general license in effect previously or at the time of the 
opinion.  73 USPQ2d at 1947.  The court also concluded 
that the special license granted to petitioner by OFAC, 
which allowed petitioner to sue respondent in U.S. 
courts, “does not authorize transfers of property barred 
by the Regulations,” and thus could not support acqui-
sition of the COHIBA mark by petitioner.  Id. 

The Second Circuit also rejected the argument 
that, even if petitioner could not acquire the COHIBA 
mark in the United States, it was still entitled to obtain 
cancellation of respondent’s registration of the COHI-
BA mark and an injunction preventing respondent from 
using the mark in the United on the basis of alleged 
consumer confusion.  The Second Circuit specifically 
held that 

granting [petitioner] the injunctive relief 
sought would effect a transfer of property 
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rights to a Cuban entity in violation of the em-
bargo.  There is no contest that, as matters 
stand, [respondent] has the full panel of 
property rights in the COHIBA mark, in-
cluding the right to exclude or limit others 
seeking to use the mark in the United 
States…  As it is exactly this brand of proper-
ty right transfer that the embargo prohibits, 
we cannot sanction a grant of injunctive 
remedy to [petitioner] in the form of the 
right, privilege and power to exclude [re-
spondent] from using its duly registered 
mark…  [T]his limitation on judicial authority 
applies equally to [petitioner’s] Lanham Act 
and Paris Convention claims. 

73 USPQ2d at 1947 (emphasis added). 

The Second Circuit also found that, inasmuch as re-
spondent was the owner and sole rightful user of the 
COHIBA mark in the United States, petitioner could 
not obtain relief on the basis that respondent’s use of 
the COHIBA mark causes confusion in the United 
States.  73 USPQ2d at 1949.  The Second Circuit con-
cluded that petitioner’s claims “against [respondent’s] 
use of its duly registered COHIBA mark cannot suc-
ceed as a matter of law.”  Id. 

The Second Circuit further found that Article 6bis 
of the Paris Convention and Sections 44(b) and 44(h) of 
the Trademark Act do not require “cancellation of [re-
spondent’s] properly registered trademark” or an in-
junction against use of the mark.  73 USPQ2d at 1950.  
It also affirmed the district court’s dismissal of peti-
tioner’s claims under Articles 7, 8, 20 and 21 of the IAC 
and Article 10bis of the Paris Convention.  73 USPQ2d 
at 1950-53.  Additionally, the Second Circuit affirmed 
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the district court’s dismissal of petitioner’s other 
claims, including its dismissal of New York unfair com-
petition and misappropriation claims on the grounds 
that respondent had not acted in bad faith.  73 USPQ2d 
at 1954. 

The Second Circuit remanded the case to the dis-
trict court for entry of an order (1) dismissing all of pe-
titioner’s remaining claims, and (2) “vacat[ing] those 
portions of the District Court’s order that cancel[led] 
[respondent’s] registration,” enjoined respondent from 
use of the COHIBA mark, and required recall of 
COHIBA-labeled products and corrective notices.  73 
USPQ2d at 1954.  The Second Circuit’s judgment was 
issued as a mandate on February 8, 2006, after the U.S. 
Supreme Court denied petitioner’s petition for a writ of 
certiorari.  See Empresa Cubana Del Tabaco, aka Cu-
batabaco v. General Cigar Company, Inc., 547 U.S. 
1205 (2006).  The district court then issued an order 
dismissing all remaining claims.  Empresa Cubana Del 
Tabaco v. Culbro Corp., No. 97 Civ. 8399 (SDNY May 
15, 2006). 

A later proceeding in the federal action requires 
brief mention.  In 2006, respondent moved to amend the 
district court’s final order of dismissal to include an in-
struction to the Commissioner of the USPTO to dismiss 
this cancellation proceeding and to abandon petitioner’s 
pending application for the mark COHIBA.  The dis-
trict court denied respondent’s motion to amend.  Em-
presa Cubano Del Tabaco dba Cubatabco v. Culbro 
Corporation and General Cigar Co., 478 F. Supp.2d 513 
(SDNY 2007).  On appeal, the Second Circuit affirmed, 
finding that respondent’s request was based on an es-
toppel theory.  Empresa Cubano Del Tabaco dba Cu-
batabco v. Culbro Corporation, General Cigar Co., Inc., 
and General Cigar Holdings, Inc., 541 F.3d 476, 88 
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USPQ2d 1125, 1128 (2d Cir. 2008).  Specifically, the 
Second Circuit stated that “we see no reason why it 
was an abuse of discretion for the district court simply 
to tell [respondent] to raise its estoppel claim before 
the PTO and let the agency decide, subject to review by 
the Federal Circuit, what preclusive effect should be 
given to our decision in Empresa V, if any.”  88 
USPQ2d at 1128. 

Respondent’s Motion for Summary Judgment 

We initially turn to respondent’s motion for sum-
mary judgment, more specifically, the portion grounded 
on petitioner’s lack of standing.  Summary judgment is 
an appropriate method of disposing of cases in which 
there is no genuine dispute of material fact, thus leav-
ing the case to be resolved as a matter of law.  See Fed. 
R. Civ. P. 56(a).  The party moving for summary judg-
ment has the initial burden of demonstrating the ab-
sence of any genuine dispute of material fact.  See Ce-
lotex Corp. V. Catrett, 477 U.S. 317, 322-324 (1986).  The 
evidence must be viewed in a light most favorable to 
the non-movant, and all justifiable inferences are to be 
drawn in the non-movant’s favor.  See Lloyd’s Food 
Products Inc. v. Eli’s Inc., 987 F.2d 766, 25 USPQ2d 
2027 (Fed. Cir. 1993).  If the party moving for summary 
judgment carries its initial burden, and the nonmoving 
party fails to make a sufficient showing on an essential 
element of its case with respect to which it would have 
the burden of proof at trial, judgment as a matter of 
law may be entered in favor of the moving party.  See 
Fed. R. Civ. P. 56(c); Fram Trak Industries Inc. v. 
WireTracks LLC, 77 USPQ2d 2000, 2004 (TTAB 2006) 
(citing Celotex Corp, supra). 

Standing is a threshold issue that must be proven 
by a plaintiff in every inter partes case. Ritchie v. 
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Simpson, 170 F.3d 1092, 50 USPQ2d 1023 (Fed. Cir. 
1999) and Lipton Industries, Inc. v. Ralston Purina 
Co., 670 F.2d 1024, 213 USPQ 185 (CCPA 1982).  There-
fore, we turn first to the question of whether respond-
ent has shown that there is no genuine dispute of mate-
rial fact as to petitioner’s lack of standing to bring this 
cancellation proceeding. 

The purpose of the standing requirement, which is 
directed solely to the interest of the plaintiff, is to pre-
vent litigation when there is no justiciable controversy 
between the parties.  Lipton Industries, Inc., 213 
USPQ at 189.  In the case of a petition to cancel, the 
standing requirement of a plaintiff has its statutory ba-
sis in Section 14 of the Act which provides that “any 
person who believes he is or will be damaged … by the 
registration of a mark on the principal register …” may 
file a petition to cancel. 

With regard to petitioner’s asserted claims, peti-
tioner, at trial, would need to show that it has a pro-
tectible commercial interest in the COHIBA mark or 
trade name, in addition to its belief that it would be 
damaged by respondent’s COHIBA registrations, to 
establish standing. Chemical New York Corp. v. 
Conmar Form Systems, Inc., 1 USPQ2d 1139, 1142 
(TTAB 1986). 

In support of its motion for summary judgment, re-
spondent contends that since the Second Circuit de-
termined that the CACR prohibited petitioner from ac-
quiring any property interest in the COHIBA mark in 
the United States at any time, by any means, including 
by operation of law, and under any legal theory, includ-
ing the “famous marks” doctrine, international conven-
tions, or an alleged risk of public confusion between the 
parties’ respective marks, petitioner lacks standing to 
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maintain this cancellation proceeding.  In other words, 
respondent essentially maintains that since petitioner 
is legally prohibited from selling its cigars under the 
COHIBA mark in the United States or acquiring any 
interest in the COHIBA mark in the United States, it 
does not have the legitimate commercial interest re-
quired to confer standing to maintain this cancellation 
proceeding. 

In response, petitioner argues that the Board has 
consistently held that standing is established when a 
plaintiff’s pleaded pending application has been refused 
registration based on the defendant’s registration.  In 
view thereof, petitioner contends that since its pleaded 
pending application for the mark COHIBA has been 
refused registration based on respondent’s existing 
COHIBA registrations, standing is conferred upon pe-
titioner to bring this cancellation proceeding. 

We agree with respondent.  While we recognize 
that standing is generally conferred on a plaintiff whose 
pleaded pending application has been refused registra-
tion under Section 2(d) of the Lanham Act based on de-
fendant’s subject registration, see, e.g., Great Seats Ltd. 
v. Great Seats, Inc., 84 USPQ2d 1235, 1237 (TTAB 
2007); Cerveceria Modelo S.A. de C.V. v. R.B. Marco & 
Sons, Inc., 55 USPQ2d 1298, 1299 (TTAB 2000); The 
Hartwell Co. v. Shane, 17 USPQ2d 1569, 1570 (TTAB 
1990), petitioner, in this instance, cannot avail itself of 
such circumstances as a basis for its standing to pursue 
this case.  This derives from a binding, final federal 
court judgment determining that (1) petitioner was by 
law barred from acquiring any property interest in the 
mark COHIBA in the United States during the period 
between the abandonment of respondent’s earlier reg-
istration and the filing date of the application resulting 
in the later registration, because the CACR does not 
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contemplate that petitioner could have acquired prop-
erty rights in COHIBA through advertising without 
use in the United States or based on reputation alone, 
(2) respondent has the full panel of property rights in 
the COHIBA mark, including the right to exclude or 
limit others seeking to use the mark in the United 
States, (3) respondent’s legal right to the COHIBA 
mark has been established as against petitioner, and (4) 
respondent has a right to use the COHIBA mark in the 
United States because it owns the mark in the United 
States.  In view of the foregoing, we find that this case 
is controlled by the Board’s established precedents, 
which hold that where a previous final judgment de-
termines that a party does not own a property interest 
in a mark, the party lacks standing to challenge anoth-
er’s registration of the same mark.  See Stephen 
Slesinger, Inc. v. Disney Enters., Inc., 98 USPQ2d 
1890, 1895 n.15 (TTAB 2011); Gal v. Israel Military In-
dus. Of the Ministry of Def. Of the State of Israel, 230 
USPQ 669, 674 (TTAB 1986), aff’d, 824 F.2d 980 (Fed. 
Cir. 1987). 

Accordingly, we find that, in light of the Second 
Circuit’s binding decision, there is no genuine dispute of 
material fact that petitioner lacks a legitimate commer-
cial interest in the COHIBA mark in the United States 
and that, as a result, its belief in damage resulting from 
an alleged likelihood of confusion under the Trademark 
Act or any international conventions between its as-
serted mark and respondent’s mark, or under any other 
legal theory, is unfounded. 

As a result, petitioner, as a matter of law, has no 
standing to maintain this proceeding and, therefore, re-
spondent is entitled to judgment.  See Fed. R. Civ. P. 
56(a).  See also Coup v. Vornado Inc., 9 USPQ2d 1824 
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(TTAB 1988) (petitioner’s failure to prove standing 
warrants grant of summary judgment for respondent). 

In view of our finding on the threshold issue of 
standing, we need not reach the merits of respondent’s 
second ground for summary judgment, i.e., that peti-
tioner’s claims are precluded by the application of the 
doctrines of res judicata and collateral estoppel.  Fur-
thermore, in light of our decision herein, petitioner’s 
motion to use testimony from the civil action in opposi-
tion to respondent’s motion for summary judgment is 
deemed moot and will be given no further considera-
tion. 

Accordingly, respondent’s motion for summary 
judgment is granted on the basis of lack of standing; 
judgment is entered against petitioner based on its lack 
of standing; and the petition to cancel is dismissed with 
prejudice.  As a further consequence thereof, we also do 
not address the question whether respondent’s Regis-
tration No. 1147309 must be cancelled based on the rul-
ing of the district court that respondent abandoned the 
mark in that registration.  See Section 37 of the Trade-
mark Act, 15 U.S.C. § 1119 and TMEP § 1610 (October 
2012). 
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APPENDIX C 

[Department of the Treasury letterhead] 

[Stamp: AUG 19 1996] 

FAC Nos. C-152409, C-152468 

Dear Mr. Krinsky: 

This is in response to your letters of July 3 and July 22, 
1996, addressed to Serena Moe, Deputy Chief Counsel 
of the Office of Foreign Assets Control.  In your letters 
you ask two questions concerning the authorization 
contained in § 515.527 of the Cuban Assets Control 
Regulations, 31 C.F.R. Part 515 (the “Regulations”).  
First, you ask whether this section authorizes Cuba to 
file an opposition to the registration of a new trade-
mark on the grounds that the new trademark interferes 
with Cuba’s right in its registered trademark based on 
likely consumer confusion.  Second, you ask whether 
Cuba may bring a petition to cancel the prior registra-
tion of a trademark related to its efforts to register a 
trademark. 

The authorization contained in § 515.527 and the paral-
lel provisions of § 515.528 are intended to provide re-
ciprocal protection for the intellectual property of Cuba 
and the United States.  Both of the processes you de-
scribe in your correspondence concern available legal 
means to protect trademarks in the United States.  For 
this reason, the authorization contained in § 515.527 
may be relied on to file an opposition to the registration 
of a new trademark or to petition to cancel a prior reg-
istration of a trademark where these actions relate to 
the protection of a trademark in which Cuba or a Cuban 
national general license has an interest. 
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If you have any further questions concerning this mat-
ter, please call me (202/622-2510) or Ms. Moe (202/622-
2410). 

Sincerely, 

/s/  Richard Newcomb  
R. Richard Newcomb 
Director 
Office of Foreign Assets Control 

 

Michael Krinsky, Esq. 
Rabinowitz, Boudin, Standard, Krinsky & Lieberman, P.C. 
740 Broadway at Astor Place 
New York, New York  10003-9518 
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APPENDIX D 

STATUTORY AND REGULATORY PROVISIONS 

LANHAM ACT § 14 

15 U.S.C. § 1064.  Cancellation of registration. 

A petition to cancel a registration of a mark, stating the 
grounds relied upon, may, upon payment of the pre-
scribed fee, be filed as follows by any person who be-
lieves that he is or will be damaged, including as a re-
sult of a likelihood of dilution by blurring or dilution by 
tarnishment under section 1125(c) of this title, by the 
registration of a mark on the principal register estab-
lished by this chapter, or under the Act of March 3, 
1881, or the Act of February 20, 1905: 

* * * 

(3) At any time if the registered mark becomes the 
generic name for the goods or services, or a portion 
thereof, for which it is registered, or is functional, 
or has been abandoned, or its registration was ob-
tained fraudulently or contrary to the provisions of 
section 1054 of this title or of subsection (a), (b), or 
(c) of section 1052 of this title for a registration un-
der this chapter, or contrary to similar prohibitory 
provisions of such prior Acts for a registration un-
der such Acts, or if the registered mark is being 
used by, or with the permission of, the registrant so 
as to misrepresent the source of the goods or ser-
vices on or in connection with which the mark is 
used. … 

* * * 
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LANHAM ACT § 37 

15 U.S.C. § 1119.  Power of court over registration. 

In any action involving a registered mark the court 
may determine the right to registration, order the can-
celation of registrations, in whole or in part, restore 
canceled registrations, and otherwise rectify the regis-
ter with respect to the registrations of any party to the 
action. … 
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31 C.F.R. § 515.201.  Transactions involving designat-
ed foreign countries or their nationals; effective date. 

* * * 

(b) All of the following transactions are prohibited, ex-
cept as specifically authorized by the Secretary of the 
Treasury (or any person, agency, or instrumentality 
designated by him) by means of regulations, rulings, 
instructions, licenses, or otherwise, if such transactions 
involve property in which any foreign country desig-
nated under this part, or any national thereof, has at 
any time on or since the effective date of this section 
had any interest of any nature whatsoever, direct or 
indirect: 

(1) All dealings in, including, without limitation, 
transfers, withdrawals, or exportations of, any 
property or evidences of indebtedness or evidences 
of ownership of property by any person subject to 
the jurisdiction of the United States; and 

(2) All transfers outside the United States with re-
gard to any property or property interest subject 
to the jurisdiction of the United States. 

(c) Any transaction for the purpose or which has the 
effect of evading or avoiding any of the prohibitions set 
forth in paragraph (a) or (b) of this section is hereby 
prohibited. 

(d) For the purposes of this part, the term foreign coun-
try designated under this part and the term designated 
foreign country mean Cuba and the term effective date 
and the term effective date of this section mean with 
respect to Cuba, or any national thereof, 12:01 a.m., 
e.s.t., July 8, 1963. 

* * * 
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31 C.F.R. § 515.310.  Transfer. 

The term transfer shall mean any actual or purported 
act or transaction, whether or not evidenced by writ-
ing, and whether or not done or preformed within the 
United States, the purpose, intent, or effect of which is 
to create, surrender, release, transfer, or alter, directly 
or indirectly, any right, remedy, power, privilege, or 
interest with respect to any property … . 
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31 C.F.R. § 515.311.  Property; property interests. 

… [T]he terms property and property interest or prop-
erty interests shall include, but not by way of limita-
tion, … patents, trademarks, copyrights, contracts or 
licenses affecting or involving patents, trademarks or 
copyrights, … and any other property, real, personal, 
or mixed, tangible or intangible, or interest or interests 
therein, present, future or contingent. 

* * * 
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31 C.F.R. § 515.527.  Certain transactions with 
respect to United States intellectual property. 

(a)(1) Transactions related to the registration and re-
newal in the United States Patent and Trademark Of-
fice or the United States Copyright Office of patents, 
trademarks, and copyrights in which the Government 
of Cuba or a Cuban national has an interest are author-
ized. 

* * * 


